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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - .

Number- 81204828 (if known): 12757068 Filing date: 5010-04-09
First Named

Inventor:  Andrea Pulskamp

Title: HYBRID HYDROGEN STORAGE SYSTEM AND METHOD USING THE SAME

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments: Status Statement for Petition to Make Special

Signature /Jungi Hang/ Dato 2011-03-04
Name JungiHan
(Print/Typed) 9 g Registration Number 54,615

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

)(\ *Total of ! forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.
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The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

www.uspto.gov

I APPLICATION NO. FILING DATE l FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. J CONFIRMATION NO. l

81204828 1897

12/757,068 04/09/2010 Andrca Pulskamp
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for rep]y, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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BROOKS KUSHMAN P.C./FGTL . @\\
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~ Inre Application of

Pulskamp et al. , : DECISION ON PETITION
Application No. 12/757,068 D TO MAKE SPECIAL UNDER
Filed: 4/9/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 81204828 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 3/4/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a



Application No. 12/757,068 Page 2
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1736 for action
on the merits commensurate with this decision.

/Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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Commissioner for Patents
United States Patent and Trademark Office
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Woodard, Emhardt, Moriarty, McNett &Henry LLP
Roche Diagnostics
111 Monument circle, Suite 3700

Indianapolis IN 46204-5137 MAILED
AUG 12 2011
Applicant: List et al. OFFICE OF PETITIONS

Appl. No.: 12/757,069

Filing Date: April 9,2010

Title: TEST STRIP DEVICE AND METHOD FOR ANALYZING A BODY FLUID
Attorney Docket No.: 007404-001083

Pub. No.: US 2010/0286561 Al

Pub. Date: November 11, 2010

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on December 14, 2010, for the above-identified application.

The request is granted.

The corrected patent application publication will be published in due course, unless the patent
issues before the application is republished.

Inquiries relating to this matter may be directed to Mark Polutta at (571) 272-7709.

O—W/

Mark Polutt

Senior Legal Advisor

Office of Patent Legal Administration
Office of the Deputy Commissioner
for Patent Examination Policy
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OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET ‘
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ﬁorlFchTloNDATE I DELIVERY MODE J
10/22/2010 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be d/'rected to the Office of Data Management at (571) 272-4200.

’ r
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[ APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR IATTORNEY DOCKET NO.I CONFIRMATION NO. ]
12/757,090 04/09/2010 Yusuke MORITA XA-11612 1962
| EXAMINER |
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MILES & STOCKBRIDGE PC
1751 PINNACLE DRIVE
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MCLEAN, VA 22102-3833

SCARLETT, SHAKA S

| ART UNIT | PAPER NUMBER |

2829

| NOTIFICATION DATE L DELIVERY MODE —I
02/01/2012 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid

search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are

hereby refunded.

/Z)vc' A ?

Page 1 of 1
FORM PET651G (Rev. 08/07)

iries should be djpécted to the Office of Data Management at (571) 272-4200.
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LAFKAS LLC MAI

PO Box 43289 LED

CINCINNATI OH 45243-0289 OCT 04 2010
OFFICE OF PETITIONS

In re Application of :

Kirby, et al. :  DECISION ON PETITION
Application No. 12/757,099 . :

Filed: 9 April, 2010

Attorney Docket No. 100405np

This is a decision on the petition filed on 27 August, 2010, pursuant to 37 C.F.R. §1.47.

NOTE:

Petitioner submitted a copy of a letter dated 19 May, 2010, averred to be from the
Counsel representing the non-signing inventor, which letter refers to “a letter and
attachments of 4 May, 2010.”

Petitioner did not submit a copy of the 4 May, 2010, letter—thus, it was not possible to
confirm from the content of Petitioner’s submission that the reference to “attachments”
included a copy of the entire application (description, claims, abstract and drawings).

Petitioner is placed on Notice that:

e The Office has construed Petitioner’s submission to mean that Petitioner has
made such inquiries as were necessary to conclude that the “attachments”
included a copy of the entire application (description, claims, abstract and
drawings) was sent to the non-signing inventor as required by law.

e If Petitioner has not made such inquires, Petitioner must now do so. And

e Should the results of those inquiries by Petitioner indicate to Petitioner that the
referénce to “attachments” did not include a copy of the entire application
(description, claims, abstract and drawings), Petitioner must immediately so
Notice the Office. ‘ ‘
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The petition as considered pursuant to 37 C.F.R. §1.47(a) is GRANTED.

A grantable petition under 37 C.F.R. §1.47(a) requires: (1) petition and fee; (2) proof that the
non-signing inventor cannot be reached or refuses to sign the oath or declaration after having
been presented with the application papers (specification: description, claims and drawings); (3)
an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and (4) a
statement of the last known address of the non-signing inventor(s)}—with diligence in the effort
to ascertain the validity of the address set forth as the reasonably believed to be last
known/current/valid address.

Petitioners always are reminded that for transmission by Email of any document to be accepted
by the Office, written acknowledgment of receipt and readability of the message and all
applicable attachments of required materials must be provided.

BACKGROUND
The record reflects as follows:

The application was deposited on’9 A‘pfil, 2010, without, inter alia, a fully executed
oath/declaration v

On 28 April, 2010, the Office mailed a Notice of Missing Parts requiring, inter alia, a fully
executed oath/declaration.

On 27 August, 2010, Petitioner David M. Lafkas (Reg. No. 50,424) submitted, inter alia: a
request and fee for extension of time, a petition pursuant to 37 C.F.R. §1.47(a) with fee with
statement, and with: an oath/declaration executed by co-inventor Kirby for himself and on behalf
of non-signing inventor Peter Anderson (Mr. Anderson). '

As noted above, Petitioner is placed on Notice that:

e The Office has construed Petitioner’s submission to mean that Petitioner has made such
inquiries as were necessary to conclude that the “attachments” included a copy of the
entire application (description, claims, abstract and drawings) was sent to the non-
signing inventor as required by law.

o [f Petitioner has not made such inquires, Petitioner must now do so. And
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o Should the results of those ‘inquiries by Petitioner indicate to Petitioner that the reference
to “attachments” did not include a copy of the entire application (description, claims,
abstract and drawings), Petitioner must immediately so Notice the Office.

Petitioner appears to provide a showing of the refusal of the non-signing inventor (through his
Counsel) to sign/join and provided a showing of diligent effort in demonstrating the reasonably
believed to be valid/current/last known address for the non-signing inventor. Petitioner appeared
to have provided a showing satisfying the requirements under the Rule to wit: showing/proof that
the non-signing inventor cannot be reached or refuses to sign the oath or declaration after having
been presented with the application papers (specification: description, claims and drawings); an
acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; and a statement of
the last known address of the non-signing inventor(s)—with diligence in the effort to ascertain
the validity of the address set forth as the reasonably believed to be last known/current/valid
address.

Thus, Petitioner sought to satisfy the requirements pursuant to the Rule and the guidance in the
Commentary at MPEP §409.03, and §409.Q3(a) et seq.), and provide a showing that the non-
signing inventor(s) constructively or expressly refused to sign.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application. Thus,
now if one wishes to know the progress in and/or status of an application or the accuracy of the
data therein, one need only look at the file online.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representatibhs before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation—since all owe to the Office the continuing duty to disclose.'

' CONCLUSION

The instant petition under 37 C.F.R. §1.47(a) is granted (status is accorded pursuant to 37
C.F.R. §1.47(a).)

1 See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office). See specifically, the regulations at 37C.F.R. §10.18.
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As provided in 37 C.F.R. §1.47(c), this Office will forward notice of this application’s filing to
the non-signing inventors at the addresses given in the petition. Notice of the filing of this
application will also be published in the Official Gazette.

The instant application is released to the Office of Patent Application Processing (OPAP) for
such processing as required in due course.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

2 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt s :
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PETER ANDERSON

27 TOM MUIR DIRVE MAI

GATE PA ‘ LED
TAURANGA, 3112 OCT 04 2010
NEW ZEALAND -

OFFICE OF PETITIONS

In re Application of :

Kirby, et al. : COMMUNICATION
Application No. 12/757,099 :

Filed: 9 April, 2010

Attorney Docket No. 100405np

Dear Peter Anderson:

You are named as an inventor in the above-identified United States patent application, filed
under the provisions of 35 U.S.C. §116 (United States Code), and 37 C.F.R. §1.47 (Code of
Federal Regulations), Rules of Practice in Patent Cases. Should a patent be granted on the
application you will be designated therein as an inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 C.F.R. §1.19) or make your
position of record in the application. Alternatively, you may arrange to do any of the preceding
through a registered patent attorney or agent presenting written authorization from you. If you
care to join the application, counsel of record (see below) would presumably assist you. Joining
the application would entail the filing of an appropriate oath or declaration by you pursuant to 37
C.F.R. §1.63.

Should you elect to join in the application, the contact information for Counsel of Record is set
forth at the end of this Communication. -

Should you seek to identify independc’nt Counsel, you may find the Patent Attorneys/Agents
Search engine of assistance (https://oedci.uspto.gov/OEDCL/ ).

Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the
application, or a specific paper in the application, should be directed to the Certification Division
at (571) 272-3150 or 1 (800) 972-6382 (outside the Washington, DC area).
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Telephone inquiries regarding this communication may be directed to the undersigned at (571)
272-3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R.
§1.2") and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s) Moreover, the
Office can neither advise you nor recommend Counsel in this matter.

S

/John-J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

Counsel of Record:

LAFKAS LLC

PO Box 43289

CINCINNATI OH 45243-0289

! The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt
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rAPPLICATION NO. | FILING DATE I FIRST NAMED INVENTOR P\TTORNEY DOCKET NO.I CONFIRMATION NO. ]
12/757,155 04/09/2010 Kiyoshi MUKAIYAMA SE-US105102 2124

7590 05/02/2011 | EXAMINER I

GLOBAL IP COUNSELORS, LLP MEIER, STEPHEN D

1233 20TH STREET, NW, SUITE 700
WASHINGTON, DC 20036-2680 [ ART UNIT | PaPer NUMBER |
2853
I MAIL DATE | DELIVERY MODE J
05/02/2011 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the pétition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application. .

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquirie¥’should be directe€d to the Office of Data Management at (571) 272-4200.

Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MCCARTHY LAW GROUP MA,LED
5830 NORTHWEST EXPRESSWAY, #353 JAN 262011
OKLAHOMA CITY OK 73132

OFFICE OF PETITIONS
In re Application of :
Rege, Satish Laxmanrao :  DECISION REFUSING STATUS
Application No. 12/757,279 : UNDER 37 CFR 1.47(b)

Filed: April 9, 2010
Attorney Docket No. STL13141

This is in response to the “Petition Under 37 CFR 1.47(b), filed June 23, 2010.
The petition is DISMISSED.

Rule 47 applicant is given TWO (2) MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Under 37 CFR 1.47(b),” and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF
THE APPLICATION. Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(b) requires:

(1) proof that the non-signing inventor cannot be reached after diligent effort or
refuses to sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and

(3) the petition fee;

(4) a statement of the last known address of the non-signing inventor.
(5) proof of proprietary interest: and

(6) proof of irreparable damage.

Applicant lacks item (2) set forth above. MPEP 409.03(b)(A) states,

The 37 CFR 1.47(b) applicant must make the oath required by.37 CFR 1.63 and 1.64 or 1.175.
Where a corporation is the 37 CFR 1.47(b), an officer (President, Vice-President, Secretary,
Treasurer, or Chief Executive Officer) thereof should normally sign the necessary oath or
declaration. A corporation may authorize any person, including an attorney or agent registered to
practice before the U.S. Patent and Trademark Office, to sign the application oath or declaration
on its behalf. Where an oath or declaration is signed by a registered attorney or agent on behalf of
a corporation, either proof of the attorney’s or agent’s authority in the form of a statement signed
by an appropriate corporate officer must be submitted, or the attorney or agent may simply state
that he or she is authorized to sign on behalf of the corporation. Where the oath or declaration is
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being signed on behalf of an assignee, see MPEP § 324. An inventor may not authorize another
individual to act as his or her agent to sign the application oath or declaration on his or her
behalf. Staeger v. Commissioner, 189 USPQ 272 (D.D.C. 1976), In re Striker, 182 USPQ 507
(Comm'"r Pat. 1973). Where an application is executed by one other than the inventor, the
declaration required by 37 CFR 1.63 must state the full name, residence, post office address, and
citizenship of the nonsigning inventor. Also, the title or position of the person signing must be
stated if signing on behalf of a corporation under 37 CFR 1.47(b).

As the Declaration submitted with the instant petition was left unsigned, the petition is hereby
dismissed.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Telephone inquiries should be directed to Petitions Examiner Liana Walsh at (571) 272-3206.

/dab/

David Bucci
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MCCARTHY LAW GROUP
5830 NORTHWEST EXPRESSWAY, #353

OKLAHOMA CITY OK 73132
MAILED
JuL 21201
OF PETITH
In re Application of : FICE OF ONS
Rege, Satish Laxmanrao :  DECISION REFUSING STATUS
Application No. 12/757,279 : UNDER 37 CFR 1.47(b)

Filed: April 9, 2010
Attorney Docket No. STL13141

. This is in response to the “Request for Reconsideration of Petition Under 37 CFR 1.47(b),” filed
March 28, 2011.

The petition is DISMISSED.

Rule 47 applicant is given TWO (2) MONTHS from the mailing date of this decision to reply,
correcting the below-noted deficiencies. Any reply should be entitled “Request for
Reconsideration of Petition Under 37 CFR 1.47(b),” and should only address the deficiencies
noted below, except that the reply may include an oath or declaration executed by the non-
signing inventor. FAILURE TO RESPOND WILL RESULT IN ABANDONMENT OF
THE APPLICATION. Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(b) requires:

(1) proof that the non-signing inventor cannot be reached after diligent effort or
refuses to sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings);

(2) an acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and
116; :

(3) the petition fee;

(4) a statement of the last known address of the non-signing inventor.

(5) proof of proprietary interest: and

(6) proof of irreparable damage.

Applicant continues to lack item (2) set forth above.

Applicant provided a “Signature By Person With Sufficient Proprietary Interest on Behalf of
Nonsigning Inventor(s) Who Refuse(s) to Sign (37 CFR 1.47(b))” with the instant petition,
which would fulfill item (2) as set forth above. However, 37 CFR 1.4(d)(2)(ii) states:

A patent practitioner (§ 1.32(a)(1)), signing pursuant to §§ 1.33(b)(1) or 1.33(b)(2), must
supply his/her registration number either as part of the S-signature, or immediately below
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or adjacent to the S-signature. The number (#) charactc_ar may be used only as part of the
S-signature when appearing before a practitioner’s registration number; otherwise the
number character may not be used in an S-signature.

The document provided with the instant petition does not include the registration number of the
signing individual. -

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions

Telephone inquiries should be directed to Petitions Examiner Liana Walsh at (571) 272-3206.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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. Commissioner for Patents
United States Patent and Trademark Office
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Alexandria, VA 22313-1450
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MCCARTHY LAW GROUP AA “
5830 NORTHWEST EXPRESSWAY, #353 MA"‘ED
OKLAHOMA CITY OK 73132 NOV 0472011
OFFICE OF PETITIONS
Inre Applicaﬁon of
Rege, Satish Laxmanrao :
Application No. 12/757,279 . DECISION GRANTING STATUS
Filed: April 9, 2010 : STATUS UNDER 37 CFR 1.47(b)

Attorney Docket No. STL13141

This is in response to the renewed petition under 37 CFR 1.47(b), filed October 18, 2011.
The petition is GRANTED.

Petitioner has shown that the non-signing inventor has refused to join in the filing of the above-
identified application.

The application and papers have been reviewed and found in compliance with 37 CFR 1.47(b). This
-application is hereby accorded Rule 1.47(b) status.

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the non-
signing inventor at the address given in the petition. Notice of the filing of this application will also be
published in the Official Gazette.

This application is being referred to the Office of Initial Patent Examination for pre-examination
processing.

Telephone inquiries regarding this decision should be directed to Petitions Examiner Liana Walsh at
(571) 272-3206.

/dab/

David Bucci
Petitions Examiner
Office of Petitions
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Commissioner for Patents
United States Patent and Trademark Office
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SATISH LAXMANRAO REGE
4440 MONITOR ROCK LANE MAIL ED
COLORADO SPRINGS, CO 80904 A, .
NOV 042011
OFFICE OF PETITIONS

In re Application of

Rege, Satish Laxmanrao :

Application No. 12/757,279 : ON PETITION
Filed: April 9, 2010 :

Attorney Docket No. STL13141

You are named as a joint inventor in the above identified United States patent application, filed
under the provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(b), Rules of
Practice in Patent Cases. Should a patent be granted on the application you will be designated
therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application,
order copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position
of record in the application. Alternatively, you may arrange to do any of the preceding through a
registered patent attorney or agent presenting written authorization from you. If you care to join
in the application, counsel of record would presumably assist you. Joining in the application
would entail the filing of an appropriate oatﬁ or declaration by you pursuant to 37 CFR 1.63.

Telephone inquiries regarding this communication should be directed to Petitions Examiner
Liana Walsh at (571) 272-3206. Requests for information regarding your application should be
directed to the File Information Unit at (703) 308-2733. Information regarding how to pay for
and order a copy of the application, or a specific paper in the application, should be directed to
Certification Division at (703) 308-9726 or 1 (800) 972-6382 (outside the Washington D.C.

area).

/dab/

David Bucci
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents ~

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MA"‘EPaper No. o

SNELL & WILMER L.L.P. (Main) NOV 05 2010
400 EAST VAN BUREN :
ONE ARIZONA CENTER OFFICE OF PETITIONS

PHOENIX AZ 85004-2202

In re Application of

Bruce Ha :
Application No. 12/757,292 : LETTER REGARDING
Filed: April 9, 2010 : FEE DEFICIENCY PAYMENT

Atty Docket No. 49672.0117

This is in response to the PETITION UNDER 37 C.F.R. 1.28 filed
October 1, 2010, notifying the Office of loss of entitlement to
small entity status.

The Office no longer investigates or rejects original or reissue
applications under 37 CFR 1.56. 1098 Off. Gaz. Pat. Office 502
(January 3, 1989). Therefore, ‘nothing in this Notice is
intended to imply that an investigation was done.

This letter includes an itemization of the fee deficiencies and
payment as required by 37 CFR 1.28(c) (2) (ii).

Your notification of a loss of entitlement to small entity
status is made of record and your fee deficiency submission
under 37 CFR 1.28 is hereby ACCEPTED.

Telephone inquiries related to this decision should be directed
to the undersigned at 571-272-3219.

Officé of Petitions
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Commissioner for Patents
United States Patent and Trademark Office -
P.O. Box 1450
Alexandria, VA 22313-1450
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- Paper No.

SUTHERLAND ASBILL & BRENNAN LLP MA".ED
999 PEACHTREE STREET, N.E. T
ATLANTA GA 30309 NOV 071“”

' QFFICE OF PETIT
In re Application of PEW“ONS
McGill :
Application No. 12/757,331 : DECISION ON PETITION
Filed: April 9, 2010 : PURSUANT TO

Attorney Docket No.: 15079-0222 : 37 C.F.R. § 1.28(c)
Title: DIMENSIONALLY-STABILIZED -
CUSHIONED CARPET TILE AND -

METHODS OF MANUFACTURE THEREOF

This is a notice regarding your request for acceptance of a fee
deficiency submission pursuant to 37 C.F.R. § 1.28, received on
October 31, 2011. On September 1, 1998, the Court of Appeals for
the Federal Circuit held that 37 C.F.R. § 1.28(c) is the sole
provision governing the time for correction of the erroneous
payment of the issue fee as a small entity. See DH Technology v.
Synergystex International, Inc. 154 F.3d 1333, 47 USPQ2d 1865
(Fed. Cir. Sept. 1, 1998). '

The Office no longer ihveétigates or rejects original or reissue
applications under 37 C.F.R. § 1.56. 1098 Off. Gaz. Pat. Office
502 (January 3, 1989). Therefore, nothing in this notice is
intended to imply that an investigation was done.

Petitioner has identified the particular type of fees that were
erroneously paid as a small entity, when the small entity fees
were actually paid, the small entity fees that were actually
paid, the deficiency owed amounts, and the total deficiency
payment owed. -

Your fee deficiency submission pursuant to 37 C.F.R. § 1.28(c) is
hereby accepted. The petition is GRANTED accordingly.
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Decision on Petition pursuant to 37 C.F.R. § 1.28(c)

The deficiency payment of $993.00 will be charged to Deposit
Account No. 19-5029 in due course, as authorized on the second
page of this petition.

This application is no longer entitled to small enti'ty status.
Accordingly, all future fees paid in this application must be
paid at the large entity rate.

The Office of Patent Application Processing-(OPAP) will be
notified of this decision, and jurisdiction over the application
is transferred to OPAP, so that the application may receive
further processing.

Petitioner will receive appropriate notifications regarding the
fees owed, if any, and other information in due course from OPAP.

The . general phone number for OPAP is 571-272-4000. Telephone
inquiries regarding this decision should be directed to the
undersigned at (571) 272-3225.1

A, et

Paul Shanoski
Senior Attorney
Office of Petitions

1 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be'controlling or considered authority for
any further action(s) of Petitioner.
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Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number -
Number. 0565448.00272 (ifp Ifnlowrl1): 21757,334 Filing date: 94/09/2010
First Named

inventor: Jerome F. Angelilli

Title: Portable Water Treatment Method

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4.  The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments; Prelipginary Amendment

A //%//

Signature // f // /%—3 Date / f / ! < % //

Name Monty L. Ross
(Print/Typed) Y Registration Number 28,899

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature]
see below™*.

j *Total of forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is govened by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

Www.uspto.gov

r APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/757,334 04/09/2010 Jerome F. Angelilli 0565448.00272 2470
20873 7590 01/18/2011
. . EXAMINER
Locke Lord Bissell & Liddell LLP [ I

Attn: Michael Ritchie, Docketing

2200 Ross Avenue I ART UNIT l PAPER NUMBER J
Suite # 2200 . 1773
DALLAS, TX 75201-6776
I MAIL DATE | DELIVERY MODE |
01/18/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rcv. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
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W
Locke Lord Bissell & Liddell LLP \\\
Attn: Michael Ritchie, Docketing O
2200 Ross Avenue
Suite # 2200

DALLAS TX 75201-6776

In re Application of :
Jerome F. Angelilli et al. : DECISION ON PETITION

Application No. 12/757,334 : TO MAKE SPECIAL UNDER
Filed: April 09, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 0565448.00272 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed December 15, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSpto.gov

l APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR I AﬂOﬁNEY DOCKET NO. 'CONFIRMATION NO. I
12/757,382 04/09/2010 i Benjamin Stuart Sparrow SALT2 2569
6980 7590 03/23/2011
TROUTMAN SANDERS LLP I EXAMINER |
5200 BANK OF AMERICA PLAZA ,
600 PEACHTREE STREET, N.E. | ART UNIT [ PapernumBER |
SUITE 5200 o

ATLANTA, GA 30308-2216

| NOTIFICATION DATE l DELIVERY MODE J

03/23/2011 - ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

I jim.schutz@troutmansanders.com
| patents@troutmansanders.com
L ellen.walters@troutmansanders.com

PTOL-90A (Rev. 04/07)
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CST
March 22, 2011
In re application of : DECISION ON REQUEST TO
Benjamin Stuart Sparrow et al : PARTICIPATE IN PATENT
Serial No. 12/757,382 : PROSECUTION HIGHWAY
Filed: April 9, 2010 : PROGRAM AND
For: METHOD AND SYSTEM FOR : PETITION TO MAKE SPECIAL

DESALINATING SALTWATER ; UNDER 37 CFR 1.102(a)
USING CONCENTRATION :
DIFFERENCE ENERGY

This is a decision on the request to participate in the Patent Prosecutlon Highway (PPH)
program, filed January 25, 2011.

The request and petition are DISMISSED.

A grantable request to participate in the PPH program and petition to make special
require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one-or
more applications filed in the CIPO, note where the CIPO application with similar claims
is not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the CIPO application with similar claims
and the CIPO priority application; _

(2) Applicant must submit a copy of:
a. The allowable/patentable claim(s) from the CIPO application(s)
b. An English translation of the allowable/ patentable claim(s), if applicable; and
c. A statement that the English translation is accurate, if applicable; :

(3) Applicant must:

a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the
CIPO application(s); and

b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;
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(5) Applicant must submit:
a. Documentation of prior office action:
a copy of the office action(s) from each of the CIPO application(s) containing
the allowable/patentable claims(s);
b. An English language translation of the CIPO Office action; and
c. A statement that the English translation is accurate; and

(6) Applicant must submit:
a. An IDS listing the documents cited by the CIPO examiner in the CIPO office
action (unless already submitted in this application)
b. Copies of documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application).

The request to participate in the PPH program and petition fail because:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or
more applications filed in the CIPO, note where the CIPO application with similar claims
is not the same application from which the U.S. application claims priority that the
applicant must identify the relationship between the CIPO application with similar claims
and the CIPO priority application.

Applicant notes that the present application claims priority to Canadian application
2,699,174, which was filed on April 8, 2010. Note, however, that priority is also claimed
to US provisional application 61/168,002, filed April 9, 2009. Accordingly, the United
States was the Office of first filing, and a relationship meeting the Notice Regarding Full
Implementation of PPH Program between the United States Patent and Trademark
Office and the Canadian Intellectual Property Office (signed 21 January 2010),
specifically item (1)(a)(i) is not present.

Applicant is given a time period of ONE MONTH OR THIRTY DAYS, whichever is
longer, from the mailing date of this decision to correct the deficiencies. NO
EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected within the time period given, the application with await action in its regular
turn.

Any inquiry regarding this decision should be directed to Christine Tierney, Quality
Assurance Specialist, at (571) 272-1055.

All other inquiries concerning the examination or status of the application is accessmle
in the PAIR system at http://www.uspto.gov/ebc/index.html.
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/Christine Tierney/

Christine Tierney
Quality Assurance Specialist
Technology Center 1700



Patent
Customer No.: 006980
Docket No.: SALT2

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: ) Confirmation No. 2569
)
Benjamin Stuart Sparrow ) Group Art Unit: 1724
)
Serial No.: 12/757,382 ) Examiner:

Filed: 9 April 2010

For: METHOD AND SYSTEM FOR DESALINATING
SALTWATER USING CONCENTRATION
DIFFERENCE ENERGY

P N N N N

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT
PROGRAM AND PRELIMINARY AMENDMENT

Mail Stop Petitions Atlanta, GA 30308-2216
Honorable Commissioner for Patents 16 June 2011
P.O. Box 1450

Alexandria, VA 22313-1450

Sir:

Prior to examining the above-identified application, please make the following

amendments:

TROUTMAN
SANDERS

2288004_1.DOCX

1/10



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Number o SALT2 hemowny | 12/757,382 | Fiing cate: 04-09-2010

First Named

menor - BENjamin Stuart Sparrow

Tite: Method And System For Desalinating Saltwater Using Concentration Difference Energy

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6 Other attachments: Petition To Make Special Under The Green Technology Pilot Program And Preliminary Amendment

sinatre /RYAN A. Schneider, Reg. #45083/ bae 06-16-2011
z\lparms-ryped) Ryan A SChneIder Registration Number 45083

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|§| *Total of1— forms are submitted.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR [ ATTORNEY DOCKET NO. I CONFIRMATION NO. I

12/757,382 04/09/2010 Benjamin Stuart Sparrow SALT2 2569

6980 7590 07/14/2011 r
TROUTMAN SANDERS LLP

5200 BANK OF AMERICA PLAZA
600 PEACHTREE STREET, N.E. | ArTunr |  parernumser |
SUITE 5200

ATLANTA, GA 30308-2216

EXAMINER I

1724

I NOTIFICATION DATE | DELIVERY MODE J

07/14/2011 ELECTRONIC

’

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

jim.schutz@troutmansanders.com
patents@troutmansanders.com
ryan.schneider@troutmansanders.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
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TROUTMAN SANDERS LLP
5200 BANK OF AMERICA PLAZA /] l l ‘
600 PEACHTREE STREET, NE.

SUITE 5200

ATLANTA GA 30308-2216

In re Application of : :

SPARROW, BENJAMIN STUART : DECISION ON PETITION
Application No. 12/757,382 : TO MAKE SPECIAL UNDER
Filed: 04/09/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. SALT2 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed June 16, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1724 for action
on the merits commensurate with this decision.

Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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Commissioner for Patents

United States Patent and Trademark Office
: P.O. Box 1450
Alexandria, VA 22313-1450
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Sterne, Kessler, Goldstein & Fox P.L.L.C
1100 New York Avenue, N.W.

Washington, DC 20005 | MAILED
NOV 04 2011

In re Patent of Dueppen et al. :
Patent No. 8,012,354 : OFFICE OF PETITIONS

Issue Date: September 6, 2011 :

Application No. 12/757, 383 : Decision on Request
Filing Date: April 9, 2010 :

Atty. Docket No. 2715.0840005/JUK/JHH

Pub. No.: US 2010/0261919 A1l

Pub. Date: October 14, 2010

This is a decision on the request for a corrected patent application publication under

37 C.F.R. § 1.221(b) filed December 6, 2010.
The request is dismissed as moot.

A review of the record discloses the application issued as U.S. Patent No. 8,012,354 on
September 6, 2011, which is prior to consideration of the present request for reconsideration.

Patentees may wish to consider filing a request for a certificate of correction under the provisions
37 C.F.R. § 1.322 to correct Office errors in the patent, if necessary.

Telephone inquiries regarding this communication may be directed to Senior Petitions Attorney
Steven Brantley at (571) 272-3203.

(g Lot
Christopher Bottorff
Petitions Examiner

Office of Petitions
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CROWELL & MORING LLP MAILED
INTELLECTUAL PROPERTY GROUP MAR 09 2011
P.0. BOX 14300

WASHINGTON, DC 20044-4300 OFFICE OF PETITIONS

In re Application of

Robert L. Houtz, et al. :

Application No. 12/757,388 : ON PETITION
Filed: April 9, 2010 : .
Attorney Docket No 104072.61256US

This is a decision in response to the petition, filed January 24, 2011, to revive the above-
identified application under the provisions of 37 CFR 1.137(b).

The petition is GRANTED.

The application became abandoned for failure to timely respond to a Notice to File Missing Parts
(Notice) mailed April 30, 2010. The notice set a two-montﬁ period to respond and required an
oath or declaration under 37 CFR 1.63, replacement drawings in compliance with 37 CFR 1.84
and 37 CFR 1.121(d), a sequence listing as required by 37 CFR 1.821(c), and the requisite
surcharge under 37 CFR 1.16(f). A Notice of Abandonment was mailed on December 17, 2010.
On January 24, 2011, the present petition was filed.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
required reply, including an executed declaration; (2) the petition fee of $810; and (3) an
adequate statement of unintentional delay.

The application is being referred to the Office of Patent A;plication Processing (OPAP) for
further processing using the declaration filed January 24, 2011.

Telephone inquires related to this decision should be directed to the undersigned at (571) 272-
3204. Telephone inquiries related to processing at OPAP should be directed to their hotline at
(571) 272-4000.

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions



Doc Code: PET.GREEN

Document Description: Petition for Green Tech Pilot PTO/SBI420 (11-10)
Approved for use through 01/31/2011. OMB 0651-0062

U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - |
Number: 0565448.00278 (if known): 12/757,403 Filing date: g4/09/2010
First Named

inventor: JeromeF. Angelilli

Title: Portable Water Treatment System and Apparatus

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

N

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments: Preliminary Amendment

/4

Signature A, ///’ ol Date ’/ f / £ < Z/ /;/

Name Monty L. Ross
(Print/Typed) 4 Registration Number 28,899

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature{
see below*.

j *Total of ____ forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0-9199 and select option 2.
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l APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. l CONFIRMATION NO. J
12/757,403 04/09/2010 Jerome F. Angelilli 0565448.00278 2624
20873 7590 01/1812011 r -
. . EXAMINER
Locke Lord Bissell & Liddell LLP I
Attn: Michael Ritchie, Docketing DRODGE, JOSEPH W
2200 Ross Avenue ART UNIT PAPER NUMBER
Suite # 2200 I I I
DALLAS, TX 75201-6776 1772
| MAIL DATE | DELIVERY MODE |
01/18/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

P

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450
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Attn: Michael Ritchie, Docketing
2200 Ross Avenue

Suite # 2200

DALLAS TX 75201-6776

Locke Lord Bissell & Liddell LLP \\%\\

In re Application of :
Jerome F. Angelilli et al. X DECISION ON PETITION

Application No. 12/757,403 : TO MAKE SPECIAL UNDER
Filed: April 09, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 0565448.00278 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed December 15, 2010, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). '

The petition is GRANTED.

A grantablé petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis

- for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700



Doc Code: PET.GREEN

Docurnent Description: Petition for Gresn Tech Pilot FTOHSBMZ0 (1140
Apmrovad for use through BHAH0H, OWE CéSi ODB

U8, Patent mind Tradamark Office; U S DE—'ARTMENT OF COMMERCE

Linder the Faperyak Bududion Aot of 1888, no persons ave veguirsd to respond 1o 3 oollection of information unless & displays 3 valid OMB sontrol numbar,

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Altorney Docket
Number:

Application Nureber

24415351 {if known}:

12757415 Fiing date’ Aot g, 2010

First Named

frwentar, | Cinat Vaughn LARSEN

Titte: TORSIONAL PROTECTION SYSTEM AND METHOD FOR WIND TURBINE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This pelition must be timely filed electronically using the USPTQO slsctronic filing system, EFS-Web.
1 By filing this petition;

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1,219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: applicant is agreaing to make an election without traverse in a felephonic interviaw and
glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheeat.

3. This request is accompanied by statements of special status for the eligibility requirement,

4. The application contains no more than three (3) independent claims and twenty (20} total claims.

o

The application does not contain any muitiple depandent claims.

8. Other sttachments: Staterment Concerning the Basis for the Special Status

i s D, 2t 3 n p k
Signature Dougtas B, Zhang | Date December 21, 2018
Name Douglas D, Zhan -
{PrintiTyped) glast g | Registration Mumber 37,985

Note: Signatures of af the inventors or assrgneei of record of the entire interest or their represemative(s} are required in accordance with 3]
CTFR 1.33 and 11.18. Please see 37 CFR 1.4{d} for the form of the signature. If necessary, submit multiple forms for rore than ane  signature)
seg bafow”.

\\\\\\\

Tolabol forms ave submitted.
The iformation is requirsd to obbedn or retain 8 banefit By the public which s to file {and by the USPTO fo provess) an apg
[SR=R o3 122 md ITLE R 1. h a:.o 1 14 Tms miisﬁ;@mﬂ i m{tmmbd tc iaks, zi urs 1o wmpEPtG irpduding gatheriog, W‘Pi}ﬁ(

o the amount of tme you v £ A
1 S fw‘ rt‘duv'ng m.a Dargett. sﬁwsd bF >\,N to the: Ci\tt‘f edesernation Off e, b 3. P: terd and Trasdemark Office, US Qﬁparl ant of Ct‘a““’k 0, P.O, Box
1480, AMgcandria, VA 22312-1450, DO NOT 3END FEES OR COMPLETED FORMS TC THIS ADDRESS. SEND TO: Commissioner for Patents, F Q. Box
14588, Alexandriz, VA 223131450

¥ you need assistance in completing the form. call 1-800-FT0O-8182 and selest oplion 2.



Privacy Act Statement

The Privacy Act of 1974 {(P.L. 93-578) requires that you be given cartain information in connection with your
submission of the attached form relaled to a paterd application or patent. Accordingly. pursuant to the requiremeants of
the Act, please be advisad that: {1) the general authority for the collection of this information is 35 U.S.C. 2{b¥2}); {2}
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
LS. Patent and Trademark Office is to pracess andior examine your submission relaled fo a patent application or
patent. if you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subjest o the following routine uses:

1.

Page
3

The information on this form will be trealed confidentially {o the extent allowsd under the Freedom of

information Aot (5§ U.B.C. 532} and the Privacy Act {5 U.S.C 582a). Reoords from this system of records may

be disclosed o the Department of Juslice 10 determine whether disclosurs of these records is required by the

Freedom of Information Act.

A record from this sysiem of records may be disclosed, as a routine use, in the course of presenting evidence

to a court, magistrate, or administrative tribunal, including disclosures o opposing counsel in the course of

settlement negotiations.

A record in this system of records may be disclesed, as a routine use, to & Member of Congress submilting a

request involving an individaal, to whom the record pertaing, when the individual has requested assisiance from

the Member with respest 1o the subject matter of the record.

A record in this systent of records may be disclosed, as a routing use, 1o a contracior of the Ageroy having

need for the information in order to perform a condract. Reciplents of information shall be required o comply

with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 US.C. 852a{m).

A record related 1o an international Application filed under the Palent Cooperation Treaty in this systemn of

records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property

Organization, pursuant to the Patant Cooperatlion Traaty.

A record in this system of records may he disclosed, as a routine use, to anather federal agency for purposes

of National Security review {35 U.S.C. 181} and for review pursuant 1o the Alomic Energy Act (42 U.5.C.

218{cy.

A réc]grd from this system of records may be disclosed, as a routine use, fo the Administrator, General

Services, or hisfher designes, during an inspection of records conducted by GSA as part of that agency's

responsibility to recommend improvementis in records management practices and programs, under authorily of

44 U.S.C. 2804 and 2908. Such disclosure shall be made in accordance with the GSA reguiations governing

inspection of records for this purpose, and any other relevant {j.e.. GSA or Commarce) directive. Such

disclosure shall not be used o make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.5.C. 122{b) or issuance of a palent pursuant to 35 UL5.C. 151, Fusther, a

record may be disclosed, subject ko the limitations of 37 CFR 1.14, as a rouline use, 1o the public if the record

was filed in an application which became abandoned or in which the proceedings wers terminated and which

application is referenced by either a published application, an application open to public inspection or an issued
atent.

g\ record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agenay, if the USPTQ becomes aware of a violation or potential violation of law or regulaiion.
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l APPLICATION NO. FILING DATE : . FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO.

12/757,416 04/09/2010 Einar Vaughn Larsen 244155 2655

7788 7590 01/04/2011 l EXAMINER

GE ENERGY GENERAL ELECTRIC

C/O ERNEST G. CUSICK

ONE RIVER ROAD, BLD. 43, ROOM 225 | ART UNIT I PAPER NUMBER

SCHENECTADY, NY 12345 3745

I MAIL DATE I DELIVERY MODE

01/04/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

GE ENERGY GENERAL ELECTRIC

C/O ERNEST G. CUSICK

ONE RIVER ROAD, BLD. 43, ROOM 225
SCHENECTADY NY 12345

In re Application of :

LARSEN, EINAR VAUGHN Co DECISION ON PETITION
Application No. 12/757,416 : TO MAKE SPECIAL UNDER
Filed: April 9,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 244155 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed Dec. 22, 2010, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is dismissed.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the"
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item # 4.

In regard to item 4, petitioner should note that the instant petition includes a statement
identifying the basis for the special status (i.e., whether the instant invention (1) materially
enhances the quality of the environment or materially contributes to (2) development of
renewable energy resources or energy conservation, or (3) greenhouse gas reduction) as required
by sections II and III of the notice. However, as stated in the notice, applicant must also provide
a statement pertaining to the materiality standard if the application disclosure is not clear on its
face as to the materiality of the basis for the special status of the invention. This petition lacks
such a statement and it is not agreed that the application on its face meets that materiality
standard. For example, it is not clear how the claimed detection processing stage having at least
one input obtained from at least one component in the wind turbine and a protection logic stage
that compares the energy to a threshold level to get an indication of an amount of the energy that
is above a predetermined threshold will provide and enhance the quality of the environment or
contribute to development of renewable energy resources or energy conservation or greenhouse
gas reduction.

Any reconsideration of this decision should be submitted through the USPTO electronic filing

system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

The application will be forwarded to the Technology Center Art Unit 3744 for action in
its regular turn.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center 3700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named inventor: Einar Vaughn LARSEN )

Confirmation No.: 2655 )
)

Serial No.: 12/757,416 )
}

Filing Date: April 9, 2010 }
)

Atty Docket No.: 244155-1 )

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Reguest for Reconsideration

SIR:

This is responsive to the Decision on Petition, dated as mailed 04 January
2011, in the above-referenced application.

Applicant respectiully requests reconsideration of Applicant’s Petition {o
Make Special on the basis that the presant invention materially contributes to the
development of renewable snergy resources or energy conservation.

Applicant respectiully submits that the present invention is direcied o a
system and method for protecting wind turbine generators from undesired
torsional oscillations. Distribution-class electrical power lines equipped with a
distribution series capacitor are subject to two distinct and potentially damaging
phenomena, ferroresonance involving transformers and self-excitation of motors
during starting. Power generation sites {e.g., thermal prime movers, induction
generators, wind turbines, atc ) are often located very far from load centers. To
enable the transmission of power over long distances, the use of senes

capacitors is often emploved to raise the power limits of the resulting long



transmission ings. The series capacifors can cause series-resonant oscillations,
which have been known to cause damage to generator shafts. Damage could
also be inflicted on wind turbine power transmission and control components.
The embodiments disclosed herein provide a system and a method for protecting
a wind turbine from torsional oscillations known {0 cause damage to generator
shafts other wind turbine components. Thus the present invention materially
contributes to the development of renewable energy by protecting wind turbines
from damage that may interrupt the operation of wind turbines, which in tum
promotes increased energy production.

The undersigned altormey may be contactad at the number below to
facilitate the resolution of any matters. Please charge any fees that are incurred
in conneaction with this Statement to deposit account no. 09-0470.

Respectiully submitied,
General Electric Company
By: /Douglas B. Zhang/

Douglas D. Zhang
Reg. No. 37,985

Dated: January 20, 2011

GE Global Patent Operation
2 Corporate Drive, Suite 648
Shelton, CT 06484
203-944-6755

td



Doc Code: PET.GREEN

Docurnent Description: Petition for Gresn Tech Pilot FTOHSBMZ0 (1140
Apmrovad for use through BHAH0H, OWE CéSi ODB

U8, Patent mind Tradamark Office; U S DE—'ARTMENT OF COMMERCE

Linder the Faperyak Bududion Aot of 1888, no persons ave veguirsd to respond 1o 3 oollection of information unless & displays 3 valid OMB sontrol numbar,

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Altorney Docket
Number:

Application Nureber

24415351 {if known}:

12757415 Fiing date’ Aot g, 2010

First Named

frwentar, | Cinat Vaughn LARSEN

Titte: TORSIONAL PROTECTION SYSTEM AND METHOD FOR WIND TURBINE

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABQVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This pelition must be timely filed electronically using the USPTQO slsctronic filing system, EFS-Web.
1 By filing this petition;

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1,219 and the publication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: applicant is agreaing to make an election without traverse in a felephonic interviaw and
glect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheeat.

3. This request is accompanied by statements of special status for the eligibility requirement,

4. The application contains no more than three (3) independent claims and twenty (20} total claims.

o

The application does not contain any muitiple depandent claims.

8. Other sttachments: Staterment Concerning the Basis for the Special Status

i s D, 2t 3 n p k
Signature Dougtas B, Zhang | Date December 21, 2018
Name Douglas D, Zhan -
{PrintiTyped) glast g | Registration Mumber 37,985

Note: Signatures of af the inventors or assrgneei of record of the entire interest or their represemative(s} are required in accordance with 3]
CTFR 1.33 and 11.18. Please see 37 CFR 1.4{d} for the form of the signature. If necessary, submit multiple forms for rore than ane  signature)
seg bafow”.

\\\\\\\

Tolabol forms ave submitted.
The iformation is requirsd to obbedn or retain 8 banefit By the public which s to file {and by the USPTO fo provess) an apg
[SR=R o3 122 md ITLE R 1. h a:.o 1 14 Tms miisﬁ;@mﬂ i m{tmmbd tc iaks, zi urs 1o wmpEPtG irpduding gatheriog, W‘Pi}ﬁ(

o the amount of tme you v £ A
1 S fw‘ rt‘duv'ng m.a Dargett. sﬁwsd bF >\,N to the: Ci\tt‘f edesernation Off e, b 3. P: terd and Trasdemark Office, US Qﬁparl ant of Ct‘a““’k 0, P.O, Box
1480, AMgcandria, VA 22312-1450, DO NOT 3END FEES OR COMPLETED FORMS TC THIS ADDRESS. SEND TO: Commissioner for Patents, F Q. Box
14588, Alexandriz, VA 223131450

¥ you need assistance in completing the form. call 1-800-FT0O-8182 and selest oplion 2.



Privacy Act Statement

The Privacy Act of 1974 {(P.L. 93-578) requires that you be given cartain information in connection with your
submission of the attached form relaled to a paterd application or patent. Accordingly. pursuant to the requiremeants of
the Act, please be advisad that: {1) the general authority for the collection of this information is 35 U.S.C. 2{b¥2}); {2}
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
LS. Patent and Trademark Office is to pracess andior examine your submission relaled fo a patent application or
patent. if you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subjest o the following routine uses:

1.

Page
3

The information on this form will be trealed confidentially {o the extent allowsd under the Freedom of

information Aot (5§ U.B.C. 532} and the Privacy Act {5 U.S.C 582a). Reoords from this system of records may

be disclosed o the Department of Juslice 10 determine whether disclosurs of these records is required by the

Freedom of Information Act.

A record from this sysiem of records may be disclosed, as a routine use, in the course of presenting evidence

to a court, magistrate, or administrative tribunal, including disclosures o opposing counsel in the course of

settlement negotiations.

A record in this system of records may be disclesed, as a routine use, to & Member of Congress submilting a

request involving an individaal, to whom the record pertaing, when the individual has requested assisiance from

the Member with respest 1o the subject matter of the record.

A record in this systent of records may be disclosed, as a routing use, 1o a contracior of the Ageroy having

need for the information in order to perform a condract. Reciplents of information shall be required o comply

with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 US.C. 852a{m).

A record related 1o an international Application filed under the Palent Cooperation Treaty in this systemn of

records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property

Organization, pursuant to the Patant Cooperatlion Traaty.

A record in this system of records may he disclosed, as a routine use, to anather federal agency for purposes

of National Security review {35 U.S.C. 181} and for review pursuant 1o the Alomic Energy Act (42 U.5.C.

218{cy.

A réc]grd from this system of records may be disclosed, as a routine use, fo the Administrator, General

Services, or hisfher designes, during an inspection of records conducted by GSA as part of that agency's

responsibility to recommend improvementis in records management practices and programs, under authorily of

44 U.S.C. 2804 and 2908. Such disclosure shall be made in accordance with the GSA reguiations governing

inspection of records for this purpose, and any other relevant {j.e.. GSA or Commarce) directive. Such

disclosure shall not be used o make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of

the application pursuant to 35 U.5.C. 122{b) or issuance of a palent pursuant to 35 UL5.C. 151, Fusther, a

record may be disclosed, subject ko the limitations of 37 CFR 1.14, as a rouline use, 1o the public if the record

was filed in an application which became abandoned or in which the proceedings wers terminated and which

application is referenced by either a published application, an application open to public inspection or an issued
atent.

g\ record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

enforcement agenay, if the USPTQ becomes aware of a violation or potential violation of law or regulaiion.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

GE ENERGY GENERAL ELECTRIC

C/O ERNEST G. CUSICK

ONE RIVER ROAD, BLD. 43, ROOM 225
SCHENECTADY NY 12345

In re Application of :

LARSEN, EINAR VAUGHN : DECISION ON PETITION
Application No. 12/757,416 : TO MAKE SPECIAL UNDER
Filed: April 9,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 244155 : PILOT PROGRAM

This is a decision on the renewed petition under 37 CFR 1.102, filed Jan. 20, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent -claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
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request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

The application will be forwarded to the Technology Center Art Unit 3745 for action on
the merits commensurate with this decision.

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWW.uspto. gov

Furman Gregory Deptula MAILED

215 Main Street

Suite 101 MAR 192012
Biddeford, ME 04005

_ OFFICE OF PETITIONS

In re Application of Kandimalla et al. ,

Application No. 12/757,425 : Decision on Petition
Filing Date: April 9, 2010 :

Attorney Docket No. HYB-023US3

This is a decision on the petition under 37 CFR 1.137(b) filed January 28, 2012, to revive the
above-identified application.

The petition is DISMISSED.
Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail
date of this decision. No further petition fee is required for the request. Extensions of time

under 37 CFR 1.136(a) are permitted. The reconsideration request should include a cover letter
titled “Renewed Petition under 37 CFR 1.137(b).”

Background
The application was filed April 9, 2010.
The fees submitted with the application included payment for 10 claims in excess of 20.
An amendment adding claims was filed January 13, 2011.
The Office mailed a Notice to File Missing Parts of Nonprovisional Application on March 24,
2011. The notice required the submission of $220 for one independent claim in excess of three
and the submission of $416 ($52 X 8) for additional claims in excess of 20. The notice set a

two-month extendable period for reply.

The Office did not receive a response to the notice and the application became abandoned on
May 25, 2011.

The Office mailed a Notice of Abandonment on November 4, 2011.
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The instant petition was filed January 28, 2012. The petition was filed with $2,460. A fee
transmittal sheet indicates:

1. $400 of the $2,460 is for the “Petition fee — 37 CFR 1.17(f) (Group I),”

2. $200 of the $2,460 is for the “Petition fee — 37 CFR 1.17(g) (Group II),” and -

3. $1,860 of the $2,460 is for the “Petition-revive unintent. abandoned appl.”
Discussion

A grantable petition under 37 CFR 1.1 37(b) must be accompanied by:

(1) The reply required to the outstanding Office action or notice, unless previously

filed,

2 The petition fee, and

3 A statement that the entire delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional.’

The instant petition fails to satisfy requirement (1) set forth above.

An amendment deleting claims has not been filed and the amount of a fee is determined at the
time the fee is paid. As a result, the required reply is the submission of $730, which is the sum
of $250 for one independent claim in excess of three and $480 for eight claims in excess of
twenty.

The $730 sum was not submitted with the petition and, although the petition states the reply is
being filed “in the form of deposit account authorization,” the papers filed January 28, 2012, do
not authorize the Office to charge the fee to a deposit account.

The $400 “petition fee” and $200 “petition fee” filed January 28, 2012, are the Office assumes
petitioner would wish for the Office to apply the $600 to the fees owed. However, even if the
$600 is applied to the outstanding excess claim fees, the sum of $130 remains due. Therefore,
the petition cannot be granted at this time.

Any request for reconsideration should include (1) a request for the Office to apply the $400 fee
and $200 fee towards the outstanding fees due for excess claims and (2) an additional $130.2

Further correspondence with respect to this matter may be submitted as follows:

By Internet: A request for reconsideration may be filed electronically using EFS Web.?
Document Code “PET.OP” should be used if the request is filed electronically.

' A terminal disclaimer is also necessary if the application is a design application or if the application was filed on or
before June 8, 1995.

2 Petitioner may, in the alternative, submit an amendment deleting an independent claim and seven other claims.

* General Information concerning EFS Web can be found at http://www.uspto.gov/patents/process/file/efs/index.jsp.
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By mail: Mail Stop Petition
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

By facsimile: (571) 273-8300
Attn: Office of Petitions

By hand: U.S. Patent and Trademark Office
Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

Telephone inquiries regarding this communication should be directed to Petitions Attorney
Steven Brantley at (571) 272-3203.

Zo2

Charles Steven Brantley
Senior Petitions Attorney
Office of Petitions
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MUNCY, GEISSLER, OLDS & LOWE, PLLC

4000 LEGATO ROAD ' MAILED
SUITE 310 ‘ LE
FAIRFAX VA 22033 ' MG 22 201

In re Application of OFFICE OF PETITIONS
Hua et al. :

Application Number: 12/757,458 - : NOTICE

Filing or 371(c) Date: 04/09/2010
Attorney Docket Number: 5900/0203PUS1

This is a notice regarding your request for acceptance of a fee deficiency submission, which is
treated under 37 CFR 1.28, filed on July 14, 2011.

The Office no longer investigates or rejects original or reissue patents under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-3231.

Wi

Douglas Wood
Attorney
Office of Petitions



Doc Code: PPH.PCT.652 :
Document Description: Petition to make special under PCT-Patent Pros Hwy PTOISB/20PCT-KR (06-10)
Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HicHwAY (PCT-PPH) PiLOoT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AnD THE USPTO

Application No: 1 2/757 ,461 Filing date: 04'09"'20 1 0

First Named Inventor: Patl’le Lee Falth

L’ﬁi&.’éﬁe System and Method for Managing Tailored Marketing to Users of Wireless Devices

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP:/IWWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2011/031793

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
04-08-2011

I. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above-identified
corresponding PCT application(s)

Is attached.

I:l Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

' L__l Is not attached because the document is already in the U.S. application.

C. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

TFage 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14, This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TOQ THIS ADDRESS.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

ReQUEST FOR PARTICIPATION IN THE PCT-PPH PiLOT PROGRAM
BeTweEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/757,461
First Named Inventor] Patrick Lee Faith

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WO/ISA, WO/IPEA, IPER) of the corresponding PCT application.

Is attached
(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
D Are attached.

Has already been filed in the above-identified U.S. application on

Have already been filed in the above-identified U.S. application on 03_01 _201 2
Il. Claims Correspondence Table:
L I Patentable Claims
Claims in US Application in the corresponding Explanation regarding the correspondence
PCT Application
1-39 1-39 exact correspondence

Ill. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

v L/
Signature ( //’/’/ Dateﬂ/ Z’/ / Z
{‘é,a,EL‘STypem Patﬂék R JeWIK Registration Number 40,456

[Page 2 of 2]




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

~ P.O.Box 1450
M Al LED . Alexandria, V/‘\Nﬁzilitl;is
KILPATRICK TOWNSEND & MAR 12 2012
STOCKTON LLP/VISA '
TWO EMBARCADERO CENTER, 8™ OFFICE OF PETITIONS
FLOOR
SAN FRANCISCO CA 94111
: DECISION ON REQUEST TO
In re Application of : PARTICIPATE IN THE PATENT
Patrick Lee Faith et al : PROSECUTION HIGHWAY
Application No.: 12/757,461 : PROGRAM AND PETITION
Filed: April 9, 2010 : TO MAKE SPECIAL UNDER
Attorney Docket No.: 16222U-079000US : 37 CFR 1.102(a)
For: SYSTEM AND METHOD FOR :
MANAGING TAILORED
MARKETING TO USERS OF
WIRELESS DEVICES

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on March 2, 2012, to make the
above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(i) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the -
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);
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(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English translation is accurate
if the latest international work product is not in the English language;

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Karen Creasy at 571-272-
3208.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision.

" Diane Goodwyn
Petitions Examiner
Office of Petitions
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Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757 495 Confirmation 2817 Filing 2010-04-09

Number Number Date

Attorney Docket . . .

Number (optional) 1421-401 Art Unit 1638 Examiner Cathy Kingdon Worley

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 8029288

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

@ (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18
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U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12757495 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-401

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



——————— UNITED STATES DEPARTMENT-OF.COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.USpLO.gov *

APPLICATION NO. | FILING DATE 1 FIRST NAMED INVENTOR IATTORNEY DOCKETNO. | CONFIRMATION NO. I
12/757,495 04/09/2010 William H. Eby A 1421-401 2817
32905 7590 07/15/2011
JONDLE & ASSOCIATES, P.C. ' | EXAMINER |
858 HAPPY CANYON ROAD, SUITE 230 WORLEY, CATHY KINGDON
CASTLE ROCK, CO 80108 l ART UNIT I PAPER NUMBER J
1638 '

I NOTIFICATION DATE | DELIVERY MODE |

07/15/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

" Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of:

William H. Eby :

Serial No.: 12/757,495 : PETITION DECISION
Filed: April 9, 2010 :

Attorney Docket No.: 1421-401

This is in response to the petition under 37 CFR § 1.59(b), filed July 6, 2011, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on July 6, 2011, be expunged from the record.
Petitioner states either: (A) that the information contains trade secret material, proprietary
material and/or material that is subject to a protective order which has not been made public; or
(B) that the information submitted was unintentionally submitted and the failure to obtain its
return would cause irreparable harm to the party who submitted the information or to the party in
interest on whose behalf the information was submitted, and the information has not otherwise
been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpLo.gov

APPLICATION NO. I FILING DATE | FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. J
12/757,495 04/09/2010 William H. Eby 1421-401 2817
32905 7590 10/20/2011
JONDLE & ASSOCIATES, P.C. | EXAMINER ]
858 HAPPY CANYON ROAD, SUITE 230 WORLEY, CATHY KINGDON
CASTLE ROCK, CO 80108
A [ ART UNIT I PAPER NUMBER J

1638

I NOTIFICATION DATE l DELIVERY MODE I

102202001 - ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

JondleOA @jondlelaw.com

PTOL-90A (Rev. 04/07)



&=\ UNITED STATES PATENT AND TRADEMARK OFFICE

N
)

A

Commissioner for Patents
: . United States Patent and Trademark Office
OCT 2 0 201 tea State .0, Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/757,495 :

Filed: April 9,2010

Attorney Docket No.: 1421-401

This is in response to the renewed petition under 37 CFR § 1.59(b), filed September 15, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on July 6, 2011 be expunged
from the record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the [FW equivalent to
removal of a paper document from a paper file wrapper. '

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600 :



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12757532 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-402

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757 532 Confirmation 2011 Filing 2010-04-09

Number Number Date

Attorney Docket . . .

Number (optional) 1421-402 Art Unit 1638 Examiner Cathy Kingdon Worley

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 8012419

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

@ (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

. UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
www.usplo.gov  °

I APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. l CONFIRMATION NO. |
12/757,532 04/09/2010 William H. Eby 1421-402 2911
32905 T 7590 07/15/2011
EXAMINER
JONDLE & ASSOCIATES, P.C. l ]
858 HAPPY CANYON ROAD, SUITE 230 WORLEY, CATHY KINGDON

CASTLE ROCK, CO 80108
[ ART UNIT | PAPER NUMBER I

1638

| NOTIFICATION DATE I DELIVERY MODE I

07/15/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@)jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
JUL 15 20" United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspio.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of:

William H. Eby :

Serial No.: 12/757,532 : PETITION DECISION
Filed: April 9,2010 :

Attorney Docket No.: 1421-402

This is in response to the petition under 37 CFR § 1.59(b), filed July 6, 2011, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on July 6, 2011, be expunged from the record.
Petitioner states either: (A) that the information contains trade secret material, proprietary
material and/or material that is subject to a protective order which has not been made public; or
(B) that the information submitted was unintentionally submitted and the failure to obtain its
return would cause irreparable harm to the party who submitted the information or to the party in
interest on whose behalf the information was submitted, and the information has not otherwise
been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uSPLO.goV

rAPPLlCATION NO. FILING DATE ] FIRST NAMED INVENTOR iATI‘ORNEY DOCKET NO. | CONFIRMATION NO. |
12/757,532 04/09/2010 William H. Eby 1421-402 2911
32905 7590 - 10/04/2011
JONDLE & ASSOCIATES, P.C. I EXAMINER ]
858 HAPPY CANYON ROAD, SUITE 230 WORLEY, CATHY KINGDON
CASTLE ROCK, CO 80108 I TS I P ER NUMBER '

1638

| NOTIFICATION DATE I DELIVERY MODE J

10/04/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

OCT O 4 20“ Alexandria, VA 22313-1450

www.uspio.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/757,532 :

Filed: April 9,2010

Attorney Docket No.: 1421-402

This is in response to the renewed petition under 37 CFR § 1.59(b), filed September 29, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on July 6, 2011 be expunged
from the record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12757568 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-403

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757 568 Confirmation 2066 Filing 2010-04-09
Number Number Date

Attorney Docket . . . .
Number (optional) 1421-403 Art Unit 1638 Examiner Cynthia Collins

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 8090247

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date : February 21, 2012

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

William Eby ATTORNEY/AGENTOF RECORD
Application No : 12757568
Filed : 09-Apr-2010

Attorney Docket No : 1421-403
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed February 21,2012

The request is APPROVED

The request was signed by Robert J. Jondle (registration no. 33915 ) on behalf of all attorneys/agents
associated with Customer Number 32905 . All attorneys/agents associated with Customer Number 32905 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer humber 26263

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF
CORRESPONDENCE ADDRESS
Application Number 12757568
Filing Date 09-Apr-2010
First Named Inventor William Eby
Art Unit 1638
Examiner Name CYNTHIA COLLINS
Attorney Docket Number 1421-403
Title
Soybean Cultivar 5090247
Please withdraw me as attorney or agent for the above identified patent application and 32905

O the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 74263
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Robert J. Jondle/

Name Robert J. Jondle

Registration Number 33915




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450 .

Alexandria, Virginia 22313-1450

wWww._uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. CONFIRMATION NO.
12/757,568 04/09/2010 William H. Eby 1421-403 2966
26263 7590 03/06/2012
EXAMINER

SNR DENTON US LLP I
P.0. BOX 061080 COLLINS, CYNTHIA E
CHICAGO, IL 60606-1080

| ART UNIT I PAPER NUMBER

1638
I MAIL DATE | DELIVERY MODE
03/06/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

. SNR DENTON US LLP

P.0. BOX 061080 | MAR 0 6 2012
CHICAGO IL 60606-1080

In re Application of:

William H. Eby :

Serial No.: 12/757,568 : PETITION DECISION
Filed: April 9,2010 :

Attorney Docket No.: 1421-403

This is in response to the petition under 37 CFR § 1.59(b), filed February 21, 2012, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on February 21, 2012, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12757576 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-406

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757 576 Confirmation 2092 Filing 2010-04-09
Number Number Date

Attorney Docket . . . .
Number (optional) 1421-406 Art Unit 1638 Examiner Elizabeth McElwain

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 8090252

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



"UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

WWW.USpP10.goV

L APPLICATION NO. | FILING DATE l FIRST NAMED INVENTOR ! ATTORNEY DOCKET NO. | CONFIRMATION NO. J
12/757,576 04/09/2010 William H. Eby 1421-406 2992
32905 7590 11/01/2011
JONDLE & ASSOCIATES, P.C. I EXAMINER |
858 HAPPY CANYON ROAD, SUITE 230 . MCELWAIN, ELIZABETH F
CASTLE ROCK, CO 80108 [ ART UNIT ] PAPER NUMBER J
1638
I NOTIFICATION DATE I DELIVERY MODE J
11/01/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



Commissioner for Patents
United States Patent and Trademark Office

_ - P.O. Box 1450
Y i 20“ Alexandria, VA 223?;1450

www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of:

William H. Eby :

Serial No.: 12/757,576 : PETITION DECISION
Filed: April 9, 2010 :

Attorney Docket No.: 1421-406

This is in response to the petition under 37 CFR § 1.59(b), filed July 20, 2011, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on July 20, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450 |
Alexandria, Virginia 22313-1450
www.usplo.gov

APPLICATION NO. FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. J
12/757,576 04/09/2010 William H. Eby 1421-406 2992
32905 7590 112372011
JONDLE & ASSOCIATES, P.C. | EXAMINER l
858 HAPPY CANYON ROAD, SUITE 230 MCELWAIN, ELIZABETH F
CASTLE ROCK, CO 80108
. r ART UNIT ] PAPER NUMBER J

1638

| NOTIFICATION DATE | DELIVERY MODE I

11/23/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

. Commissioner for Patents
United States Patent and Trademark Office

NOV 93 2011 P.O. Box 1450

Alexandria, VA 22313-1450
www .uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/757,576 :

Filed: April 9, 2010

Attorney Docket No.: 1421-406

This is in response to the renewed petition under 37 CFR § 1.59(b), filed November 17, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on July 20, 2011 be expunged
from the record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757 588 Confirmation 3018 Filing 2010-04-09
Number Number Date

Attorney Docket . . . .
Number (optional) 1421-404 Art Unit 1638 Examiner Cynthia Collins

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 89126133

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12757588 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-404

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date : February 9, 2012

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

William Eby ATTORNEY/AGENTOF RECORD
Application No : 12757588
Filed : 09-Apr-2010

Attorney Docket No : 1421-404
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed February 9, 2012

The request is APPROVED

The request was signed by Robert J. Jondle (registration no. 33915 ) on behalf of all attorneys/agents
associated with Customer Number 32905 . All attorneys/agents associated with Customer Number 32905 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer humber 26263

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12757588

Filing Date 09-Apr-2010

First Named Inventor William Eby

Art Unit 1638

Examiner Name CYNTHIA COLLINS

Attorney Docket Number 1421-404

Title

Soybean Cultivar 89126133

® Please withdraw me as attorney or agent for the above identified patent application and 32905
the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 74263
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Robert J. Jondle/

Name Robert J. Jondle

Registration Number 33915




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

L APPLICATION NO. FILING DATE I } FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. [ CONFIRMATION NO. I
12/757,588 04/09/2010 William H. Eby 1421-404 3018
26263 7590 0212112012
EX R
SNR DENTON US LLP | AMINE |
P.O. BOX 061080 COLLINS, CYNTHIA E
CHICAGO, IL 60606-1080 -
’ I ART UNIT I PAPER NUMBER J
1638
I MAIL DATE I DELIVERY MODE I
02/212012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
SNR DENTON US LLP FEB 2 1 2012 plog
P.O. BOX 061080
CHICAGO, IL 60606-1080

In re Application of:

William H. Eby :

Serial No.: 12/757,588 : PETITION DECISION
Filed: April 9, 2010 :

Attorney Docket No.: 1421-404

This is in response to the petition under 37 CFR § 1.59(b), filed January 31, 2012, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on January 31, 2012, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757.609 Confirmation 3058 Filing 2010-04-09
Number Number Date

Attorney Docket . . .
Number (optional) 1421-405 Art Unit 1638 Examiner Russell Kallis

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 86237173

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12757609 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-405

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov

APPLICATION NO. l FILING DATE J FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO‘J
12/757,609 04/09/2010 William H. Eby 1421-405 : 3058
32905 7590 101252011 :
: EXAMINER
JONDLE & ASSOCIATES, P.C. ' I AM ]
858 HAPPY CANYON ROAD, SUITE 230 . KALLIS, RUSSELL
CASTLE ROCK,CO 8010
’ 0108 I ART UNIT I PAPER NUMBER J
1638
| NOTIFICATION DATE I DELIVERY MODE I
10/25/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):
JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

DCT 25 2ﬂﬁ P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

JONDLE & ASSOCIATES P.C.
858 HAPPY CANYON ROAD SUITE 230
CASTLE ROCK CO 80108

In re Application of: :

William H. Eby : PETITION DECISION
Serial No.: 12/757,609 : ,
Filed: April 9,2010

Attorney Docket No.: 1421-405

This is in response to the renewed petition under 37 CFR § 1.59(b), filed July 29, 2011, to
expunge information from the above identified application. This application has been allowed.

Petitioner requests that the material submitted to the Patent Office on July 29, 2011 be expunged
from the record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

The reasons set forth in this petition establishes to the satisfaction of the Director that
expungement of the information is appropriate. The file entry for this document has been closed
and as such the document is no longer publicly available, which is the IFW equivalent to .
removal of a paper document from a paper file wrapper.

Therefore, petitioner’s petition is GRANTED.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
William H. Eby

12757620 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-407

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757.620 Confirmation 3087 Filing 2010-04-09
Number Number Date

Attorney Docket . . . .
Number (optional) 1421-407 Art Unit 1638 Examiner Cynthia Collins

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR §090244

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



PTO/SB/83
Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce
Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF
CORRESPONDENCE ADDRESS
Application Number 12757620
Filing Date 09-Apr-2010
First Named Inventor William Eby
Art Unit 1638
Examiner Name CYNTHIA COLLINS
Attorney Docket Number 1421-407
Title
Soybean Cultivar 5090244
Please withdraw me as attorney or agent for the above identified patent application and 32905

O the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 74263
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Robert J. Jondle/

Name Robert J. Jondle

Registration Number 33915




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date : January 26,2012

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

William Eby ATTORNEY/AGENTOF RECORD
Application No : 12757620
Filed : 09-Apr-2010

Attorney Docket No : 1421-407
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed January 26, 2012

The request is APPROVED

The request was signed by Robert J. Jondle (registration no. 33915 ) on behalf of all attorneys/agents
associated with Customer Number 32905 . All attorneys/agents associated with Customer Number 32905 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer humber 26263

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.usplo.gov

APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. | CONFIRMATION NO. J
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In re Application of:

William H. Eby :

Serial No.: 12/757,620 : PETITION DECISION
Filed: April 9,2010 :

Attorney Docket No.: 1421-407

This is in response to the petition under 37 CFR § 1.59(b), filed January 18, 2012, to expunge
information from the above identified application. This application has not been allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on January 18, 2012, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which is currently under non-final rejection. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time.

The petition is DISMISSED. Petitioner may resubmit the petition sﬁbsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300.

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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This is a decision on the petition filed on April 9, 2010 to make the above-identiﬁed application
special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is DISMISSED.
REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to the “Change to
Practice for Petitions in Patent Applications to Make Special and for Accelerated Examination”
published in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), must satisfy the
following conditions:

I. Conditions Regarding the Application:

1. the application must be a non-reissue utility or design application filed under 37.CFR
1.111(a);

2. the application, the petition and the required fees must be filed electronically using the
USPTO’s electronic filing system (EFS), or EFS-web; if not filed electronically, a statement
asserting that EFS and EFS-web were not available during the normal business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and in
condition for examination;

4. the application must contain three or fewer independent claims and twenty or fewer
total claims and the claims must be directed to a single invention. »

II. Conditions Regarding the Petition:

The petition must:

1. be filed with the application;

2. include a statement that applicant agrees not to separately argue the patentability of
any independent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without traverse in a
telephone interview.

4. include a statement that applicant agrees to conduct such an interview when requested
by the examiner.
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5. include a statement, made based on a good faith belief, that a preexamination search in
compliance with the following requirements, was conducted, including an identification of the
field of search by United States class and subclass, where applicable, and for database searches,
the search logic or chemical structure or sequence used as a query, the name of the file(s)
searched and the database service, and the date of the search.

The preexamination search must:

5.1 involve U.S. patents and patent application publications, foreign patent
documents, and non-patent literature, unless the applicant can justify with reasonable
certainty that no references more pertinent than those already identified are likely to be
found in the eliminated sources and includes such a justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features of the
claims, giving the clainis the broadest reasonable interpretation;

5.3. encompass the disclosed features that may be claimed.

6. must provide in support of the petition an accelerated examination support document.
An accelerated examination support document must include:

6.1. an information disclosure statement (IDS) in compliance with 37 CFR 1.98
citing each reference deemed most closely related to the subject matter of each of the -
claims;

6.2. an identification of all the limitations in the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

6.3. a detailed explanation of how each of the claims are patentable over the
references cited with particularity required by 37 CFR 1.111(b) and (¢);

6.4. a concise statement of the utility of the invention as defined in each of the
independent claims (unless the application is a design application);

6.5. a showing of where each limitation of the claims finds support under 35
U.S.C. 112, first paragraph, in the written description of the specification. If applicable,
the showing must also identify: (1) each means- (or step) plus-function claim element
that invokes consideration under 35 U.S.C. 112, sixth paragraph; and (2) the structure,
material, or acts in the specification that corresponds to each means- (or step) plus-
function claim element that invokes consideration under 35 U.S.C. 112, sixth paragraph;
if the application claims the benefit of one or more applications under title 35, United
States Code, the showing must also include where each limitation of the claims finds
support under 35 U.S.C. 112, first paragraph, in each such application in which such
supports exists;

6.6. an identification of any cited references that may be disqualified under 35
U.S.C. 103(c).

REVIEW OF FACTS

The conditions I:1-4, II: 1-5, 5.3, 6, and 6.1, above are considered to have been met. However,
the petition fails to comply with conditions II: 5.1, 5.2, 6.2, 6.3, 6.4, and 6.5 above. Therefore,
the petition fails to meet the required conditions to be accorded special status under the
accelerated examination procedure.



Application Number: 12/757643 Page 3

Discussion

When referring to “the petition” hereinbelow, the received papers under consideration include
the PTO/SB/28 form, the “pre-examination search document” including pages 1-9; the
“accelerated examination support document” comprising pages 1-28, and an Information
Disclosure Statement including form PTO/SB/08A.

Regarding the requirements of section II element 5.1 and 5.2 outlined above, it appears the
search outlined in the petition omitted a critical search area by not searching in class 446,
subclass 73, 74, and 77. Also relevant are class 220, subclass 4.22, 691, 694.1, 731, and 739.

Regarding the requirements of section II element 6.2 outlined above, the petition fails to identify
all of the limitations in the application claims that are disclosed in each of the reference(s) and
where the limitation is disclosed in each of the cited reference. As stated in the policy published
in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), for each reference cited, the
examination support document must include an identification of all the limitations in the claims
that are disclosed by the reference specifying where the limitation is disclosed in the cited
reference. The policy statement does not caveat “the independent claims”, nor does it allow for
grouping and general discussions. A grantable petition must delineate every limitation of every
claim and identify where the equivalent limitation is disclosed in each piece of prior art cited on
the IDS. As is published on www.uspto.gov/web/patents/accelerated/ in “Guidelines for
Applicants under the new accelerated examination procedures”):
For each reference cited, the accelerated examination support document must include an
identification of all the limitations in the claims that are disclosed by the reference
specifying where the limitation is disclosed in the cited reference. Applicants should
specify where in each of the cited references the particular claim limitations are found.
This process is intended to be analogous to the analysis an examiner uses when locating
a relevant prior art reference and then determining whether the reference contains the
claimed limitation. For each claimed limitation, the examiner would consider the
disclosure of the reference and all reasonable portions in the reference where the
limitation is shown. When preparing an Olffice Action, the examiner would correlate the
limitation to the portion of reference which best characterizes the limitation. This part of
the AESD is not intended to be an exhaustive listing of every conceivable subjective
interpretation of how a claim limitation may read on the reference. Applicants should
point out what are considered to be the relevant representations of the limitation in the
reference. A limitation may be found in more than one portion of the reference and
should be pointed out, yet the intention is not to have applicants point out every
conceivable interpretation. The USPTO will adopt a rule of reason when evaluating this
portion of the AESD. Unless the representation is so deficient that it would materially
effect examination of the application (e.g., numerous instances where the limitations are
not shown where applicant states they are), the representation will be deemed to be
sufficient for this part of the AESD.
\

In the instant petition, petitioner does not address each limitation and where it is (or state that it
is not) found in each closest prior art. The discussion is general and does not clearly point out the
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limitation of the claims which correlates to the limitation of the reference. By not addressing all
limitations, it is not clear whether a limitation was overlooked in the discussion of the reference
or not found in the reference.

Similarly, with respect to the requirements of section II element 6.3 outlined above, the petition
fails to provide a detailed explanation of how each of the claims are patentable over (each of) the
reference(s) with particularity required by 37 CFR 1.111(b) and (c). Petitioners should be
specific in their explanation and include the identification of specific claim limitations that
support their position, where appropriate. Petitioners must distinguish each claim from each
piece of prior art cited. General statements that the claims are neither anticipated nor rendered
obvious by the cited references or that the references are not properly combinable will not be
acceptable. The Office cannot infer or guess what petitioner believes the differences between the
claims and the teachings of the prior art to be. Petitioner’s statements must also be consistent
and must be related to the claim language. In the instant petition, the claims are not addressed
with regard to patentability individually with regard to the references. Independent claims 1 and
15 should be addressed separately. Also the claims are not addressed with regard to possible 35
USC 103 rejections. While a limitation may not be taught in one reference, the limitation may
still not be patentable when a combination of references is considered. It is noted that the
limitations of some of the dependent claims are taught in some reference and should be
addressed as to whether they provide separate patentability over all the references.

Please note that a statement that the. dependent claims are allowable because the independent
claims are patentable is not sufficient. Thig does not provide guldance to the examiner as to
whether the limitations could provide patentablllty should the examiner find the independent
claims unpatentable.

Regarding the requirements of section II element 6.4 outlined above, the petition fails to identify
* a concise statement of the utility of the invention as defined in each of the independent claims.
A general statement directed to the overall concept of the invention is not specifically relating
the utility to each of the independent claims as is required by the policy. Petitioner should
reference the independent claims specifically when discussing the utility of the invention.

Regarding the requirements of section II element 6.5 outlined above, the requirements of this
section are not met. A grantable petition requires petitioner to provide a showing of where each
limitation of the claims finds support under 35 U.S.C. 112, first paragraph, in the written
description of the specification. If applicable, the showing must also identify: (1) each means-
(or step) plus-function claim element that invokes consideration under 35 U.S.C. 112, sixth
paragraph; and (2) the structure, material, or acts in the specification that corresponds to each
means- (or step) plus-function claim element that invokes consideration under 35 U.S.C. 112,
sixth paragraph; if the application claims the benefit of one or more applications under title 35,
United States Code, the showing must also include where each limitation of the claims finds
support under 35 U.S.C. 112, first paragraph, in each such application in which such supports
exists. In the instant petition, the means plus function elements have not been addressed. If
there are none, a statement to such must be made. Additionally, the parent application should be
identified by the application number in the table for 35 USC 112 1* paragraph support.
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DECISION

For the above-stated reasons, the petition is dismissed. The application will therefore be taken
up by the examiner for action in its regular turn.

Petitioner is given a single opportunity to perfect the petition. Any request for reconsideration of
this decision must be submitted within 1 (one) month or 30 (thirty) days, whichever is longer,
(no extension of time under 37 CFR 1.136(a)) from the date of this decision in order to be
considered timely. Any request for reconsideration must address all of the deficiencies indicated
above.

Petitioner is reminded that, upon granting of the special status of the application on request for
reconsideration, the application will be processed expeditiously. However, due to the dismissal
of the instant petition, examination may not be completed within twelve months of the filing date
of the application.

Any inquiry regarding this decision should be directed to Linda J. Sholl, TC 3700 Special
Programs Examiner, at (571) 272-4391.

X dQS et/

Linda J. SHoll
Special Programs Examiner
Technology Center 3700
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“This is a decision on the renewed petition filed on September 21, 2010 to make the above-
identified application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is GRANTED.

The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special and for Accelerated Examination” published
June 26, 2006, in the Federal Register. (71 Fed. Reg.-36323).

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines.

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice:

If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to make an election
without traverse, or the examiner cannot reach the applicant after a reasonable effort, the
examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without traverse for examination.
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3. Office action:

If it is determined that, after appropriate consultation, there is a potential rejection or any
other issue to be addressed, the examiner will telephone the applicant and arrange an
interview to discuss and resolve the issue. An Office action, other than a Notice of
Allowance and Fee(s) Due (Notice of Allowance), will not be issued unless either: 1) an
interview was conducted but did not result in agreed to action that places the application
in condition for allowance, or, 2) a determination is made that an interview would be
unlikely to result in the application being placed in condition for allowance, and 3) an
internal conference has been held to review any rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for reply with
no extension of time available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible period for reply will result in the abandonment of the
application.

5. Reply by Applicant:

A timely reply to an Office action other than the Notice of Allowance must be submitted
electronically via EFS or EFS-web and limited to addressing the rejections, objections
and requirement made. Any amendment that attempts to: 1) add claims which would
result in more than three pending independent claims or more than twenty pending total
claims; 2) present claims not encompassed by the pre-examination search or an updated
accelerated examination support document; or 3) present claims that are directed a non-
elected invention or an invention other than that previously claimed and examined in the
application, will be treated as not fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not encompassed by
the accelerated examination support document, applicant must provide an updated
accelerated examination support document that encompasses the amended or new claims
at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied by
an updated accelerated examination support document or a statement explaining how the
amended or new claim is supported by the original accelerated examination support
document.

6. Information Disclosure Statement (IDS):
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-web,
accompanied by an updated accelerated examination support document, and be in
compliance with 37 CFR 1.97 and 1.98.
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7.

10.

Post-Allowance Processing:

To expedite processing of the allowed application into a patent, the applicant must: 1)
pay the required fees within one month of the date of the Notice of Allowance, and 2) not
file any post allowance papers not required by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

After-Final and Appeal Procedures:

To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference.

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlined in numbered paragraphs 5 and 6
above.

On appeal, the application will proceed according to normal appeal procedures. After
appeal, the application will again be treated special.

Proceedings Outside the Normal Examination Process:

If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated
special before and after such proceeding.

Final Disposition: .

The twelve month goal of this accelerated examination procedure ends with a final
disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a
Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal, or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Linda Sholl, Special Programs
Examiner, at (571) 272-4391

Sty

inda Sholl, Special Programs Examiner
Technology Center 3700
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PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/757 647 Confirmation 3142 Filing 2010-04-09

Number Number Date

Attorney Docket . . .

Number (optional) 1421-408 Art Unit 1661 Examiner Anne Marie Grunberg

First Named

WILLIAM H. EBY
Inventor

Title of Invention SOYBEAN CULTIVAR 1000679

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

William H. EBY

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
/Robert J. Jondle/ (YYYY-MM-DD) 2011-05-09
Name Robert J. Jondle Registration 33915
Number

EFSWeb 1.0.18
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18
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In re Application of
William H. Eby

12757647 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  1421-408

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 09-MAY-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

~JondleOA@jondlelaw.com

PTOL-90A (Rev. 04/07)
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In re Application of: : :

William H. Eby : PETITION DECISION
Serial No.: 12/757,647 :

Filed: April 9,2010

Attorney Docket No.: 1421-408

This is in response to the renewed petition under 37 CFR § 1.59(b), filed July 13, 2011, to
expunge information from the above identified application. This application has not been
allowed.

Petitioner requests that the Reply to Request for Information under 37 CFR 1.105, and
attachment thereto, submitted to the Patent Office on July 13, 2011, be expunged from the
record. Petitioner states either: (A) that the information contains trade secret material,
proprietary material and/or material that is subject to a protective order which has not been made
public; or (B) that the information submitted was unintentionally submitted and the failure to
obtain its return would cause irreparable harm to the party who submitted the information or to
the party in interest on whose behalf the information was submitted, and the information has not
otherwise been made public. The petition fee set forth in 37 CFR § 1.17(g) has been paid.

This is an examined application which 1s currently under non-Inai rcj ecuon. As such the
information provided has been reviewed, in part, but proceedings in the application have not
been terminated. As stated in M.P.E.P. 724, upon allowance or other action closing prosecution
in an application, petition may be made for return of Proprietary information. The information
cannot be expunged at this time. '

The petition is DISMISSED. Petitioner may resubmit the petition subsequent to a Notice of
Allowability or ex parte Quayle action being mailed in the application. No additional petition
fee will be required at that time.

Should there be any questions about this decision please contact Marianne C. Seidel by letter
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0584 or
by facsimile sent to the general Office facsimile number, 571-273-8300. ’

/MC Seidel/
Marianne C. Seidel, Quality Assurance Specialist
Technology Center 1600
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Decision Date : February 15,2012

In re Application of : DECISION ON REQUEST TO WITHDRAW AS

William Eby ATTORNEY/AGENTOF RECORD
Application No : 12757647
Filed : 09-Apr-2010

Attorney Docket No : 1421-408
This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR§ 1.36(b), filed February 15,2012

The request is APPROVED

The request was signed by Robert J. Jondle (registration no. 33915 ) on behalf of all attorneys/agents
associated with Customer Number 32905 . All attorneys/agents associated with Customer Number 32905 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with Customer humber 26263

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions
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Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12757647

Filing Date 09-Apr-2010

First Named Inventor William Eby

Art Unit 1638

Examiner Name ANNE KUBELIK

Attorney Docket Number 1421-408

Title

Soybean Cultivar 1000679

® Please withdraw me as attorney or agent for the above identified patent application and 32905
the practitioners of record associated with Customer Number:

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

X I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

4 I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] |/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to:
The address of the first named inventor or assignee that has properly made itself of record pursuantto 74263
37 CFR 3.71, associated with Customer Number:

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Robert J. Jondle/

Name Robert J. Jondle

Registration Number 33915
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HOGAN LOVELLS US LLP
IP GROUP, COLUMBIA SQUARE
555 THIRTEENTH STREET, N.W.
WASHINGTON DC 20004

MAILED

JAN 062011
In re Application of :
Richard G. Cartledge etal. - : QFFICE OF PETITIONS _
Application No. 12/757,687 : DECISION REFUSING STATUS
Filed: April 9, 2010 : UNDER 37 CFR 1.47(a)

Attorney Docket No. 28099-0013 CON

This is in response to the petition filed November 29, 2010 under 37 CFR 1.47(a).
The petition is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of this decision to_
reply, correcting the below-noted deficiencies. Any reply should be entitled “Request
for Reconsideration of Petition Under 37 CFR 1.47(a),” and should only address the
deficiencies noted below, except that the reply may include an oath or declaration
executed by the non-signing inventor. FAILURE TO RESPOND WILL RESULT IN
ABANDONMENT OF THE APPLICATION. Extensions of time may be obtained in.
accordance with 37 CFR 1.136(a).

The above-identified application was filed on April 9, 2010 without an Oath or
Declaration. Accordingly, a Notice to File Missing Parts was mailed April 27, 2010
requiring, inter alia, a fully executed oath or declaration and a surcharge for its late
filing. ‘

In response, the declaration from parent application 12/522,089, signed by joint
inventor Fann but not by joint inventors Cartledge and Lee was filed with the instant
petition seeking status under 37 CFR 1.47. The evidence presented is that filed in the
parent application, which also claimed that joint inventors Cartledge and Lee refused to
execute the declaration.

A grantable petition under 37 CFR 1.47(a) requires: (1) proof that the non-signing
inventor cannot be reached or refuses to sign the oath or declaration after having been
presented with the application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 35 U.S.C. §§ 115 and 116; (3) the
petition fee; and (4) a statement of the last known address of the non-signing inventor.
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This petition lacks compliance with itemé (1)and (2).
Pursuant to 37 CFR 1.63:

(d)(1) A newly executed oath or declaration is not required under §
1.51(b)(2) and § 1.53(f) in a continuation or divisional application provided
that:

(i) The prior nonprovisional application contained an oath or
declaration as prescribed by paragraphs (a) through (c) of this section;

(i) The continuation or divisional application was filed by all or by
fewer than all of the inventors named in the prior application;

(i) The specification and drawings filed in the continuation or
divisional application contain no matter that would have been new matter
in the prior application; and

(iv) A copy of the executed oath or declaration submitted under this
paragraph for a continuation or divisional application must be
accompanied by a statement requesting the deletion of the name or
names of the person or persons who are not inventors in the continuation
or divisional application.

Unfortunately, status under 37 CFR 1.47(a) cannot be granted using an unexecuted
oath or declaration from a prior filed application unless and of course it can be
established that status under 37 CFR 1.47(a) was accorded in the prior filed
application.

Petitioners have not submitted proof that the instant application has been sent to the
non-signing inventors, a fully executed oath or declaration from parent application no.
12/522,089, or a copy of a decision which accorded 37 CFR § 1.47(a) status to the prior
application

In view thereof, petitioner's reply, although in response to the Notice mailed April 27,
2010 is incomplete.

The late filing surcharge and petition fee, as well as a five month extension of time
request have been charged to deposit account no. 50-1349.

Further correspondence with respect to this matter should be addressed as follows:

- By mail: Mail Stop Petition

' Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
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. By FAX: (571) 273-8300
Office of Petitions

Telephone inquiries concerning this matter may be directed to the undersigned

Petitions Attorney at (517) 272 2.
d%w %MM - P
all

Patricia Faison-
Senior Petitions Attorney
Office of Petitions
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LERNER, DAVID, LITTENBERG,
KRUMHOLZ & MENTLIK, LLP

600 SOUTH AVENUE WEST | MAILED
WESTFIELD, NJ 07090 | vy 122011
QFFICE OF PETITIONS

In re Application of

Richard G. Cartledge et al. ; '

Application No. 12/757,687 : : DECISION REFUSING STATUS
Filed: April 9, 2010 X UNDER 37 CFR 1.47(a)
Attorney Docket No. 28099-0013 CON

This is in response to the request for reconsideration filed April 7, 2011 under 37 CFR
1.47(a).

The petition is DISMISSED as involving moot issues.

Upon application and in accordance with 37 CFR 1.63(d), petitioner submitted a copy of
the declaration from parent application 12/522,089, filed April 9, 2010, of which the
instant application is a continuation,signed by joint inventor Fann but not by joint
inventors Cartledge and Lee. Accordingly, a Notice to File Missing Parts was mailed
April 27, 2010 requiring, inter alia, a fully executed oath or declaration and a surcharge
for its late flllng As well, a petition to accord status under 37 CFR 1.47 was filed in the
parent application as not all of the joint inventors had executed the oath or declaration.
As it was sufficiently shown that joint inventors Cartledge and Lee refused to join in with
the filing of that application, the petition pursuant to 37 1.47(a), filed October 4, 2010
was granted in a decision mailed November 23, 2010. Furthermore, a copy of the
decision, mailed November 23, 2010, granting a petition to accord § 1.47(a) status to
the prior application has been placed in the file of the present application:

As Rule 1.47(a) status was granted in the prior application, this épplication is hereby
accorded Rule 1.47(a) status. .

As no petition is necessary to accord Rule 1.47(a) status in this applicétion, the petition
is dismissed as involving moot issues. As no petition fee is necessary, deposit account
no. 50-1349 has been credited in the amount of $200.00. '

As provided in Rule 1.47(c), since notice was provided after the grant of Rule 1.47(a)
status in the prior application, the Office is dispensing with the notice provision in this
divisional application.
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Additionally, however, there is no indication that petitioner herein was ever empowered
to prosecute the instant application. If petitioner desires to receive future
correspondence regarding this application, the appropriate power of attorney
documentation must be submitted. A courtesy copy of this decision is being mailed to
petitioner. However, all future correspondence will be directed to the address of record
until such time as appropriate instructions are received to the contrary.

After this decision is mailed, the matter will be referred to the Office of Patent
Application Processing for further pre-examination processing.

Telephone inquiries concerning this matter may be directed to the undersigned

Wﬂ ney at (571) 272-3212.
. < -

Patricia FaiSon-Ball
Senior Petitions Attorney
Office of Petitions
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In re Application of
Joseph Paul Gonzales

12757728 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 9,2010

Attorney Docket No.  139/103

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 15-DEC-2010 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.
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PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A. |
4800 IDS CENTER . MAILED AUG 2 3 2010

80 SOUTH 8TH STREET
MINNEAPOLIS MN 55402-2100
In re Application of: Haines, Timobthy G. ~: DECISION ON PETITION TO
Application No.: 12/757778 : MAKE SPECIAL FOR NEW
Filed: April 9, 2010 : APPLICATION UNDER 37
Title: Femoral Prosthetic Implant : CFR.§1.102&MP.EP.§

: 708.02

This is a decision on the petition filed on April 9, 2010 to make the above-identified application
special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is DISMISSED.
REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R.- § 1.102(d) and pursuant to the “Change to
Practice for Petitions in Patent Applications to Make Special and for Accelerated Examination”
published in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), must satisfy the
following conditions:

L. Conditions Regarding the Application:
1. the application must be a non-reissue utility or design application filed under 37 CFR

1.111(a); A

2. the application, the petition and the required fees must be filed electronically using the
USPTO’s electronic filing system (EFS), or EFS-web; if not filed electronically, a statement
asserting that EFS and EFS-web were not available during the normal business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and in
condition for examination,;

4, the application must contain three or fewer independent claims and twenty or fewer
total claims and the claims must be directed to a single invention.

II. Conditions Regarding the Petition: \

The petition must:

1. be filed with the application; :

2. include a statement that applicant agrees not to separately argue the patentability of
any independent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without traverse in a
telephone interview.

4. include a statement that applicant agrees to conduct such an interview when requested
by the examiner.
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5. include a statement, made based on a good faith belief, that a preexamination search in
compliance with the following requirements, was conducted, including an identification of the
field of search by United States class and subclass, where applicable, and for database searches,
the search logic or chemical structure or sequence used as a query, the name of the file(s)
searched and the database service, and the date of the search.

The preexamination search must:

5.1 involve U.S. patents and patent application publications, foreign patent
documents, and non-patent literature, unless the applicant can justify with reasonable -
certainty that no references more pertinent than those already identified are likely to be
found in the eliminated sources and includes such a justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features of the
claims, giving the claims the broadest reasonable interpretation;

5.3. encompass the disclosed features that may be claimed.

6. must provide in support of the petition an accelerated examination support document.
An accelerated examination support document must include:

6.1. an information disclosure statement (IDS) in compllance with 37 CFR 1.98
citing each reference deemed most closely related to the subject matter of each of the
claims; :

6.2. an identification of all the limitations in the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

6.3. a detailed explanation of how each of the claims are patentable over the
references cited with particularity required by 37 CFR 1.111(b) and (c);

6.4. a concise statement of the utility of the invention as defined in each of the
independent claims (unless the application is a design application);

6.5. a showing of where each limitation of the claims finds support under 35
U.S.C. 112, first paragraph, in the written description of the specification. If applicable,
the showing must also identify: (1) each means- (or step) plus-function claim element
that invokes consideration under 35 U.S.C. 112, sixth paragraph; and (2) the structure,
material, or acts in the specification that corresponds to each means- (or step) plus-
function claim element that invokes consideration under 35 U.S.C. 112, sixth paragraph,;
if the application claims the benefit of one or more applications under title 35, United
States Code, the showing must also include where each limitation of the claims finds
support under 35 U.S.C. 112, first paragraph, in each such application in which such
supports exists; '

6.6. an identification of any cited references that may be disqualified under 35
- U.S.C. 103(c).

REVIEW OF FACTS
The conditiens I:1-4,1I: 1-5, 5.3, 6, and 6.6 above are considered to have been mef. However,
the petition fails to comply with conditions II: 5.1, 5.2, 6.1, 6.2, 6.3, 6.4 and 6.5 above.
Therefore, the petition fails to meet the required conditions to be accorded special status under

the accelerated examination procedure.

Discussion
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When referring to “the petition” hereinbelow, the received papers under consideration include
the PTO/SB/28 form, the “pre-examination search document” including pages 1-6; the
“accelerated examination support document” comprising pages 1-74, and an Information
Disclosure Statement including form PTO/SB/08A.

Regarding the requirements of section II element 5.1 and 5.2 outlined above, it appears the
search outlined in the petition omitted a critical search area by not searching in class 623,
subclass 20.36 and A61B 17/90.

Regarding the requirements of section II element 6.1 outlined above, there is no IDS for the
references included in the accelerated examination support document.

Regarding the requirements of section II element 6.2 outlined above, the petition fails to identify
all of the limitations in the application claims that are disclosed in each of the reference(s) and
where the limitation is disclosed in each of the cited reference. As stated in the policy published
in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), for each reference cited, the
examination support document must include an identification of all the limitations in the claims
that are disclosed by the reference specifying where the limitation is disclosed in the cited
- reference. The policy statement does not caveat “the independent claims”, nor does it allow for
grouping and general discussions. A grantable petition must delineate every limitation of every
claim and identify where the equivalent limitation is disclosed in each piece of prior art cited on
the IDS. As is published on www.uspto.gov/web/patents/accelerated/ in “Guidelines for
Applicants under the new accelerated examination procedures”):
For each reference cited, the accelerated examination support document must include an
identification of all the limitations in the claims that are disclosed by the reference
specifying where the limitation is disclosed in the cited reference. Applicants should
specify where in each of the cited references the particular claim limitations are found.
This process is intended to be analogous to the analysis an examiner uses when locating
a relevant prior art reference and then determining whether the reference contains the
claimed limitation. For each claimed limitation, the examiner would consider the
disclosure of the reference and all reasonable portions in the reference where the
limitation is shown. When preparing an Office Action, the examiner would correlate the
limitation to the portion of reference which best characterizes the limitation. This part of
the AESD is not intended to be an exhaustive listing of every conceivable subjective
interpretation of how a claim limitation may read on the reference. Applicants should
point out what are considered to be the relevant representations of the limitation in the
reference. A limitation may be found in more than one portion of the reference and
should be pointed out, yet the intention is not to have applicants point out every
conceivable interpretation. The USPTO will adopt a rule of reason when evaluating this
portion of the AESD. Unless the representation is so deficient that it would materially
effect examination of the application (e.g., numerous instances where the limitations are
not shown where applicant states they are), the representation will be deemed to be
sufficient for this part of the AESD.

In the instant petition, there is no supplemental AESD for the references found in the IDS filed
on April 12, 2010 thus the limitations of the claims have not been discussed relative to all



Application Number: 12/757778 Page 4

references. If applicant wishes to cite references that are not required in an AESD for the
examiner to consider, applicant may submit such references in a separate IDS in compliance with
37 CFR §1.97 and §1.98. Applicant should clearly identify the IDS of the AESD that is in
support of the petition to make special and, similarly, applicant should clearly identify the
separate IDS that is not in support of the petition. Consistent with 37 CFR §10.18, any reference
submitted in a separate IDS that is not part of an AESD will be treated as a representation by
applicant to the USPTO that no reference submitted in the separate IDS is deemed closer to the
subject matter of at least one claim than the references provided in the AESD.

Similarly, with respect to the requirements of section II element 6.3 outlined above, the petition
fails to provide a detailed explanation of how each of the claims are patentable over (each of) the
reference(s) with particularity required by 37 CFR 1.111(b) and (¢). Petitioners should be
specific in their explanation and include the identification of specific claim limitations that
support their position, where appropriate. Petitioners must distinguish each claim from each
piece of prior art cited. General statements that the claims are neither anticipated nor rendered
obvious by the cited references or that the references are not properly combinable will not be
acceptable. The Office cannot infer or guess what petitioner believes the differences between the
claims and the teachings of the prior art to be. Petitioner’s statements must also be consistent
and must be related to the claim language. In the instant petition, patentability has not been
discussed relative to the references in the IDS filed on April 12, 2010.

Additionally, a statement that the dependent claims are allowable because the independent
claims are patentable is not sufficient. This does not provide guidance to the examiner as to
whether the limitations could provide patentability should the examiner find the independent -
claims unpatentable.

Regarding the requirements of section II element 6.4 outlined above, the petition fails to identify

‘a concise statement of the utility of the invention as defined in each of the independent claims.

A general statement directed to the overall concept of the invention is not specifically relating
the utility to each of the independent claims as is required by the policy. Petitioner should
reference the independent claims specifically when discussing the utility of the invention.

Regarding the requirements of section II element 6.5 outlined above, the requirements of this
section are not met. A grantable petition requires petitioner to provide a showing of where each
limitation of the claims finds support under 35 U.S.C. 112, first paragraph, in the written
description of the specification. If applicable, the showing must also identify: (1) each means-
(or step) plus-function claim element that invokes consideration under 35 U.S.C. 112, sixth
paragraph; and (2) the structure, material, or acts in the specification that corresponds to each
means- (or step) plus-function claim element that invokes consideration under 35 U.S.C. 112,
sixth paragraph; if the application claims the benefit of one or more applications under title 35,
United States Code, the showing must also include where each limitation of the claims finds
support unider 35 U.S.C. 112, first paragraph, in each such application in which such supports

. exists. In the instant petition, the showing of support is described by paragraph numbers wherein

the specification has only line numbers therefore there is no clear description of where the
support is find. The AESD must use page and line numbers unless the specification is changed
to identify paragraph numbers. In addition, a statement was made that the specifications of the
priority documents were substantially the same to the specification of the present application,
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however, upon review the current application has 67 pages of specification while application
10/756817 has 50 pages of specification and application 09/799325 has 14 pages of
specification. It is not clear how they are substantially the same when the number of pages
differs by a substantial about. It appears a separate showing of support should be made in the
specifications of 10/756817 and 09/799325.

DECISION

For the above-stated reasons, the petition is dismissed. The application will therefore be taken
up by the examiner for action in its regular turn.

Petitioner is given a single opportunity to perfect the petition. Any request for reconsideration of
this decision must be submitted within 1 (one) month or 30 (thirty) days, whichever is longer,
(no extension of time under 37 CFR 1.136(a)) from the date of this decision in order to be
considered timely. Any request for reconsideration must address all of the deficiencies indicated
above.

Petitioner is reminded that, upon granting of the special status of the application on request for
reconsideration, the application will be processed expeditiously. However, due to the dismissal
of the instant petition, examination may not be completed within twelve months of the filing date
of the application.

Any inquiry regarding this decision should be directed to Linda J. Sholl, TC 3700 Special
Programs Examiner, at (571) 272-4391.

o INRINA
Linda J. S;xé
Special Programs Examiner

Technology Center 3700
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PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A. " * MAILED SEP 27 100
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MINNEAPOLIS MN 55402-2100

In re Application of: Timothy G. Haines :
Application No.: 12/757778 :  DECISION ON PETITION TO

Filed: April 9,2010 :  MAKE SPECIAL FOR NEW
Title: ~ FEMORAL PROSTHETIC IMPLANT ! APPLICATION UNDER 37
! CFR.§1.102&MPEP.§

708.02

- This is a decision on the renewed petition filed on September 9, 2010 to make the above-

identified application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).
A supplement to the renewed petition was filed on September 22, 2010.

The petition to make the application special is GRANTED.

The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special and for Accelerated Examination” published
June 26, 2006, in the Federal Register. (71 Fed. Reg. 36323).

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines.

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision. :

2. Restriction Practice:

If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to make an election
without traverse, or the examiner cannot reach the applicant after a reasonable effort, the
examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without traverse for examination.



Application Serial No. 12/757,778 2
Decision on Petition

3. Office action:

If it is determined that, after appropriate consultation, there is a potential rejection or any
other issue to be addressed, the examiner will telephone the applicant and arrange an
interview to discuss and resolve the issue. An Office action, other than a Notice of
Allowance and Fee(s) Due (Notice of Allowance), will not be issued unless either: 1) an
interview was conducted but did not result in agreed to action that places the application
in condition for allowance, or, 2) a determination is made that an interview would be
unlikely to result in the application being placed in condition for allowance, and 3) an
internal conference has been held to review any rejection of any claim.

4. Time for Reply:
An Office action other than a Notice of Allowance or a final Office action will set a
shortened statutory period of one month or thirty days, whichever is longer, for reply with
no extension of time available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible period for reply will result in the abandonment of the
application.

5. Reply by Applicant:

A timely reply to an Office action other than the Notice of Allowance must be submitted
electronically via EFS or EFS-web and limited to addressing the rejections, objections
and requirement made. Any amendment that attempts to: 1) add claims which would
result in more than three pending independent claims or more than twenty pending total
claims; 2) present claims not encompassed by the pre-examination search or an updated
accelerated examination support document; or 3) present claims that are directed a non-
elected invention or an invention other than that previously claimed and examined in the
application, will be treated as not fully responsive and will not be entered.

For any amendment to the claims (including any new claim) that is not encompassed by
the accelerated examination support document, applicant must provide an updated
accelerated examination support document that encompasses the amended or new claims
at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended that a reply with
amendments made to any claim or with any new claim being added be accompanied by
an updated accelerated examination support document or a statement explaining how the
amended or new claim is supported by the original accelerated examination support
document.

6. Information Disclosure Statement (IDS):
Any IDS filed during prosecution must be submitted electronically via EFS or EFS-web,
accompanied by an updated accelerated examination support document, and be in
compliance with 37 CFR 1.97 and 1.98.
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10.

Post-Allowance Processmg

To expedite processing of the allowed application into a patent, the applicant must 1)
pay the required fees within one month of the date of the Notice of Allowance, and 2) not
file any post allowance papers not required by the Office. In no event may the issue fee
be paid and accepted later than three months from the date of the Notice of Allowance.

After-Final and Appeal Procedures:

To expedite prosecution, after receiving the final Office action, applicant must: 1)
promptly file a notice of appeal, an appeal brief and appeal fees; and 2) not request a pre-
appeal brief conference.

Any amendment, affidavit or other evidence filed after final Office action must comply
with applicable rules and the requirements outlined in numbered paragraphs 5 and 6
above.

On appeal, the application will proceed according to normal appeal procedures. After
appeal, the application will again be treated special.

Proceedings Outside the Normal Examination Process:

If the application becomes involved in a proceeding that is outside the normal
examination process (e.g., a secrecy order, national security review, interference
proceeding, petitions under 37 CFR 1.181, 182 or 183), the application will be treated
special before and after such proceeding.

Final Disposition:
The twelve month goal of this accelerated examination procedure ends with a final

" disposition. The mailing of a final Office action, a Notice of Allowance, the filing of a

Notice of Appeal, or the filing of a Request for Continued Examination (RCE) is the final
disposition.

If, during prosecution, a paper is not filed electronically using EFS-web, a reply is filed but is not
fully responsive, the application is involved in an appeal, or a proceeding outside normal
examination process, the application will still be examined expeditiously, however, the final
disposition may occur more than twelve months from the filing of the application.

Any inquiry regarding this decision should be directed to Linda Sholl, Special Programs
Examiner, at (571) 272-4391

AR,

Linda Sholl, Special Programs Examiner
Technology Center 3700
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PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A.
4800 IDS CENTER

80 SOUTH 8TH STREET

MINNEAPOLIS, MN 55402-2100

MAILED

SEP 2 82010
In re Application of. . ..
Timothy G. Haines ) OFFICE OF PETITIONS
Application No. 12/757,778 _ : NOTICE

Filed: April 9, 2010
Attorney Docket No. 3293.03US18AE

This is a notice regarding your request for acceptance of a fee deficiency submission under 37 -
CFR 1.28.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent application is no longer entitled to small entity status. Accordingly, all future fees
paid in this patent must be paid at the large entity rate.

Inquiries related to this communication should be directed to the undersigned at (571) 272-6059.

U

Alicia Kelley
Petitions Examiner
Office of Petitions




Do Code: PET.GREEN
Documaent Deseription: Petlition for Green Tech Pilot PTOMSBI4Z0 (05-10)
Approved for use through 08/31/2010. OMB 0851-0082

(1.5, Patent and Trademark Office; U.8. DEPARTMENT OF COMMERCE
Uinder the Papenvork Reduction Act of 1885, no persons are reguired to raspond o & colisction of information unless { displays a valid OME control number

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket T i Appdication Number / S7T793 {0 o Ha e
Numher: £7681-8012. U801 G knawry: onf. #35 O Filing cate: Aprif 8, 2010

First Narned " R
Invenior Robert Hitchcock

Title: LED LAMP ASSEMBLY WITH THERMAL MANAGEMENT SYSTEM

APPLICANT HERERY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT
PROGRAM FOR THE ABOVEADENTIFIED APPLICATION. Ses Instruction Sheet on page 2,

This patition must be timely filed electronically using the USPTQ electronic filing system, EFS-Web
1. Ry filing this petition:

Abplicant is requesting early publication: Applicant herehy requests early publication under
37 OFR 1.218 and the publication fee set forth in 37 CFR 1,18(d} accompaniss this request,

2. By filing this petition: applicant is agreeing to make an election without iraverse in a telephonic interview
and elact an invention that mesis the eligibifity requirements st forth in the nolice titled "Pilot Program Yor
Graan Technologizs Including Greenhouse Gas Reduction,” as maodified by the notice titled "Elimination of
Classification Requirement in the Green Technology Pilet Program,” each of which was published in the
Federal Ragister, if the Office determines that the claims are not obviously directed to a single invention.

3. This request is accompanied by statements of special status for the eligibility requirement.
4, The application containg no more than three (3} independent claims and twanty (20) total claims.

5. The application dogs not contain any muitiple dependant claims

8. Other attachments:  Staternent of Special Status for Eligikility to Panlicipata in the Green Technology Pilot
Frogram, Prefiiminary Amendment
REg H
- P § §
\ ¥ il d
Signature Aié?,« ,ii . Date {f ﬁ‘y; ;‘755
T
Name Lisa W, Liou o 84,273
{PrintTyped) Registration Numbey
Nute: Signatures of all the inventors or assignees of record of the enfire intersst or their representative(s) are required in sccordance with 37
CFR 1.33 and 11,18 Please see 37 CFR T 4{d) for the form of the signature. If necessary, submil mulliple forms if more than one signaturs,
see delow™
- » .
~~~~~~ | *Total of 1 forms are submitted.

l n»xeby cattify that this paper (along with any paper referred 1o a3 heing atisched of enciosed) is being transmittad via the Office electionic filing
system in accordance with § 1.6(a}4).

) §
s [ N N .
Drated: \ﬁ%&s“w \35 f; Al Sigriature: LA LA E s | {Eilean Welply)
T
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IN THE UNITED STATED PATENT AND TRADEMARK OFFICE

in re Patent Application of.

Hobert Hitcheock, ef all
Application No. 12/757,783 Confirmation No.: 3504
Filad: Aprit 8, 2010 Art Unit: 2875

Foro LED LAMP ASSEMBLY WITH THERMAL Exarpinern William Joseph Carter
MANAGEMENT 8YSTEM

STATEMENT QF SPECIAL STATUS FOR ELIGIBLITY TO
PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM

Commissionsr for Palents
8O Bax 1450
Alexardnia, VA 233131450

Tha applicants requast {o participate in the Green Technology Pilot Program for
the gbove-identified applicalion.  This request is accompanied by the following

statemants regarding the eligibility requirements:

1 This application should be accorded special status under the Green
Tachnology Pilol Program on the basis that this application materially contributes to the

more efficient utifization and conservation of ensrgy resources.

2, This application meets the materiality standards of the Grean Technology
Filat Frogram bacguse the claimed invention, which relstes 1o heat removal assembiies
for ight emitting dicde lighting apparatuses, contributes to the efficient ulilization of
energy rescurces. Light ermitting diodes operate at high efficlency to produce mare light
output with less input power, when compared with conventional lighting technologies

such as incandescent bulbs and fluorescent lights,  Howsver, light emitling diode

758 1-2012 USHILEGALIS974306.1 1



Attorney Docket No. 67681-8012.US01

lighting apparatuses presently suffer from overheating issues, which impair operational
efficiency. The claimed invention addresses these overheating issues and thus will
contribute to the adoption of light emitting diode lighting solutions. Therefore this
application meets the materiality standards of the Green Technology Pilot Program

because the claimed invention contributes to the efficient utilization of energy resources.

Please charge any deficiency in fees or credit any overpayment to our Deposit
Account No. 50-0665, under Order No. 67681-8012.US01 from which the undersigned
is authorized to draw.

Dated: l//‘/ / [l Respectfully submitted
By KAA ﬁﬂt

Lisa W. Liou
Registration No.: 54,275
PERKINS COIE LLP
P.O. Box 1247
Seattle, Washington 98111-1247
(650) 838-4300
(650) 838-4350 (Fax)
Attorney for Applicant

67681-8012.USO!/LEGAL19974396.1 2



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450 |
Alexandria, Virginia 22313-1450
WWW,uspto.gov

r APPLICATION NO. l FILING DATE ] FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO. ]
12/757,793 04/09/2010 Robert Hitchcock 67681-8012.US01 3504
22018 7590 0112012011
EXAMINER
PERKINS COIE LLP I I
P.O. BOX 1208 CARTER, WILLIAM JOSEPH
WA 98111-120
SEATTLE, o8 ) I ART UNIT | PAPER NUMBER |
2875
l NOTIFICATION DATE | DELIVERY MODE J
01/20/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

patentprocurement@perkinscoie.com

PTOL-90A (Rev. 04/07)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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PERKINS COIE LLP
P.O. BOX 1208
SEATTLE WA 98111-1208

In re Application of A :

HITCHCOCK et al. : DECISION ON PETITION
Application No. 12/757,793 : TO MAKE SPECIAL UNDER
Filed: April 09, 2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 67681-8012.US01 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on January 14, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special. for applications
pertaining to Green Technologies has been waived.
\ .

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status:

Telephone inquires concerning this decision should be directed to Lee W. Young at 571-272-
4549.

The application is being forwarded to the Technology Center Art Unit 2875 for action in
its regular turn.

Lee W. YoungZ
Quality Assurance Specialist
Technology Center 2800
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Commissioner for Patents
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DORSEY & WHITNEY, LLP
INTELLECTUAL PROPERTY DEPARTMENT

1400 WEWATTA STREET MAILED
UITE 400 |
DENVER, CO 80202-5549 FEB 102012

OFFICE OF PETITIONS

In re Application of

Leland C. Leber, et al. :

Application No. 12/757,797 : ' : ON PETITION
Filed: April 9, 2010 :

Attorney Docket No.: P188805.US.03

This is a decision on the petition under 37 CFR 1.137(b) to revive the above-identified application,
filed December 29, 2011. )

The petition is GRANTED.

The application became abandoned for failure-to timely pay the issue and publication fees on or
before December 27, 2011, as required by the Notice of Allowance and Fee(s) Due, mailed
September 26, 2011, which set a statutory period for reply of three (3) months. On December 29,
2011, the present petition was filed. A Notice of Abandonment was subsequently mailed on
January 9, 2012.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of the $1,740 issue fee and $300 publication fee; (2) the petition fee of $1,860;
and (3) an adequate statement of unintentional delay.

The application is being referred to the Office of Data Management to be proc'essed,into a patent.

Telephone inquires related to this decision should be directed to the undersigned at (571) 272-
3204. Telephone inquiries related to processing as a patent should be directed to (571) 272-4200.

/SDB/
Sherry D. Brinkley

Petitions Examiner
Office of Petitions
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Commissioner for Patents
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WILSON SONSINI GOODRICH & ROSATI
ADAMAS PHARMACEUTICALS, INC.

hEACEALL K080
MAILED
oct 06 201
ETITIONS
In re Application of OFFICE OF PETTI
Went et al. :
Application No. 12/757,819 : DECISION ON PETITION
Filed: April 9, 2010 : UNDER 37 CFR 1.78(a)(3)
Attorney Docket No. 34550-718.301 :  AND 37 CFR 1.78(a)(6)

This is a decision on the petitions under 37 CFR 1.78(a§g3%]and 1.78%8(6), filed September 9,
2011, to accept an unintentionally delayed claim under .S.C. § 120 and 119(e) for the
benefit of the prior-filed applications.

The petition is DISMISSED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)§)) and 1.78(a)(6)
is only applicable to those applications filed on or after November 29, 2000. Further, the petition
is ag ropriate only after the expiration of the geriod specified in 37 CFR §§ 1.78(a)(2)(ii) and

1.7 &)(g)(ii). In addition, the petition under 37 CFR §§ 1.78(2)(3) and 1.78(a)(6) must be
accompanied by:

1 the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed applications, unless
previously submitted;

) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Commissioner may require
additional where there is a question whether the delay was
unintentional.

The instant petition does not comply with items (1) and (3) above.

With respect to item (1), petitioner has not included a reference to the reclluesged prior-filed
applications in an amendment to the first sentence of the specification following the title on a
separate sheet, or an Application Data Sheet as provided by 37 CFR 1.78(a)(5)(1ii).

comply with 37 CFR 1.121, 1.52, or 1.4(c). Note that 37 CFR 1.121 states that amendments are
made by filing a paper, in compliance with 1.52, directing that specified amendments be made.
The pertinent section of 37 CFR 1.52 states that the claim (in this case, the claim for priority)
must commence on a separate physical sheet. 37 CF 1.4(c) states that each distinct subject,
inquiry or order must be contained in a separate paper since different matters may be considered
by different branches of the United States Patent and Trademark Office.

In this regard, the amendment is physicallér part of the instant petition and, as such, does not
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Further, with respect to item (1), a reference to add the above-noted, prior-filed applications on page
one following the first sentence of the specification has been includeg in a concurrently filed
amendment. However, the amendment is not acceptable as drafted since it improperly incorporates
by reference the prior-filed applications. Petitioner’s attention is directed to Dart Industries v.
Banner, 636 F.2d 684, 207 USPQ 273 (C.A.D.C. 1980), where the court drew a distinction between a
permissible 35 U.S.C. § 120 statement and the impermissible introduction of new matter by way of
incorporation by reference in a 35 U.S.C. § 120 statement. The court specifically stated:

Section 120 merely provides a mechanism whereby an application becomes
entitled to benefit of the filing date of an earlier ?plicatlon disclosing the same
subject matter. Common subject matter must be disclosed, in both applications,
either specifically or by an express incorporation-by-reference of prior disclosed
subject matter. Nothing in section 120 itself operates to carry forward any
disclosure from an earlier application. In re deSeversky, supra at 674, 177 USPQ
at 146-147. Section 120 contains no magical disclosure-augmenting powers able
to pierce new matter barriers. It cannot, therefore, "limit" the absolute and
express prohibition against new matter contained in section 251.

In order for the incorporation by reference statement to be effective as a proper safeguard against the
omission of a portion of a prior application, the incorporation by reference statement must be
included in the specification-as-filed, or in an amendment specifically referred to in an oath or
declaration executing the application. See In re deSeversky, supra. Note also MPEP 201.06(c).

With regards to item (3), petitioner has failed to submit a proper unintentional delay statement
stating that the entire delay between the date the claim was due under 37 CFR §§ 1.78(a)(2)(ii)
and 1.78(a)(5)(ii) and the date the claim was filed was unintentional.

Accordingly, before the petition under 37 CFR 1.78(a)(3) and 1.78(a)(6) can be granted, a renewed
petition, along with either an amendment to specification on a separate sheet or an ADS deleting the
incorporation by reference statement, as well as a proper unintentional delay statement, must be
submitted. No further petition fee is necessary.

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Window located at:
U.S. Patent and Trademark Office
Customer Service Window Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: 571) 273-8300
,('\T'[)N : Office of Petitions

Any questions concerning this matter may be directed to Joan Olszewski at (571) 272-7751.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions
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WILSON SONSINI GOODRICH & ROSATI
ADAMAS PHARMACEUTICALS, INC.

650 PAGE MILL ROAD .
PALO ALTO CA 94304 MAILED
DEC 01 2011
OFFICE OF PETITIONS
In re Application of
Went et al. :
Application No. 12/757,819 : DECISION ON PETITIONS

Filed: April 9, 2010 : UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. 34550-718.301 - |

This is a decision on the renewed petitions under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6), filed
October 27, 2011 and the supplemental Application Data Sheet filed October 31, 2011, to accept
an unintentionally delayed claim under 35 U.S.C. §§120 and 119(e) for the benefit of the prior-
filed applications set forth in the Amendment filed October 27, 2011 and the Application Data
Sheet (ADS) filed October 31, 2011.

The petitions are GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6)
is only applicable to those applications filed on or after November 29, 2000. Further, the petition
is appropriate only after the expiration of the period specified in 37 CFR §§ 1.78(a)(2)(ii) and
1.78(a)(5)(ii). In addition, the petition under 37 CFR §§ 1.78(a)(3) and 1.78(a)(6) must be
accompanied by:

1) the reference required by 35 U.S.C. §§ 120 and 119(e) and 37 CFR §§
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR §§ 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require
additional information where there is a question whether the delay
was unintentional.
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Additionally, the instant nonprovisional application must be pending at the time of filing of the
reference to the prior-filed provisional application as required by 37 CFR 1.78(a)(5)(ii). Further,
the nonprovisional application claiming the benefit of the prior-filed provisional application must
have been filed within twelve months of the filing date of the prior-filed provisional application.
All the above requirements having been satisfied, the late claim for benefit of priority under 35
U.S.C. §8§ 120 and 119(e) is accepted as being unintentionally delayed.

Additionally, it is not apparent whether the person signing the instant petition was ever given a
power of attorney or authorization of agent to prosecute this patent application. In accordance
with 37 CFR 1.34(a), the signature appearing on the petition shall constitute a representation to
the United States Patent and Trademark Office that he/she is authorized to represent the
particular party in whose behalf he/she acts.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications
under 37 CFR §$ 1.78(a)(3) and 1.78(a)(6) should not be construed as meaning that this
application is entitled to the benefit of the filing date of the prior-filed applications. In order
for this application to be entitled to the benefit of the prior-filed applications, all other
requirements under 35 U.S.C. §§120 and 1.78(a)(1) and (a)(2) and under 35 U.S.C. $119(e)
and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected Filing
Receipt accompanying this decision on petition includes the prior-filed applications should not
be construed as meaning that applicant is entitled to the claim for benefit of priority to the
prior-filed applications noted thereon. Accordingly, the examiner will, in due course, consider
this benefit claim and determine whether the application is entitled to the benefit of the earlier
ling date.

A corrected Filing Receipt, which includes the priority claim to the prior-filed applications,
accompanies this decision on petition.

Any questions concerning this matter may be directed to Joan Olszewski at (571) 272-7751. All
other inquiries concerning either the examination procedures or status of the application should
be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 1627 for consideration by the
‘examiner of the claim under 35 U.S.C. § §120 and 119(e) of the prior-filed nonprovisional and
provisional applications.

/Liana Walsh/
Liana Walsh
Petitions Examiner
Office of Petitions

ATTACHMENT : Corrected Filing Receipt
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.RSpLO.gOV
APPLICATION FILING or GRP ART .
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMSJIND CLAIMS
12/757.819 _ 04/0972010 1627 527 34550-718.301 1 1
CONFIRMATION NO. 3565
94584 CORRECTED FILING RECEIPT

Wilson Sonsini Goodfich & Rosati
Aderes Pramaceuicat, . T
Palo Alto, CA 94304

Date Mailed: 11/30/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Gregory T. Went, Mill Valley, CA;
Timothy J. Fultz, Pleasant Hill, CA;
Seth Porter, San Carlos, CA;
Laurence R. Meyerson, Las Vegas, NV,
Timothy S. Burkoth, San Francisco, CA,;
Assignment For Published Patent Application
Adamas Pharmaceuticals, Inc., Emeryville, CA
Power of Attorney: The patent practitioners associated with Customer Number 30623

Domestic Priority data as claimed by applicant
This application is a CON of 12/512,701 07/30/2009
which is a DIV of 11/285,905 11/22/2005 PAT 7,619,007
which claims benefit of 60/630,885 11/23/2004
and claims benefit of 60/635,365 12/10/2004
and claims benefit of 60/701,857 07/22/2005
and said 12/512,701 07/30/2009
is a CIP of 11/399,879 04/06/2006 PAT 8,058,291
which claims benefit of 60/669,290 04/06/2005
and is a CIP of 11/285,905 11/22/2005 PAT 7,619,007

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 04/23/2010
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The country code and number of your priority application, to be used for filing abroad under the Paris Convention,
is US 12/757,819

Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **

Title
METHOD AND COMPOSITION FOR ADMINlSTERING AN NMDA RECEPTOR ANTAGONIST TO
A SUBJECT

Preliminary Class
514

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the
section entitled "Treaties and Foreign Patents”) for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits” giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, appllcants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).
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LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The
date indicated is the effective date of the license, unless an earier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
itis revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
Wilson Sonsini Goodrich & Rosati
Adamas Pharmaceuticals, Inc.
650 Page Mill Road '
Palo Alto CA 94304 MAILED
SEP 16 2011
S
In ro Application of OFFICE OF PETITION
Went et al. :
Application No. 12/757,824 :  DECISION DISMISSING PETITIONS

Filed: 04/09/2010 : UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. 34550-718.302 :

This is a decision on the petition under 37 CFR 1.78(a)(3) and 1.78(a)(6), filed September 9,
2011, to accept an unintentionally delayed claim under 35 U.S.C. 120 and 119(e) for the benefit

of the prior-filed nonprovisional Application No. 11/399,879 and provisional application No.
60/669,290.

The petition is DISMISSED

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000 and after the expiration
of the period specified in 37 CFR 1.78(a)(2)(ii) and 1.78(a)(5)(ii). In addition, the petition under
37 CFR 1.78(a)(3) and 1.78(a)(6) must be accompanied by:

(D the reference required by 35 U.S.C. 120 and 119(e) and 37 CFR
1.78(a)(2)(1) and 1.78(a)(5)(i) of the prior-filed apphcatlon unless
previously submitted;

2) the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require
additional where there is a question whether the delay was
unintentional.

The petition does not comply with item (1).
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First, the Office notes that the petition under 37 CFR 1.78(a)(3) and 1.78(a)(6) filed on
September 9, 2011, in Application No. 12/512,701, to accept an unintentionally delayed claim
under 35 U.S.C. 120 and 119(e) for the benefit of the prior-filed nonprovisional Application No.
11/399,879 and provisional application No. 60/669,290 was dismissed by the decision of
September 16, 2011. Therefore, as a condition for granting the present petition under 37 CFR
1.78(a)(3) and 1.78(a)(6) in Application No. 12/757,824, applicants must first correct any errors
in the prior applications for which benefit is being claimed. Specifically, a decision granting the
petition under 37 CFR 1.78(a)(3) and 1.78(a)(6) in Application No. 12/512,701 is a pre-requisite
for a decision on any renewed petition filed in the present Application No. 12/757,824.

Second, the Office further notes that the amendment included in the present petition as drafted is
unacceptable, and therefore, is not considered a proper reference under 37 CFR 1.78(a)(2)(i) and
1.78(a)(5)(1). In this regard, the amendment is physically part of the petition, and as such, does
not comply with 37 CFR 1.121, 1.52, or 1.4(c). Note that 37 CFR 1.121 states that amendments
are made by filing a paper, in compliance with § 1.52, directing that specified amendments be
made. The pertinent section of 37 CFR 1.52 states that the claim (in this case, the claim for
priority), must commence on a separate physical sheet. 37 CFR 1.4(c) states that each distinct
subject must be contained in a separate paper since different matters may be considered by
different branches of the United States Patent and Trademark Office.

Third, the amendment included in the present petition is not acceptable as drafted because it
improperly incorporates by reference prior-filed application Nos. 11/399,879 and 60/669,290."
The Office notes that an incorporation by reference statement added after an application’s filing
date is not effective because no new matter can be added to an application after its filing date (see
35 U.S.C. 132(a)). If an incorporation by reference statement is included in an amendment to the
specification to add a benefit claim after the filing date of the application, the amendment would
not be proper. When a benefit claim is submitted after the filing of an application, the reference
to the prior application cannot include an incorporation by reference statement of the prior
application unless an incorporation by reference statement of the prior application was presented
upon filing of the application. See Dart Indus. v. Banner, 636 F.2d 684, 207 USPQ 273
(C.A.D.C. 1980); MPEP 201.06(c)(IV), 201.00(III)(f), and 608.04(b).

Fourth, the amendment included in the present petition fails to state the relationship between
Appllcatlon No. 11/399,879 and Application No. 11/285,905. Specifically, the amendment states
in pertinent part; “U.S. Application 11/399,879, filed 4/6/2006, which claims priority ... from
U.S. Application Ser. No. 11/285,905, filed 11/22/2005, now United States Patent No.

! Applicants may retain the mcorporatldn by reference statement as to Application Nos. 12/512,701, 11/285,905,
60/630,885, 60/635,365 and 60/701,857 because the incorporation by reference statement was present on filing the
present application.
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7,619,007, issued 11/17/2009”. 37 CFR 1.78(a)(2)(i) requires that any nonprovisional
application claiming the benefit of one or more prior-filed copending nonprovisional applications
must contain or be amended to contain a reference to each such prior-filed application,
identifying it by application number (consisting of the series code and serial number) and
indicating the relationship of the applications. The relationship between the applications is
whether the subject application is a continuation, divisional, or continuation-in-part of a prior-
filed nonprovisional application. An example of a proper benefit claim is: “This application is a
continuation of Application No. 10/---, filed---.” A benefit claim that merely states: “This
application claims the benefit of Application No. 10/---, filed---,” does not comply with 37 CFR
1.72(a)(2)(1) because the proper relationship, which includes the type of continuing application,
is not stated. Also, the status of each nonprovisional parent application (if it is patented or
abandoned) should also be indicated, following the filing date of the parent nonprovisional
application. See MPEP 201.11. '

Additionally, the Office notes that the amendment to the specification filed on June 28, 2010, in
the present application, and the ADS filed on July 30, 2009, in the Application No. 12/512,701,
indicate that Application No. 12/512,701 is a division of Application 11/285,905. However, the
amendment included in the present petition states that Application No. 12/512,701 is a
continuation-in-part of Application No. 11/285,905. The Office requests that applicants review
the relationship between these two applications to ensure that the proper claim under 35 U.S.C.
120 for the benefit of Application No. 11/285,905 is made.

Fifth, the Office notes:

The reference to the prior applications must identify all of the prior
applications and indicate the relationship (i.e., continuation, divisional, or
continuation-in-part) between each nonprovisional application in order to
establish copendency throughout the entire chain of prior applications.
Appropriate references must be made in each intermediate application in the
chain of prior applications. If an applicant desires, for example, the following
benefit claim: “this application is a continuation of Application No. C, filed --
-, which is a continuation of Application No. B, filed ---, which claims the
benefit of provisional Application No. A, filed---,” then Application No. C
must have a reference to Application No. B and provisional Application No.
A, and Application No. B must have a reference to provisional Application
No. A.

MPEP 201.11(II)(C).

2 A review of the cont'inuity information in Application No. 11/399,879 indicates that Application No. 11/399,879 is
a continuation-in-part of Application No. 11/285,905.
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After reviewing the chain of applications to which applicants are seeking a claim under 35
U.S.C. 120 and 119(e), it appears prior-filed Application No. 11/399,879 does not identify all the
prior applications. Specifically, the reference in the first line of the specification of Application
No. 11/399,879 reads: “This application [11/399,879] claims priority to U.S.S.N. 60/669,290,
filed April 6, 2005 and is a continuation-in-part of and claims priority to U.S.S.N. 11/285,905,
filed November 22, 2005.” However, the reference in the first line of the specification in
Application No. 11/399,879 does not contain a reference indicating that nonprovisional
Application No. 11/285,905 claims the benefit of U.S. provisional application No. 60/630,885,
filed November 23, 2004, U.S. provisional application No. 60/635,365, filed December 10, 2004,
and U.S. provisional application No. 60/701,857, filed July 22, 2005. Applicants should review
the benefit claim submitted to ensure that appropriate references are made in the first application
and in each intermediate application in the chain of prior applications.

In summary, applicants must first correct any errors in each of the prior-filed applications for
which benefit is being claimed. Moreover, a decision granting the petition under 37 CFR
1.78(a)(3) and 1.78(a)(6) in Application No. 12/512,701 is a pre-requisite for a decision on any
renewed petition filed in the present Application No. 12/757,824.

Any renewed petition under 37 CFR 1.78(a)(3) and 1.78(a)(6) must be accompanied by a
Supplemental Application Data Sheet or an amendment to the first line of the specification
correcting the deficiencies noted above. No additional petition fee is required for filing a
renewed petition in this application. The Office notes that 37 CFR 1.33(b) requires that
amendments and other papers, except for written assertions pursuant to 37 CFR 1.27(c)(2)(ii),
filed in an application must be signed by an appropriate party. Therefore, an ADS, supplemental
ADS, or an amendment submitted after the filing of an application must be signed in accordance
with 37 CFR 1.33(b).

Further correspondence with respect to this matter should be addressed as follows:

By mail: Mail Stop PETITIONS
Commissioner for Patents
Post Office Box 1450
Alexandria, VA 22313-1450

By hand: Customer Service Window
Mail Stop Petitions
Randolph Building
401 Dulany Street
Alexandria, VA 22314

By fax: (571) 273-8300
ATTN: Office of Petitions
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Correspondence may also be submitted via the Electronic Filing System of the USPTO.
Any questions concerning this matter may be directed to the undersigned at (571) 272-3211.
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions
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Alexandria, VA 22313-1450

www.uspto.gov

MAILED
Wilson Sonsini Goodrich & Rosati NOV 15 201
Adamas Pharmaceuticals, Inc.
650 Page Mill Road QFFICE OF PETITIONS
Palo Alto CA 94304
In re Application of
Went et al. :
Application No. 12/757,824 :  DECISION GRANTING PETITIONS

Filed: 04/09/2010 :  UNDER 37 CFR 1.78(a)(3) AND (a)(6)
Attorney Docket No. 34550-718.302 :

This is a decision on the renewed petition under 37 CFR 1.78(a)(3) and 1.78(a)(6), filed October
27,2011, to accept an unintentionally delayed claim under 35 U.S.C. 120 and 119(e) for the
benefit of prior-filed nonprovisional Application No. 11/399,879 and provisional Application
No. 60/669,290 set forth in the supplemental Application Data Sheet (ADS) filed October 31,
2011.

The petitions are GRANTED.

A petition for acceptance of a claim for late priority under 37 CFR 1.78(a)(3) and 1.78(a)(6) is
only applicable to those applications filed on or after November 29, 2000 and after the expiration
of the period specified in 37 CFR 1.78(a)(2)(ii) and 1.78(a)(5)(ii). In addition, the petition under
37 CFR 1.78(a)(3) and 1.78(a)(6) must be accompanied by:

(1)  the reference required by 35 U.S.C. 120 and 119(e) and 37 CFR
1.78(a)(2)(i) and 1.78(a)(5)(i) of the prior-filed application, unless
previously submitted;

(2)  the surcharge set forth in § 1.17(t); and

3) a statement that the entire delay between the date the claim was due
under 37 CFR 1.78(a)(2)(ii) and 1.78(a)(5)(ii) and the date the
claim was filed was unintentional. The Director may require
additional where there is a question whether the delay was
unintentional.
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The reference must be submitted during the pendency of the later-filed application as required by
37 CFR 1.78(a)(5)(ii). Further, the nonprovisional application claiming the benefit of the prior-
filed provisional application must have been filed within twelve months of the filing date of the
prior-filed provisional application.

All the above requirements having been satisfied, the late claim under 35 U.S.C. 120 and 119(e)
for the benefit of the prior-filed applications is accepted as being unintentionally delayed.

The granting of the petition to accept the delayed benefit claim to the prior-filed applications
under 37 CFR 1.78(a)(3) and 1.78(a)(6) should not be construed as meaning that this
application is entitled to the benefit of the filing date of the prior-filed applications. In order
for this application to be entitled to the benefit of the prior-filed applications, all other
requirements under 35 U.S.C. 120 and 37 CFR 1.78(a)(1) and (a)(2) and under 35 U.S.C.
119(e) and 37 CFR 1.78(a)(4) and (a)(5) must be met. Similarly, the fact that the corrected
Filing Receipt accompanying this decision on petition includes the prior-filed applications
should not be construed as meaning that applicant is entitled to the claim for benefit of

priority to the prior-filed applications noted thereon. Accordingly, the examiner will, in due

course, consider this benefit claim and determine whether the application is entitled to the

benefit of the earlier filing date.

A corrected Filing Receipt, which includes the claim under 35 U.S.C. 120 and 119(e) for the
benefit of the prior-filed applications, accompanies this decision on petition.

The Office notes that the supplemental ADS submitted on October 27, 2011, is unacceptable and
will not be entered because it contains a typographical error. The Office further notes that the
supplemental ADS filed on October 31, 2011, corrects this error.

Any questions concerning this matter may be directed to the undersigned at (571) 272-3211. All
other inquiries concerning either the examination procedures or status of the application should
be directed to the Technology Center.

This application is being forwarded to Technology Center Art Unit 1627 for consideration by the
examiner of the claim under 35 U.S.C. 120 and 119(e) of the prior-filed nonprovisional
application and provisional application.

('~ Drormnctl
Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions

ATTACHMENT: Corrected Filing Receipt



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Vinginia 22313-1450

Www.uspto.gov

APPLICATION FILING or GRP ART-
NUMBER 371(c) DATE UNIT FIL FEE REC'D ATTY.DOCKET.NO TOT CLAIMS]IND CLAIMS
12/757,824 04/09/2010 1627 967 34550-718.302 7 7
CONFIRMATION NO. 3581
94584 CORRECTED FILING RECEIPT

Wilson Sonsini Goodrich & Rosati
Adees Pramaceis, o L
Palo Alto, CA 94304

Date Mailed: 11/14/2011

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination
in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the
application must include the following identification information: the U.S. APPLICATION NUMBER, FILING DATE,
NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.
Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please
submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Applicant(s)
Gregory T. Went, Mill Valley, CA;
Timothy J. Fultz, Pleasant Hill, CA;
Seth Porter, San Carlos, CA;
Laurence R. Meyerson, Las Vegas, NV;
Timothy S. Burkoth, San Francisco, CA:;
Assignment For Published Patent Application
Adamas Pharmaceuticals, Inc., Emeryville, CA
Power of Attorney: The patent practitioners associated with Customer Number 30623

Domestic Priority data as claimed by applicant
This application is a CON of 12/512,701 07/30/2009
which is a DIV of 11/285,905 11/22/2005 PAT 7,619,007
and is a CIP of 11/399,879 04/06/2006 PAT 8,058,291
which claims benefit of 60/669,290 04/06/2005
and is a CIP of 11/285,905 11/22/2005 PAT 7,619,007
which claims benefit of 60/630,885 11/23/2004
and claims benefit of 60/635,365 12/10/2004
and claims benefit of 60/701,857 07/22/2005

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the
USPTO. Please see http://www.uspto.gov for more information.)

If Required, Foreign Filing License Granted: 04/23/2010
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The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 12/757,824
Projected Publication Date: Not Applicable
Non-Publication Request: No

Early Publication Request: No
** SMALL ENTITY **

Title
METHOD AND COMPOSITION FOR ADMINISTERING AN NMDA RECEPTOR ANTAGONIST TO
A SUBJECT

Preliminary Class
514

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a U.S. patent extend only throughout the territory of the United States and have no
effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent
in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international
application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same
effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing
of patent applications on the same invention in member countries, but does not result in a grant of "an international
patent” and does not eliminate the need of applicants to file additional documents and fees in countries where patent
protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an
application for patent in that country in accordance with its particular laws. Since the laws of many countries differ
in various respects from the patent law of the United States, applicants are advised to seek guidance from specific
foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must
issue a license before applicants can apply for a patent in a foreign country. The filing of a U.S. patent application
serves as a request for a foreign filing license. The application's filing receipt contains further information and
guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents"” (specifically, the
section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign
patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it
can be viewed on the USPTO website at http://www .uspto.gov/iweb/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish
to consult the U.S. Government website, http://www stopfakes.gov. Part of a Department of Commerce initiative,
this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific
countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may
call the U.S. Government hotline at 1-866-999-HALT (1-866-999-4158).
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LICENSE FOR FOREIGN FILING UNDER
Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15
GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where
the conditions for issuance of a license have been met, regardless of whether or not a license may be required as
set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier
license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless
it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter
as imposed by any Government contract or the provisions of existing laws relating to espionage and the national
security or the export of technical data. Licensees should apprise themselves of current regulations especially with
respect to certain countries, of other agencies, particularly the Office of Defense Trade Controis, Department of
State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and
Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of
Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING
LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,
if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed
from the filing date of this application and the licensee has not received any indication of a secrecy order under 35
U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation and commercialization of new technologies. The USA offers tremendous
resources and advamages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

page 3of 3



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTOISB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Niorpoy Docket PIAC-RJY-0120 | Gincamr ™" 12/757,832 | Filing aate: 04/09/2010

pretnamed Craderick W. Piasecki

Tie: Highly Reliable, Low Cost Wind Turbine Rotor

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments:

o 7 N __ April 20, 2011

e weqy RODEIT J. Yarbrough 42,241

Registration Number

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with

37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below*.

D *Total of

forms are submitted.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application Number : 12/757,832 Confirmation No.: 3615

Inventor : Frederick W. Piasecki

Filing Date : 04/09/2010

Title : Highly Reliable, Low Cost Wind Turbine Rotor
Blade

TC/A.U. : 3745

Examiner : Look, Edward K.

Docket Number : PiAC-RJY-0120

Customer Number : 27915

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PROGRAM

The Applicant offers the following remarks in support of its petition to make
special under the Green Technology Program.
1. Amendments - Begin on page 2

2. Remarks - Begin on page 13
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ROBERT J. YARBROUGH, ATTORNEY AT LAW
201 NORTH JACKSON STREET
MEDIA PA 19063

In re Application of :

PIASECKI, FREDERICK W : DECISION ON PETITION
Application No12/757,832 D TO MAKE SPECIAL UNDER
Filed: April9,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. P1AC-RJY-0120 : PILOT PROGRAM

This is a decision on the renewed petition under 37 CFR 1.102, filed April 25, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is granted.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.¢., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
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invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d). '

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Henry.C. Yuen at 571-272-
4856.

This application will be forwarded to the Technology Center Art Unit 3745 for action on
the merits commensurate with this decision. :

/Henry C. Yuen/

Henry C. Yuen
Quality Assurance Specialist
Technology Center TC 3700
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LEVINE BAGADE HAN LLP MAILED
2400 GENG ROAD, SUITE 120
PALO ALTO CA 94303 SEP 08 2011
OFFICE OF PETITIONS
In re Application of
Amir Alon :
Application No. 12/757,843 : DECISION ON PETITION
Filed: April 9,2010 : TO WITHDRAW

Attorney Docket No. CSTPNZ00202 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed April 12, 2011.

The request is DISMISSED as moot.

A review of the file record indicates that the power of attorney to Levine Bagade Han, LLP has
been revoked by the assignee of the patent application on July 28, 2011. Accordingly, the
request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to undersigned at 571-272-1642.

/AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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[ APPLICATION NUMBER | FILING OR 371(C) DATE [ FIRSTNAMEDAPPLICANT |~ ATTY. DOCKET NO/TITLE ]
12/757,843 04/09/2010 Amir ALON CSTPNZ00202
CONFIRMATION NO. 3647
40518 POA ACCEPTANCE LETTER

LEVINE BAGADE HAN LLP

200 GENG RORD, SUITE 120 AR

PALO ALTO, CA 94303
Date Mailed: 09/07/2011

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 07/28/2011.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/amwise/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12757843

Filing Date 09-Apr-2010

First Named Inventor Amir ALON

Art Unit 1619

Examiner Name SUZANNE ZISKA

Attorney Docket Number CSTPNZ00202

Title

DEVICE AND METHOD FOR REDUCING CALORIE INTAKE

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 40518

®

The reason(s) for this request are those described in 37 CFR:

10.40(c)(1){vi)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Paolo Costa
Address 18 Apollo Road
City Tiburon

State CA

Postal Code 94920

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/David A. Levine/

Name

David A. Levine

Registration Number

48821




UNITED STATES PATENT AND TRADEMARK OFFICE
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Decision Date: March 5, 2012
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Amir ALON

ApplicationNo: 15757843

Filed : 09-Apr-2010
Attorney Docket No: CSTPNZ00202

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed March 5, 2012

The request is APPROVED.

The request was signed by  David A. Levine (registration no. 48821 ) on behalf of all attorneys/agents
associated with Customer Number 40518 . All attorneys/agents associated with Cusotmer Number 40518 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Paolo Costa

Name2

Address 1 18 Apollo Road
Address 2

City Tiburon

State CA

Postal Code 94920
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



Commissioner for Patents
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NORTH AMERICA INTELLECTUAL PROPERTY CORPORATION MAILED

P.0. BOX 506 MAR 162011
MERRIFIELD VA 22116

OFFICE OF PETITIONS
In re Application of ' '
Wang :
Application No0.12/757,875 : ON PETITION

Filed: April 9, 2010
Attorney Docket No. DECP0240USA

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
February 8, 2011, to revive the above-identified application.

The petition is GRANTED.

This above-identified application became abandoned for failure to file a response to a Notice to
file Corrected Application Papers of a Nonprovisional Application which was mailed on April
27,2010. The Notice set an extendable two (2) month period for reply. No extensions of time
were obtained under the provisions of 37 CFR §1.136(a). Accordingly, this application became
abandoned on June 28, 2010. A Notice of Abandonment was mailed on January 12, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of replacement claims (2) the petition fee of $1620, and (3) a proper statement
of unintentional delay.

This application is being referred to the Offlce of Patent Application Processing for pre-
examination processing,

Telephone i mqumes concermng this decision should be drrected to the undersigned at (571) 272-
3215.

Chnde o AN

Charlema Grant
Petitions Attorney
Office of Petltrons
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Commissioner for Patents
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NEW RIVER VALLEY
INTELLECTUAL PROPERTY LAW MAILED
P.0. BOX 10944

BLACKSBURG VA 24062 MAY 27 2011

OFFICE OF PETITIONS

In re Application of

Davalos, et al. :

Application No. 12/757,901 :  DECISION
Filed: 9 April, 2010 :

Attorney Docket No. VTIP-21-09131-US

This is a decision on the petition filed on 18 January, 2011, under 37 C.F.R. §1.27(g)(2)
requesting that status as a Small Entity be removed.

NOTE:

In view of their duty of candor to the Office to properly inquire to ascertain the accuracy
of representations made before the Office (see: 37 C.F.R. §1.4, §10.18, MPEP §410),
Petitioners always are reminded of the responsibility to review their records and submit
accurate information to the Office.

Petitioner’s submission is ACCEPTED.

7

In accordance with the request, status as a Small Entity will be removed, and Petitioner is
required to pay fees at the schedule set forth for not-small entities. The additional fees were
charged as authorized.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that that those registered to
practice and all others who make representations before the Office must inquire into the
underlying facts of representations made to the Office and support averments with the
appropriate documentation—since all owe to the Office the continuing duty to disclose.'

! See supplement of 17 June, 1999. The Patent and Trademark OfTice is relying on Petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88

www.uspto.gov



Application No. 12/757,901

The instant application is released to Technology Center/AU 3737 for further processing in due
course.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1 2%
and the.proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/Joh on, Jr./ -
John IGillon, Jr.
Senior Attorney
‘Office of Petitions

and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

? The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusivety on the written
record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is disagreement
or doubt.



PTO/SB/83

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF

CORRESPONDENCE ADDRESS

Application Number 12757943

Filing Date 09-Apr-2010

First Named Inventor Alexander Chaffee

Art Unit 2453

Examiner Name KRISNA LIM

Attorney Docket Number 668282000100

Title

TASK HIERARCHY IN AN EVENT-DRIVEN COMMUNICATION SYSTEM

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 20872

®

The reason(s) for this request are those described in 37 CFR:

10.40(b)(4)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
X to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name Cohuman Inc.

Address ]
632 Commercial Street, 3rd Floor

City San Francisco
State CA
Postal Code 66828

Country us




| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature

/Peter Yim/

Name

Peter Yim

Registration Number

44417
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Commissioner for Patents
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Decision Date: November 10,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

Alexander Chaffee

ApplicationNo: 15757943

Filed : 09-Apr-2010
Attorney Docket No: 668282000100

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed November 10,2011

The request is APPROVED.

The request was signed by  Peter Yim (registration no. 44417 ) on behalf of all attorneys/agents
associated with Customer Number 20872 . All attorneys/agents associated with Cusotmer Number 20872 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name Cohuman Inc.

Name2

Address 1 632 Commercial Street, 3rd Floor
Address 2

City San Francisco

State CA

Postal Code 66828
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 12/757,964 Filng date: 1 April 9, 2010

First Named Inventor: DaVId L Felker

menion. A LOW LIFT GOLF BALL

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/030643

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are: )
April 9, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/757.964
First Named Inventor] David L. Felker

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

I:l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims
in the corresponding

PCT Application
1-23 Same Claims

Claims in US Application Explanation regarding the correspondence

1-23

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signature /Katherine Proctor/ pate F€bruary 9, 2011
z\lParm?/Typed) Kathenne PFOCtOr Registration Number 31 5468

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

[ APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR ] ATI_'ORNEY DOCKET NO. CONFIRMATION NO. |
12/757,964 04/09/2010 David L. Felker 117439-014UTL 3889
27189 7590 02/14/2011 R )
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP | EXAMINER j
525 B STREET TRIMIEW, RAEANN
SUITE 2200

SAN DIEGO, CA 92101

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

| ART UNIT I PAPER NUMBER I
3711
| NOTIFICATION DATE | DELIVERY MODE |
02/14/2011 ELECTRONIC

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

docketing@procopio.com
PTONotifications@procopio.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

PROCOPIO, CORY, HARGREAVES & SAVITCH LLP

525 B STREET

SUITE 2200

SAN DIEGO CA 92101

In re Application of :

FELKER, DAVID L. et al ‘ ~:  DECISION ON REQUEST TO

Application No. 12/757,964 : PARTICIPATE IN PATENT

Filed: April 9, 2010 :  PCT/PROSECUTION HIGHWAY
~ Attorney Docket No. 117439-014UTL ‘ : PROGRAM AND PETITION

Title: LOW LIFT GOLF BALL : 37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed Feb. 9, 2011, to make the above-identified
application special. ’

The request and petition are Dismissed.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
filed in the KIPO, JPO, EPO or USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an
English translation thereof and a statement that the English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English translation thereof
and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.



With regard to Items #2 and 3, the applicant did not provide a copy of KIPO/PCT positive search
opinion indicating claims 1-24 meet novelty, inventive step and industrial applicability. In the
claims comparison, the applicant also indicated that these allowed claims by KIPO/PCT in the
search opinion correspond to the US claims 1-187 comply of industrial applicability, novelty and
inventive steps. The applicant failed to provide a copy of allowable claims 1-23 from the KIPO
or PCT Office search opinion of PCT/US2010/030643. Therefore, it is not possible to make
comparison whether all pending US claims 1-187 are in fact correspond with the KIPO/PCT
allowed claims 1-23. A copy of KIPO/PCT allowed claims 1-23 is required for comparison
purpose. The applicant is requested to submit a copy of cited prior art documents in the
KIPOPCT search opinion. o

Applicant is encouraged to cite and submit all relevant prior art references, if any, to facilitate
examination in this application.

Applicant is given a time period of ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this decision to correct the deficiencies. NO EXTENSION OF TIME
UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are not corrected with the time
period given, the application will await action in its regular turn. Response must be filed via
EFS-Web. Currently, the application is undergoing pre-examination processing.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856.

Petition is dismissed.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor: David L. FELKER Group Art Unit: 3711
Serial No.: 12/757,964 Examiner: Racann Trimiew

Filing Date: April 9, 2010

Title: LOW LIFT GOLF BALL

REQUEST FOR RECONSIDERATION OF DECISION DENYING REQUEST TO
PARTICIPATE IN PATENT PCT/PROSECUTION HIGHWAY PROGRAM AND
PETITION UNDER 37 C.F.R. §1.102(a)

Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

Dear Sir:

Applicants hereby respectfully request reconsideration of the Decision dated February 14,
2011 (hereinafter “Decision”) denying Applicants’ request to participate in the Patent
Prosecution Highway program and the petition under 37 C.F.R. §1.102(a) filed on February 9,
2011.

In the Decision, Special Programs Examiner Henry Yuen states that the applicant did not
provide a copy of the KIPO/PCT positive search opinion indicating that claims 1 to 24 meet PCT
requirements for novelty, inventive step, and industrial applicability. In a telephone interview
between Examiner Yuen and the undersigned which took place on March 2, 2011, it was pointed
out that a copy of the nine page International Search Report and Written Opinion for PCT
Application No. PCT/US2010/030643 was submitted with the Request, and is one of the
“Documents submitted with 371 Applications” listed in the Image File Wrapper for this
application. Page 9 of that document indicates that claims 1 to 187 of the PCT application meet
the requirements for novelty, inventive step and industrial applicability. Examiner Yuen checked
the file history during the telephone interview and agreed that this document was present and
included the required statement of novelty, inventive step, and industrial applicability.

The Decision also stated that a copy of allowable claims 1 to 23 from the KIPO search
report/written opinion was required for comparison with the claims of this US application.

However, claims 1 to 187 of PCT/US2010/030643 as allowed by KIPO/PCT were also submitted
1

117439/014UTL/1318862.02
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with the request and are listed as “Claims” in the Image File Wrapper. As stated in the request,
all the claims of this U.S. application, specifically claims 1 to 23 are identical to claims 1 to 23 of
PCT/US2010/030643 as submitted with the request. Thus, a copy of KIPO/PCT allowed claims
1 to 23 was submitted with the request and can be used for comparison purposes. Additionally,
an Information Disclosure Statement listing all documents in the KIPO/PCT search opinion and
copies of all cited documents other than US patents/applicants were submitted with the request.
As discussed with Examiner Yuen in the telephone interview, it is believed that the
originally filed Request and supporting documents met all the requirements for participation in
the PPH program and petition to make special, and reconsideration and reversal of the Decision
denying this request is respectfully requested.
Applicants believe there are no fees due in connection with this communication;
however, the Commissioner is hereby authorized to charge any underpayment or credit any

overpayment to Procopio’s Deposit Account No. 50-2075.

Respectfully submitted,

Dated: March §, 2011 By: /Katherine Proctor/
Katherine Proctor, Reg. No. 31,468

PROCOPIO, CORY, HARGREAVES & SAVITCH LLP
525 B Street, Suite 2200

San Diego, California 92101

(619) 238-1900 (Phone)

(619) 235-0398 (Fax)

Customer No. 27189

117439/014UTL/1318862.02
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

[ APPLICATION NO. FILING DATE [ FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. ]
12/757,964 ’ 04/09/2010 David L. Felker 117439-014UTL 3889
27189 - 7590 03/14/2011 -
EXAMINER
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP | . J
525 B STREET ] : TRIMIEW, RAEANN
SUITE 2200 )
SAN DIEGO, CA 92101 | ART UNIT | PaPERNUMBER |
3711
| NOTIFICATION DATE I DELIVERY MODE I
03/14/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

docketing@procopio.com
PTONotifications@procopio.com

PTOL-90A (Rev. 04/07)
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

/
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP
525 B STREET
SUITE 2200
SAN DIEGO CA 92101
In re Application of :
FELKER, DAVID L. et al : DECISION ON REQUEST TO
Application No. 12/757,964 ‘ . PARTICIPATE IN PATENT
Filed: April 9, 2010 : PCT/PROSECUTION HIGHWAY
Attorney Docket No. 117439-014UTL : PROGRAM AND PETITION
Title: LOW LIFT GOLF BALL ; 37 CFR 1.102(a)

This is a decision on the renewed request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed March 8, 2011, to make the above-
identified application special. ;

The request and petition are granted.

A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must disclose an eligible relationship to one or more PCT applications
filed in the KIPO, JPO, EPO or USPTO;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the PCT
application(s) latest international work product (the written opinion or the IPER) along with an
English translation thereof and a statement that the English translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the PCT application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of the latest international work product from the PCT
application containing the allowable/patentable claim(s) along with an English translation thereof
and a statement that the English translation is accurate; and

(6) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.



In light of the petition being properly submitted, the request to participate in the PPH program
and the petition comply with the above requirements. Accordingly, the above-identified
application has been accorded “special” status. :

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

Other inquiries concerning the examination or status of the application should be directed to
Eugene Kim, the SPE of Art Unit 3711 at 571-272-4463 for Class 473/383 and also accessible in
the PAIR system at http://www. uspto gov/ebc.index.html.

All other inquiries concerning the examination or status of the application should be directed to
the Patent Application Information Retrieval (PAIR) system.

This application will be forwarded and docketed to an examiner for action on the merits
commensurate with this decision. ‘

Telephone inquiries conceming.this decision should be directed to Henry C. Yuen, at 571-272-
4856.

The petition is granted.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

RumperPeckel | S00018 US | ibtemior ™1 42/758,000 | ring swe: April 11, 20711

e SANCHEZ-RIERA, Fernando

Title: PRODUCTION OF COMMERCIAL BIODIESEL FROM GEMNETICALLY MODIFIED MICROORGANISMS

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web,
1. By filing this petition;

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CER 1.219 and the puhlication fee set forth in 37 CFR 1.18{d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and

elect an invention that meets the eligibility requirements fer the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. Sse Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement,
4. The application contains no more than three (3} independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

5. Cither attachiments: Statemeants of Special Status for the Eligibility Requirements snd Praliminary Amendment

Signature e ol oate S€PL. 27, 2011
Name i
(F":'int/Typed) Linda Reglsization Number 42’702

Note: Signatures of all the. inventors or assignees of record of the enlire interest ar their representalive(s) are required in accordance with
37 CFR 1.33 and 1118 Please see 37 CFR 1.4(ch) for the form of the signalure. If pecessary, subtanit mulliple-forms for-more Hran one
signature, see below™

forms: are submitied.

[] “votatof

if you need assistanice.in completing the form, cail 1-800-PTO-9199 and select option 2.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ] ATTORNEY DOCKET NO. | CONFIRMATION NO. I
12/758,000 04/11/2010 Fernando Sanchez-Riera LS00018 US 3994
80782 7590 11/04/2011 J
MINER
LS9, Inc. | EXA
600 Gateway Boulevard PO, MING CHEUNG
South San Francisco, CA 94080 I o I P —— |
1771
| NOTIFICATION DATE I DELIVERY MODE J
11/04/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

chgpatent@leydig.com
ljudge@1s9.com

PTOL-90A (Rev. 04/07)
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> UNITED STATES PATENT AND TRADEMARK OFFICE
AR

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

LS9, Inc. |
600 Gateway Boulevard
South San Francisco CA 94080 NOV 0 4 2011

In re Application of :
Sanchez-Riera et al. : DECISION ON PETITION

Application No. 12/758,000 : TO MAKE SPECIAL UNDER
Filed: 4/11/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. LS00030 US : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 9/27/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d). '



Application No. 12/758,000 Page 2

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1771 for action
on the merits commensurate with this decision.

[Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700



Doc Codle: PET.GREEN
Document Description: Petition for Green Tech Pilot

FTQ/SBR20 {63-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

amoer 0 LSO0030US | e ™ 12/758,001 | Fimg aste: Apri} 11, 2011

eemed. GAERTNER, Alfred

e PRODUCTION OF FATTY ACID DERIVATIVES

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNQLQGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instriction Sheet on page 2,

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. Byfiling this petition:

Apblicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this reqguest,

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not ebviously directed to a single invention. See Instruction Sheet.

3. Thisrequest is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more'than three (3) independent claims and twenty {20) total claims.

Tha application does not contain any multiple dependent claims.

o

5. Other attachments: Statemments of Special Siatus for the Eligibility Requirements and Pretiminary &mendment

Sept. 27, 2011

Signature &

. . S Date
Name -
{Print/Typad) Linda R. Ju Registraion Number 42’702

| Note: Signatires of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37.CFR 1.33 and 11.18. Flease seg 37 CFR 1,4(d) for the form of the signature. If necessary, submit multisle-forms for hore than one
signalire, see below™,

D *Total of

farms are submilted.

If yau need assistance in completing the form, call 1-800-PT0-9199 and select option 2,
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

Wwww.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. I
12/758,001 04/11/2010 Alfred Gaertner LS00030 US 3995
80782 7590 11/0412011
EXAMINER
LS9, Inc. l . ]
600 Gateway Boulevard PO, MING CHEUNG
South San Francisco, CA 94080 I T | T —— I
1771
| NOTIFICATION DATE | DELIVERY MODE l
11/04/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

chgpatent@leydig.com
ljudge@ls9.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspio.gov

LS9, Inc.

600 Gateway Boulevard

South San Francisco CA 94080 NOV 0 4 201

In re Application of

Gaertner et al. DECISION ON PETITION
Application No. 12/758,001 TO MAKE SPECIAL UNDER
Filed: 4/11/2010 THE GREEN TECHNOLOGY
Attorney Docket No. LSOOO30 US PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 9/27/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1771 for action
on the merits commensurate with this decision.

[Tom Dunn/

Tom Dunn ,
Quality Assurance Specialist
Technology Center 1700



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

‘Alexandria, VA 22313-1450
www.uspio.gov

THOMAS ROBERT BOYER _
2105 ARROWHEAD FARMS CT. MAILED
GAMBRILLS MD 21054

MAY 192011

OFFICE OF PETITIONS

In re Application of
Thomas Robert Boyer :
Application No. 12/758,004 :  DECISION ON PETITION
Filed: April 11, 2010 :
Attorney Docket No.

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
April 22, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice of File
Corrected Application Papers, mailed June 9; 2010. The Notice set a period for reply of two (2)
months from the mail date of the Notice. No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, the application became abandoned on August 10, 2010.
The Notice of Abandonment was mailed on February 22, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a substitute specification, (2) the petition fee of $810, (3) a proper statement
of unintentional delay. Accordingly the substitute specification is accepted as being
unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at
(571) 272-4618.

This application is being referred to the Office of Patent Application Processing for appropriate
action in the normal course of business on the replies received April 22, 2011.

/Kimberly Inabinet/

Kimberly Inabinet

Petitions Examiner
Office of Petitions
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APPLICATION NO. FILING DATE | ‘FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. | CONFIRMATION NO. I
12/758,072 04/12/2010 Arkadiy MORGENSHTEIN 48697 4174
67801 7590 03/13/2012
EXAMIN
MARTIN D. MOYNIHAN d/b/a PRTSI, INC. | ER B
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

March 13, 2012

MARTIN D. MOYNIHAN d/b/a PRTSI, INC.
P.0. BOX 16446 ’

ARLINGTON VA 22215

In re Application of :

Arkadiy Morgenshtein et al. : DECISION ON PETITION
Application No. 12758072 :

Filed: 4/12/2010 : ACCEPTANCE OF COLOR
Attorney Docket No. 48697 : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) April 12, 2010.

The petition is GRANTED.

A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, or (1) set if filed via EFS, and

3. The specification contains appropriate language referring to the color drawings as the
first paragraph in that portion of the specification relating to the brief description of
the drawings.

The petition was accompanied by all of the required fees and drawings. The specification
contains the appropriate language. Therefore, the petition is GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Don Fairchild/
Office of Data Management
Publications Branch
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Commissioner for Patents

PSR United States Patent and Trademark Office
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American Patent Agency PC

c/o Daniar Hussain

230 N Craig Street

Unit 605 L
Pittsburgh PA 15213

In re application of: . DECISION ON PETITION

Jeffery YORK, et al. :  TO MAKE SPECIAL FOR
Application No. 12/758,134 :  NEW APPLICATION
Filed: April 12, 2010 :  UNDER 37 CFR 1.102

For: SYSTEM AND METHOD FOR CARRYING OUT AN INSPECTION OR
MAINTENANCE OPERATION WITH COMPLIANCE TRACKING USING A
HANDHELD DEVICE '

This is a decision on the petition filed on April 12, 2010 to make the above-
identified application special for accelerated examination: procedure under,37
C.F.R. § 1.102(d).

The petition to make the application special is DISMISSED.
REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to
the “Change to Practice for Petitions in Patent Applications to Make Special and
for Accelerated Examination” published in the Federal Register on June 26, 2006
(71 Fed. Reg. 36323), must satisfy the following conditions:

|. Conditions Regarding the Application: - = } '

1. the application must be a non-reissue utility or design application filed
under 37 CFR 1.111(a);

2. the application, the petition and the required fees must be filed
electronically using the USPTO's electronic filing system (EFS), or EFS-web; if
not filed electronically, a statement asserting that EFS and EFS-web were not
available during the normal business hours. .

3. at the time of filing, the application must be complete under 37 CFR
1.51 and in condition for examination;

4. the application must contain three or fewer independent claims and
twenty or fewer total claims and the claims must be directed to a single invention.




Il. Conditions Regarding the Petition: ?

The petition must: ot

1. be filed with the application;

2. include a statement that applicant agrees not to separately argue the
patentability of any independent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without
traverse in a telephone interview.

4. include a statement that applicant agrees to conduct such an interview
when requested by the examiner.

5. include a statement, made based on a good faith belief, that a
preexamination search in compliance with the following requirements, was
conducted, including an identification of the field of search by United States class
and subclass, where applicable, and for database searches, the search logic or
chemical structure or sequence used as a query, the name of the file(s) searched
and the database service, and the date of the search.

The preexamination search must:

5.1 involve U.S. patents and patent application publications, foreign
patent documents, and non-patent literature, uniess the applicant can
justify with reasonable certainty that no references more pertinent than
those already identified are likely to be found in the eliminated sources
and includes such a justification with this statement;

5.2. be directed to the claimed invention and encompass all of the
features of the claims,giving the claims the broadest reasonable
interpretation;.

5.3. encompass the disclosed features that may-be claimed.

6. must provide in support of the petltlon an accelerated examination
support document. -

An accelerated examination support document must include:

6.1. an information disclosure statement (IDS) in compliance with
37 CFR 1.98 c:tlng each reference deemed most closely related to the
subject matter of each of the claims;

6.2. an identification of all th limitations in the claims that are
disclosed by the reference specnfylng where the limitation is disclosed in
the cited reference;

6.3. a detailed explanation of how each of the claims is patentable
over the references cited with particularity required by 37 CFR 1. 111(b)
and (c);

6.4. a concise statement of the utility of the invention as deﬁned in
each of the independent claims (unless the application is a design
application);

6.5. a showing of where each limitation of the claims finds support
under 35 USC 112, first paragraph, in the written description of the
specification. If applicable, the showing must also identify: (1) each
means- (or step) plus-function claim element that invokes consideration
under 35 USC 112, sixth paragraph; and (2) the structure, material, or acts




in the specification that corresponds to each means- (or step) plus- _
function claim element that invokes consideration under 35 USC 112, sixth
paragraph; if the application claims the benefit of one or more applications
under title 35, United States Code, the showing must also include where
each limitation of the claims finds support under 35 USC 112, first
paragraph, in each such application in which such supports exists;

6.6. an identification of any cited references that may be
disqualified under 35 USC 103(c).

REVIEW OF FACTS
The petition in this case fails to comply with conditions 11.5.1, 11.5.2, and 11.6.3. '

As to Condition 11.5.1, the instant application is currently classified in Class 705,
as is the parent application 12/489,313. Applicant’s classification search outlined
in the Search Document accompanying the petition only indicates subclasses in
Class 340, thus applicant’s search must be extended to include Class 705.

Further with respect to Condition 11.5.1, while applicant has searched one source
of non-patent literature, the Accelerated Examination program has provided
search templates indicating relevant non-patent literature sources based on the
classification of the application. See the search templates for Class 705-at:
http://www.uspto.gov/web/patents/searchtemplates/class705.htm

Applicant may satisfy this requirement by employing the recommended non-
patent literature sources in an updated search, or by providing a sufficient
justification statement explaining that no references more pertinent than those
already identified are likely to be found in the eliminated sources.

As to Condition 11.5.2, a portion of applicant’s text queries in the patent document
databases search the literal phrases “inspection tool”, “compliance system”,
“inspection compliance” in only the title, abstract and claims of the patent
documents. Such queries are very narrow and would miss many alternates in
concepts, synonyms and suffixes, e.g. “hand held device for inspecting”, or would
miss the exact phrases searched if they only appeared in the body of the
document rather than e.g. the title. The remalnmg patent document queries are
also narrow in using “inspection”, “code” and “regulation”, and “inspection” and
“‘compliance”. Note that the features asserted as allowable in the Support .
Document accompanying the petition use a wider variety of terms (e.g.
“standards documents”) and are directed at a wider-variety of concepts (e.g.
associating media samples with scans of tags) than those covered by the search
indicated in the Search Document. As explained in 11.5.2 the search must
encompass all of the features of the claims. Note that this includes the
dependent claims as well.



As to Condition 11.6.3, the Support Document submitted only discusses claims 1-
7,12, 17-18 and 20 with respect to patentability. This thus leaves open the
question of the patentability of dependent claims 8-11, 13-16 and 19 in the event
that the independent claims are found unpatentable by the Examiner. As an
alternative to explaining the patentability of each dependent claim, applicant may
satisfy this requirement by stating that the dependent claims are not seen to be
separately patentable from the independent claims.

DECISION

For the above stated reasons, the petition is DISMISSED. The application will
therefore be taken up by the examiner for action in its regular turn.

Petitioner is given a single opportunity to perfect the petition. Any request for
reconsideration of this decision must be submitted within one (1) month or thirty
(30) days, whichever is longer, from the date of this decision. No extensions of
time will be granted under 37 CFR 1.136(a) if the request is to be considered
timely. Any request for reconsideration must address the deficiencies indicated
above.

Petitioner is reminded that, upon granting of the special status of the application
on request for reconsideration, the appllcatlon will be processed expeditiously.
However, due to the dismissal of the instant petition, examination may notbe
completed within twelve months of the filing date of the application.

Any inquiry regarding this decision should be directed to Robert Weinhardt,
Business Practice Specialist, at (571) 272-6633.

bl D f—

Robert A. Weinhardt,
Business Practice Specialist
Technology Center 3600
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UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
WWW.USp10.gov

APPLICATION NO. ] FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. l CONFIRMATION NO. I
12/758,134 04/12/2010 Jeffery York KD-001B -2
65513 7590 11/16/2010 ' .
. EXAMINER
American Patent Agency PC | I
c¢/o Daniar Hussain i
230 N Craig Street I ART UNIT I PAPER NUMBER ]

Unit 605

3629
Pittsburgh, PA 15213

| NOTIFICATION DATE l DELIVERY MODE J

11/16/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

danhussain@gmail.com
dhussain@alum.mit.edu
company@american-patent-agency.com
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
NOV 15 2000 . ' v usplo.gov
American Patent Agency PC
c/o Daniar Hussain
230 N Craig Street
Unit 605
Pittsburgh PA 15213
In re application of: :  DECISION ON PETITION
York, Jeffrey, et al. . TO MAKE SPECIAL FOR
Application No.: 12/758,134 . NEW APPLICATION
Filed: April 12, 2010 UNDER 37 CFR 1.102

For: SYSTEM AND METHOD FOR CARRYING
OUT AN INSPECTION OR MAINTENANCE
OPERATION WITH COMPLIANCE
TRACKING USING A HANDHELD DEVICE

This is a decision on the petition filed on April 12, 2010 and the revised
Accelerated Examination Search and Support Documents filed September 24,
2010 to make the above-identified application special for accelerated
examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is GRANTED.

The application is eligible for accelerated examination and the
petition complies with the conditions for granting the application
special status pursuant to the “Change to Practice for Petitions in
Patent Applications to Make Special and for Accelerated
Examination” published June 26, 2006, in the Federal Register. (71
Fed. Reg. 36323).

The prosecution of the instant application will- be conducted
expeditiously according to the following guidelines.

1. The application will be docketed to an examiner and taken up for
~ action within two weeks of the date of this decision.

2. Restriction Practice:
If the examiner determines that the clalms are not directed to a
single invention, a telephone request to elect one single invention



will be made pursuant to MPEP 812.01. As a prerequisite to the
grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to
make an election without traverse, or the examiner cannot reach
the applicant after a reasonable leort, the examiner will treat the
first claimed invention (invention :defined by claim 1) as having
being constructively elected without traverse for examination.

. Office action:

If it is determined that, after appropriate consultation, there is a
potential rejection or any other issue to be addressed, the examiner
will telephone the applicant and arrange an interview to discuss and
resolve the issue. An Office action, other than a Notice of
Allowance and Fee(s) Due (Notice of Allowance), will not be issued
unless either: 1) an interview was conducted but did not result in
agreed to action that places the application in condition for
allowance, or, 2) a determination is made that an interview would
be unlikely to result in the application being placed in condition for
allowance, and 3) an internal conference has been held to review
any rejection of any claim.

. Time for Reply:

An Office action other than a Notice of Allowance or a final Office
action will set a shortened statutory period of one month or thirty
days, whichever is longer, for reply with no extension of time
available under 37 CFR 1.136(a). Failure to timely file a reply
within this non-extendible period for reply will result in the
abandonment of the application.

. Reply by Applicant:

A timely reply to an Office action other than the Notice of Allowance
must be submitted electronically via EFS or EFS-web and limited to
addressing the rejections, objections and requirement made. Any
amendment that attempts to: 1) add claims which would result in
more than three pending independent claims or more than twenty
pending total claims; 2) present claims not encompassed by the
pre-examination search or an updated accelerated examination
support document; or 3) present claims that are directed to a non-
elected invention or an invention other than that previously claimed
and examined in the application, will be treated as not fully
responsive and will not be entered.

For any amendment to the claims (including any new claim) that is
not encompassed by the accelerated examination support
document, applicant must provide an updated accelerated



examination support document that encompasses the amended or
new claims at the time of filing of the amendment.

To proceed expeditiously with the examination, it is recommended
that a reply with amendments made to any claim or with any new
claim being added be accompanied by an updated accelerated
examination support document or a statement explaining how the
amended or new claim is supported by the original accelerated
examination support document.

6. Information Disclosure Statement (IDS):
Any IDS-filed during prosecution must be submitted electronically
via EFS or EFS-web, accompanied by an updated accelerated
examination support document, and be in compllance with 37 CFR
1.97 and 1.98.

7. Post-Allowance Processing: |
To expedite processing of the allowed application into a patent, the
applicant must: 1) pay the required fees within one month of the
date of the Notice of Allowance, and 2) not file any post allowance
papers not required by the Office. In no event may the issue fee be
paid and accepted later than three months from the date of the
Notice of Allowance.

8. After-Final and Appeal Procedures:
To expedite prosecution, after receiving the final Office action,
applicant must: 1) promptly file a notice of appeal, an appeal brief
and appeal fees; and 2) not request a pre-appeal brief conference.

Any amendment, affidavit or other evidence filed after final Office
action must comply with applicable rules and the requirements
outlined in numbered paragraphs 5 and 6 above.

On appeal, the application will proceed according to normal appeal
procedures. After appeal, the application will again be treated
special.

9. Proceedings Outside the Normal Examination Process:
If the application becomes involved in a proceeding that is outside
the normal examination process (eg a secrecy order, national
security review, interference proceedlng, petitions under 37 CFR
1.181, 182 or 183), the application will be treated special before
and after such proceeding. §

10.Final Disposition:



The twelve month goal of this accelerated examination procedure
ends with a final disposition. The mailing of a final Office action, a
Notice of Allowance, the filing of a Notice of Appeal, or the filing of
a Request for Continued Examination (RCE) is the final disposition.

If, during prosecution, a paper is not filed electronically using EFS-
web, a reply is filed but is not fully responsive, the application is
involved in an appeal, or a proceeding outside normal examination
process, the application will still be examined expeditiously,
however, the final disposition may occur more than twelve months
from the filing of the application.

Any inquiry regarding this decision should be directed to Robert Weinhardt,
Business Practice Specialist, at (571) 272-6633.

Robert Weinhardt f

Business Practice Specialist
Technology Center 3600
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Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12758142 Confirmation 4329 Filing 2010-04-12
Number Number Date

Attorney Docket . . .
Number (optional} 41957-109414 Art Unit 1637 Examiner Claytor, Deirdre

First Named

Joel E. Bemnstein
Inventor

Title of Invention METHOD AND COMPOSITIONS FOR TREATMENT OF PAINFUL DISCRDERS

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

Joel E. Bernstein

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

(2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature _ ] Date .
fAlice O. Martin/ (YYYY-MM-DD) 2011-10-11
Name Alice O. Martin Registration 35601
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Joel E. Bernstein

12758142 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 12,2010

Attorney Docket No.  41957-109414

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed  11-OCT-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.Uuspto.gov

I APPLICATION NO. I FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. [ CONFIRMATION NO. J
12/758,177 04/12/2010 Carlo M. Croce 3589.1012-013 4423
21005 7590 03/29/2012
HAMILTON, BROOK, SMITH & REYNOLDS, P.C. | EXAMINER ]
530 VIRGINIA ROAD ) WEHBE, ANNE MARIE SABRINA
P.0. BOX 9133
CONCORD, MA 01742-9133 | artuwr | pareRNUMBER |
1633 .
I MAIL DATE I DELIVERY MODE |
03/29/2012 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

March 29, 2012

HAMILTON, BROOK, SMITH & REYNOLDS, P.C.
530 VIRGINIA ROAD -

P.0. BOX 9133

CONCORD MA 01742-9133

In re Application of , : :

CROCE, CARLO M. : DECISION ON PETITION
Application No. 12/758,177 :

Filed: 04/12/2010 : ACCEPTANCE OF COLOR
Attorney Docket No. 3589.1012-013 : DRAWINGS

This is a decision on the Petition to Accept Color Drawings under 37 C.F.R 1.84 (a) (2), received
in the United States Patent and Trademark Office (USPTO) April .12, 2010.

The petition is GRANTED.
A grantable petition under 37 C.F.R. 1.84(a) (2) must be accompanied by the following.

1. The fee set forth under 37 C.F.R. 1.17(h),

2. Three (3) sets of the color drawings in question, (One (1) set for EFW filings, and

3. The specification containing the following language as the first paragraph in that
portion of the specification relating to the brief description of the drawings.

“The file of this patent contains at least one drawing executed in color. Copies of
this patent with color drawing(s) will be provided by the Patent and Trademark
Office upon request and payment of the necessary fee.”

The petition was accompanied by all of the requirements above. Therefore, the petition is
GRANTED.

Telephone inquires relating to this decision may be directed to the undersigned in the Office of
Data Management at 571-272-4200.

/Diane Terry/

Quality Control Specialist
Office of Data Management
Publications Branch



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov
NAVAL RESEARCH LABORATORY OCT O 5 2010

ASSOCIATE COUNSEL (PATENTS) ;

CODE 1008.2 OFFICE OF PETTTIONS

4555 OVERLOOK AVENUE, S.W.

WASHINGTON, DC 20375-5320

In re Application of

Matthew Laskoski, et al. :
Application No. 12/758,203 : DECISION ON PETITION

Filed: April 12,2010 : TO MAKE SPECIAL UNDER
Attorney Docket No. 99774-US| : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed September 9, 2010, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants
is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement signed by applicant Terry M. Keller. Accordingly, the above-
identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

The application is being forwarded to the Technology Center Art Unit 1796 for action on the
merits commensurate with this decision.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

MAILED .

HARRINGTON & SMITH ' DEC 072010
4 RESEARCH DRIVE, Suite 202
SHELTON CT 06484-6212 * OFFICE OF PETITIONS

In re Application of :

Bamidele, et al. :  DECISION REFUSING STATUS
Application No. 12/758,297 : UNDER 37 CFR 1.47(a)

Filed: April 12,2010 :

Attorney Docket No. 800.0427.U1(US)

This is in response to the petition under 37 CFR 1.47(a), filed August 30, 2010.
The petition is GRANTED.

Petitioner has shown that the non-signing inventor has refused to execute the declaration after
having been presented with the complete application papers for the above-identified application.

The application and papérs have been reviewed and found in compliance with 37 CFR 1.47(a).
This application is hereby accorded Rule 1.47(a) status.

As provided in 37 CFR 1.47(c), this Office will forward notice of this application’s filing to the
non-signing inventor at the address given in the petition. Notice of the filing of this application
will also be published in the Official Gazette.

This application is being referred to the Office of Patent Application Processing for pre-
examination processing.

Telephone inquiries regarding this decision should be directed to the undersigned at (571) 272-
3205.

IALESIA M. BROWN/

Alesia M. Brown

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

WWW.USpto.gov

MAILED

Philipp Schloter DEC 07 2010
301 Main St., #4b -
San Fr::::is::o, CA 94105 OFFICE OF PETITIONS

In re Application of
Bamidele, et al.

Application No. 12/758,297
Filed: April 12, 2010

Dear Sir:

You are named as a joint inventor in the above-identified United States patent application, filed under the
provisions of 35 U.S.C. 116 (United States Code), and 37 CFR 1.47(a), Rules of Practice in Patent Cases.
Should a patent be.granted on the application you will be designated therein as a joint inventor.

As a named inventor you are entitled to inspect any paper in the file wrapper of the application, order
copies of all or any part thereof (at a prepaid cost per 37 CFR 1.19) or make your position of record in
the application. Alternatively, you may arrange to do any of the preceding through a registered patent
attorney or agent presenting written authorization from you. If you care to join the application, counsel
of record (see below) would presumably assist you. Joining the application would entail the filing of an
appropriate oath or declaration by you pursuant to 37 CFR 1.63.

- Telephone inquiries regarding this communication should be directed to the undersigned at (571) 272-
3205. Requests for information regarding your application should be directed to the File Information
Unit at (703) 308-2733. Information regarding how to pay for and order a copy of the application, or a
specific paper in the application, should be directed to the Certification Division at (571) 272-3150 or |
(800) 972-6382 (outside the Washington, DC area).

/ALESIA M. BROWN/

Alesia M. Brown
Petitions Attorney
Office of Petitions

cc: HARRINGTON & SMITH
4 RESEARCH DRIVE, Suite 202
SHELTON CT 06484-6212



PTO/SB/140

Doc Code: PET.AUTO U.S. Patent and Trademark Office
Document Description: Petition automatically granted by EFS-Web Department of Commerce

Electronic Petition Request PETITION TO WITHDRAW AN APPLICATION FROM ISSUE AFTER PAYMENT OF

THE ISSUE FEE UNDER 37 CFR 1.313(c)

Application Number 12758307

Filing Date 12-Apr-2010

First Named Inventor Takashi Yano

Art Unit 3653

Examiner Name MICHAEL MCCULLOUGH

Attorney Docket Number 03500.178973.

Title SHEET CONVEYING APPARATUS, IMAGE FORMING APPARATUS AND METHOD OF

CONTROLLING A SHEET CONVEYING APPARATUS

An application may be withdrawn from issue for further action upon petition by the applicant. To request that the Office
withdraw an application from issue, applicant must file a petition under this section including the fee set forth in § 1.17(h) and a
showing of good and sufficient reasons why withdrawal of the application from issue is necessary.

APPLICANT HEREBY PETITIONS TO WITHDRAW THIS APPLICATION FROM ISSUE UNDER 37 CFR 1.313(c).

A grantable petition requires the following items:

(1) Petition fee; and

(2) One of the following reasons:

(a) Unpatentability of one or more claims, which must be accompanied by an unequivocal statement that one or more claims
are unpatentable, an amendment to such claim or claims, and an explanation as to how the amendment causes such claim or
claims to be patentable;

{(b) Consideration of a request for continued examination in compliance with § 1.114 (for a utility or plant application only); or
{c) Express abandonment of the application. Such express abandonment may be in favor of a continuing application, but not a
CPA under 37 CFR 1.53(d).

Petition Fee
] Applicant claims SMALL ENTITY status. See 37 CFR 1.27.
] Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1.27(g}(2).
] Applicant(s) status remains as SMALL ENTITY.

< Applicant(s) status remains as other than SMALL ENTITY

Reason for withdrawal from issue




(3 Oneor more claims are unpatentable

(® Consideration of a request for continued examination (RCE) (List of Required Documents and Fees)

O Applicant hereby expressly abandons the instant application {(any attorney/agent signing for this reason must
have power of attorney pursuant to 37 CFR 1.32(b)).

RCE request,submission, and fee.

| certify, in accordance with 37 CFR 1.4(d){(4) that:
[1 TheRCE request ,submissicn, and fee have already been filed in the above-identified application cn

Are attached.

THIS PORTION MUST BE COMPLETED BY THE SIGNATORY OR SIGNATORIES

| certify, in accordance with 37 CFR 1.4(d){(4) thatlam:

O An attorney or agent registered to practice before the Patent and Trademark Office who has been given power of attorney
in this application.

(@ An attorney or agent registered to practice before the Patent and Trademark Office, acting in a representative capacity.

(O Asoleinventor
(O Ajointinventor; | certify that | am authorized to sign this submission on behalf of all of the inventors
(> Ajointinventor; all of whom are signing this e-petition

(O The assignee of record of the entire interest that has properly made itself of record pursuant to 37 CFR 3.71

Signature /Lawrence A Stahl/

Name Lawrence A. Stahl

Registration Number 30110
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Commissioner for Patents

United States Patent and Trademark Office
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Decision Date: March 9, 2012

In re Application of :
DECISION ON PETITION

UNDER CFR 1.313(c)(2)

Takashi Yano

Application No : 12758307
Filed : 12-Apr-2010
Attorney Docket No: (03500.178973.

This is an electronic decision on the petition under 37 CFR 1.313(c)(2), filed March 9, 2012 , to withdraw the above-identified
application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under 37 CFR 1.114 (request for
continued examination). See 37 CFR 1.313(c)(2).

Petitioner is advised that the issue fee paid in this application cannot be refunded. If, however, this application is again
allowed, petitioner may request that it be applied towards the issue fee required by the new Notice of Allowance.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

This application file is being referred to Technology Center AU 3653 for processing of the request for continuing examination
under 37 CFR 1.114.

Office of Petitions
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. Gowling Lafleur Henderson LLP

Suite 1600

1 First Canadian Place o .

100 King Street West ' MAILED

Toronto ON M5X 1G5 CA CANADA DEC 062010
OFFICE OF PETITIONS

In re Application of

Richard BOJAHRA et al. :

Application No. 12/758,334 : DECISION ON PETITION

Filed: April 12, 2010
Attorney Docket No. T8468970US

~

This is a decision on the petition filed June 28, 2010, under the provisions of 37 CFR 1.59(b), to
expunge information from the above identified application, and to have payment of fees
refunded.

Petition to EXPUNGE

The petition to expunge is DISMISSED.

Any request for reconsideration of this decision must include a cover letter entitled “Renewed
Petition under 37 CFR 1.59(b).” This is not a final agency action within the meaning of 5 U.S.C.
§ 704.

Petitioner is seeking to have expunged “the Missing Parts Submission and payment of fees dated
June 28, 2010.” Petitioner states that “[t]he electronic submission was made in error.”

On June 28, 2010, the following documents were transmitted via Office’s Electronic Filing
System (EFS): Drawings, An Oath/Declaration, and a Fee Worksheet. As an initial matter,
petitioner should note that while the instant petition identifies the information to be expunged as
“the Missing Parts Submission and payment of fees dated June 28, 2010,” it is not entirely clear
if the petitioner is seeking to have all the documents submitted on June 28, 2010, to be expunged
or only some of the documents submitted on that date. In any renewed petition, the information
that needs to be expunged has to be clearly identified. ’

The grant of a petition under 37 CFR 1.59 (b) to expunge information unintentionally submitted
in an application will be governed by the factors: (A) the Office can effect such return prior to the
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issuance of any patent on the application in issue; (B) it is stated that the information submitted
was unintentionally submitted and the failure to obtain its return would cause irreparable harm to
the party who submitted the information or to the party in interest on whose behalf the
information was submitted; (C) the information has not otherwise been made public; (D) there is
a commitment on the part of the petitioner to retain such information for the period of any patent
with regard to which such information is submitted; (E) it is established to the satisfaction of the
Director that the information to be returned is not material information under 37 CFR 1.56; and
(F) the petition fee as set forth in 37 CFR 1.17(g) is included. See MPEP 724.05 (III). The
instant petition fails to satisfy the factors (B), (D) and (E).

In regard to factors (B) and (D), the instant petition fails to include a statement that states (a)
failure to obtain the return of the information submitted would cause irreparable harm to the
party who submitted the information or to the party in interest on whose behalf the information
was submitted, and (b) that there is a commitment on the part of the petitioner to retain such
information for the period of any patent with regard to which such information is submitted.

In regard to item (E), petitioner should note that the petition is premature since prosecution of the
application has not been closed by way of the allowance of the application, the mailing of an Ex
parte Quayle action, or the abandonment of the application. See MPEP 724.06. Accordingly, it
is not appropriate to make a final determination of whether or not the material requested to be
expunged is “material,” with “materiality” being defined as any information which the examiner
considers as being important to a determination of patentability of the claims.

During prosecution on the merits, the examiner will determine whether or not the identified
document is considered to be “material.” If the information is not considered by the examiner to
be material and the conditions related to the expungement of unintentionally submitted
information, discussed as A-F above, are satisfied, the information will be removed from the
official file.

Any request for reconsideration of this decision must include a cover letter entitled “Renewed
Petition under 37 CFR 1.59(b).” This'is not a final agency action within the meaning of 5 U.S.C.
§ 704. After the mailing of a Notice of Allowance, an Ex parte Quayle action or a Notice of
Abandonment, the petition to expunge may be renewed by applicant(s) or applicant(s)’
representative. No further fee is required for such a second submission of a petition under 37
CFR 1.59 to expunge information. In addition, the requester is cautioned to renew the
petition under 37 CFR 1.59 for reconsideration by the Office prior to the point at which the
present file, or file claiming priority to the present file, is forwarded for issuance of the
patent. This is to be done no later than immediately after the examiner has issued a Notice
of Allowance, an Ex parte Quayle action or a Notice of Abandonment. A failure to timely
renew the petition to expunge prior to the point at which the file is forwarded for issuance
will result in the material being retained in the patented file and thus becoming open to the
public.

The $200 fee required for consideration of the instant petition has been charged to the Deposit
Account 07-1750, as authorized.
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Petition for REFUND

Effective March 10, 2006, the Office may refund the search fee and any excess claims fee paid in
an application filed under 35 U.S.C. 111(a) on or after December 8, 2004, if applicant files a
petition under 37 CFR 1.138(d) to expressly abandon the application before an
examination has been made of the application. See MPEP § 711.01. The basic filing fee, the
examination fee, and the application size fee cannot be refunded unless the fee was paid by
mistake or in excess of that required.

The request for refund in the instant petition stands DISMISSED as it is not clear whether the
fees were paid by mistake or in excess of that required.

Petitioner is encouraged to note MPEP 607.02 which states:

Under 35 U.S.C. 42(d) and 37 CFR 1.26, the Office may refund: (1) a fee paid by mistake
(e.g., fee paid when no fee is required); or (2) any fee paid in excess of the amount of fee
that is required. See Ex parte Grady, 59 USPQ 276, 277 (Comm’r Pat. 1943) (the
statutory authorization for the refund of fees under the “by mistake” clause is applicable
only to a mistake relating to the fee payment). ’

When an applicant or patentee takes an action “by mistake” (e.g., files an application or
maintains a patent in force “by mistake”), the submission of fees required to take that
action (e.g., a filing fee submitted with such application or a maintenance fee submitted
for such patent) is not a “fee paid by mistake” within the meaning of 35 U.S.C. 42(d).

Further correspondence with respect to this matter should be addressed as follows:

By Mail: Mail Stop PETITION
- Commissioner for Patents
P. O. Box 1450
Alexandria, VA 22313-1450

By hand: U. S. Patent and Trademark Office
' Customer Service Window, Mail Stop Petitions
Randolph Building
401 Dulany Street
"~ Alexandria, VA 22314

The centralized facsimile number is (571) 273-8300.
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Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-

4914,

Ramesh Krishnamurthy
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

GOWLING LAFLEUR HENDERSON LLP
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In re Application of : OFFICE OF PETITIONS
Richard D.K. Bojahra et al :

Application No. 12/758,334 : DECISION ON PETITION
Filed: April 12, 2010 : TO WITHDRAW

Attorney Docket No. T8468970US : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed September 27, 2011.

The request is APPROVED.

The request was signed by Grant Tisdall on behalf of the practitioners of record associated with
Customer Number 26912.

Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to inventor Richard D.K. Bojahra at the address
~ indicated below.

Teleph ic;j concerning this decision should be directed to Irvin Dingle at (571) 272-3210.

Irvin Dingl
Petitions Examiner
Office of Petitions

cc: Richard D.K. Bojahra
421 Bently Street, Unit 7
Markham ON L3R 9T2 CA
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS
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[ APPLICATION NUMBER ] FILING OR 371(C) DATE ] FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE ]
12/758,334 04/12/2010 Richard D.K. BOJAHRA T8468970US
CONFIRMATION NO. 4717
Gowling Lafleur Henderson LLP POWER OF ATTORNEY NOTICE
Suite 1600

? Fire Canadian Place L

100 King Street West
Toronto, ON M5X 1G5
CANADA
Date Mailed: 10/03/2011

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 09/27/2011.

» The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33. .

/idingle/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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www.uspto.gov

l APPLICATION NUMBER I FILING OR 371(C) DATE I FIRST NAMED APPLICANT I ATTY. DOCKET NO/TITLE |
12/758,334 04/12/2010 Richard D.K. BOJAHRA T8468970US
' CONFIRMATION NO. 4717
Richard D.K. Bojahra POA ACCEPTANCE LETTER
421 Bently Street, Unit 7
Markhom ON. L3R ST2 R
CANADA

Date Mailed: 10/03/2011

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 09/27/2011.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the
above address as provided by 37 CFR 1.33.

/idingle/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



Docket No. 353370US

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

IN RE APPLICATION OF: John MULDOON, et al.

SERIAL NO: 12/758,343 EXAMINER: ENIN-OKUT,
EDUE.

FILED: April 12,2010 GROUP ART UNIT: 1795

FOR: ELECTROLYTE FOR A MAGNESIUM SULFUR BATTERY

PETITION TO MAKE SPECIAL UNDER
THE GREEN TECHNOLOGY PILOT PROGRAM

COMMISSIONER FOR PATENTS
ALEXANDRIA, VIRGINIA 22313

SIR:

The undersigned Petitioners hereby respectfully request that the above-identified patent
application be accorded special status and given expedited examination under the green
technology pilot program, pursuant to 37 C.F.R. § 1.102, MPEP § 708.02, the Notice in the
Federal Register, Vol. 74, No. 234, pp. 64666-64669 (December 8, 2009), and the Notice in the
Federal Register, Vol. 75, No. 217, pp. 69049-69050 (November 10, 2010).

The undersigned Petitioners respectfully submit that pursuant to the Notice in the
Federal Register dated May 21, 2010, the classification requirement has been sua sponte
eliminated for any petition to make special under the green technology pilot program that is
decided on or after the May 21, 2010 publication date of the Notice. Accordingly, Applicants
respectfully submit that no classification must be identified in the present petition.

The undersigned Petitioners respectfully submit that special status is sought for the
above-identified patent application because the present invention materially enhances the
quality of the environment by reducing air pollution. In particular, the technology of the

claimed invention enhances the quality of the environment by providing an alternative to the



Petition to Make Special under the Green Technology Pilot Program
Attorney Docket No: 353370US71

internal combustion engine in automobiles and other modes of transportation. The internal
combustion engine produces air pollution such as particulate matter, hydrocarbons, nitrogen
oxides, carbon monoxide, sulfur dioxide, and other hazardous air pollutants detrimental to the
environment. However, battery electric vehicles utilizing the technology of the present
invention would not produce harmful emissions. Moreover, the technology of the present
invention utilizes materials with less toxicity than lithium ion batteries currently used in battery
electric vehicles.

In addition, the technology of the claimed invention aids in energy conservation by
reducing the consumption of fossil fuels. In particular, the internal combustion engine requires
the combustion of an energy-dense fuel such as gasoline, which is derived from fossil fuels.
However, a vehicle utilizing the technology of the claimed invention operates on electric power
stored in the battery rather than the combustion of fossil fuels.

Additionally, the technology of the claimed invention encourages the development of
renewable energy resources by providing means for the storage of wind, solar, or hydropower
energy.

Furthermore, the technology of the claimed invention helps to reduce greenhouse gases
by reducing the amount of carbon dioxide emitted by vehicles. In particular, battery electric
vehicles do not produce greenhouse gases. However, carbon dioxide is produced during the
operation of the internal combustion engine.

The above-identified patent application contains three independent and twenty total
claims.

Applicants hereby request early publication of the above-identified patent application
under 37 C.F.R. § 1.219 and MPEP § 1129, and include the requisite publication fee set forth in
37 C.F.R. § 1.18(d).

Since the Notice indicates that the fee for the Petition to make special under the green



Petition to Make Special under the Green Technology Pilot Program
Attorney Docket No: 353370US71

technology pilot program is sua sponte waived, it is believed that no additional fees are
required.
Consequently, it is respectfully requested that this Petition be GRANTED, and early

notification to this effect is earnestly solicited.

Respectfully submitted,

OBLON, SPIVAK, McCLELLAND,
MAIER & NEUSTADT, L.L.P.

Baker '
Registration No. 45,265

W o)
W

Customer Number

22850

Tel. (703) 413-3000 Jay E. Rowe Jr., Ph.D.
Fax. (703) 413-2220 . . ’
(OSMMN 08/10) Registration No. 58,948



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Aoy Dokt 353370US | o 12/758,343 | Fine szt April 12, 2010

Firstamed - John MULDOON

e ELECTROLYTE FOR A MAGNESIUM SULFUR BATTERY

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4. The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments:

P —
Signature \C\J//ﬁ f/éi/ﬂd(% Date Jdune /6 y o/l
E\‘ParmgTyped) Jay E Rowe Jr’ PhD Registration Number 58’948

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

forms are submitted.

D “Total of

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0.Box 1450

Alexandria, Virginia 22313-1450

WWW.USPLO.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR

IATTORNEY DOCKET NO. | CONFIRMATION NO. |
12/758,343 04/12/2010 John MULDOON 353370US71 4732
22850 7590 07/14/2011 I o IER I
OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.
1940 DUKE STREET . ENIN-OKUT, EDUE
ALEXANDRIA, VA 22314

| ART UNIT | PAPER NUMBER J

1727
| NOTIFICATION DATE | DELIVERY MODE |
07/14/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

patentdocket@oblon.com
oblonpat@oblon.com
Jgardner@oblon.com

PTOL-90A (Rev. 04/07)
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OBLON, SPIVAK, MCCLELLAND MAIER & NEUSTADT, L.L.P.

1940 DUKE STREET I

ALEXANDRIA VA 22314 / l

In re Application of .

MULDOON, JOHN : DECISION ON PETITION
Application No. 12/758,343 X TO MAKE SPECIAL UNDER
Filed: 04/12/2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 353370US71 . : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed June 16, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition i5s GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1727 for action
on the merits commensurate with this decision.

Tom Dunn/

Tom Dunn ,
Quality Assurance Specialist
Technology Center 1700
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OFFICE OF P,

In re Application of ETITIONS
BOWLIN, et al :
Application No. 12/758,360 : DECISION ON PETITION
Filed: April 12,2010 : TO WITHDRAW

Attorney Docket No. OGA-008.02 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R.
§ 1.36(b), filed August 3, 2011.

The request is DISMISSED.

The Request to Withdraw from record cannot be approved because the request to change
the correspondence address is not acceptable. The Office will either change the correspondence
address of record to the most current address information provided for the assignee of the entire
interest who properly became of record under 37 CFR 3.71 or, if no assignee of the entire interest
has properly been made of record under 37 CFR 3.71, the most current address information
provided for the first named inventor.

According to a review of USPTO records, Virginia Commonwealth University Intellectual
Property Foundation is not the current assignee of the above-identified application. In view of
above, the Office cannot change the correspondence address to the address indicated on the
Request to Withdraw.

All future communications from the Office will continue to be directed to the above-identified
address until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272-
6735.

/Diane C. Goodwyn/
Diane C. Goodwyn
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
Www.uspto.gov

[ APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR |<\TTORNEY DOCKET NO.| CONFIRMATION NO. J
12/758,378 04/12/2010 Takuma HAYASHI SE-US105104 4808
7590 04/05/2012 r EXAMINER J

GLOBAL IP COUNSELORS, LLP GRANT II, JEROME

1233 20TH STREET, NW, SUITE 700 )

WASHINGTON, DC 20036-2680 [ artunt | PapErNUMBerR |

2625
|7N0T1FICATION DATE | DELIVERY MODE ] A
04/05/2012 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone inquiries should be directed to the Office of Data Management at (571) 272-4200.

)

Patent Public Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 1 2/758’41 1 Fiing date: | ()1 ()-04-12

First Named Inventor: JameS Crabb

Title of the

nvenion:  Sequenced Packing Element System

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2011/030789

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
2011-03-31

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

|:| Is attached.

Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/758.411

First Named Inventor] James Crabb

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.

Is attached

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

I:I Are attached.

Have already been filed in the above-identified U.S. application on

2011-10-25

2011-10-25

Il. Claims Correspondence Table:

Claims in US Application

Patentable Claims
in the corresponding
PCT Application

Explanation regarding the correspondence

1-29

1-29

The claims in the US and the PCT applications are identical.

lll. All the claims in the US application sufficiently correspond to the patentable claims in the

corresponding PCT application.

sgnare /ROdNey B. Carroll/

pae 2011-11-10

ey ROANEY B. Carroll

Registration Number 39 ; 624

[Page 2 of 2]



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

HALLIBURTON ENERGY SERVICES, INC. MAILED
5601 Granite Parkway, Suite 750 , 012
Plano TX 75024 | MAR 1412
| OFFICE OF PETITIONS

In re Application of : DECISION ON REQUEST TO
James Crabb : : PARTICIPATE IN THE PATENT
Application No.: 12/758,411 ‘ - : PROSECUTION HIGHWAY

" Filed: April 12, 2010 , : PROGRAM AND PETITION
Attorney Docket No.: HES 2010-IP- : TO MAKE SPECIAL UNDER
030845U1 : 37 CFR 1.102(a)
For: SEQUENCED PACKING ELEMENT :
SYSTEM

/

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on November 10, 2011 and
renewed on December 16, 2011, to make the above-identified application special.

The request and petition are GRANTED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require: :

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, or USPTO;

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) ls/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the clalm(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);
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(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof and a statement that the English | translation is accurate
if the latest international work product is not in the English language;

@) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

The request to participate in the PCT-PPH pilot program and petition comply with the above
requirements. Accordingly, the above-identified application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to Terri Johnson at 571-272-
2991.

All other inquiries concerning the examination or status of the appllcatlon is accessible in the
PAIR system at http://www.uspto.gov/ebc.index.html.

This application will be forwarded to the examiner for action on the merits commensurate with
this decision.

Petitiong/Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
GRAY ROBINSON : MAILED
ATTN: STEFAN V STEIN/ IP DEPT L
201 N FRANKLIN STREET SUITE 2200 JAN 042011
POST OFFICE BOX 3324
TAMPA FL 33601-3324 | OFFICE OF PETITIONS
In re Application of
Hansson, et al. : :
Application No. 12/758, 420 o DECISION REFUSING STATUS

Filed: April 12, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No. 55115619.56 :

This is in response to the petition.under 37 CFR 1.47(a), filed
December 6, 2010.

The petition under 37 CFR 1.47(a) is DISMISSED.

Rule 47 applicant is given TWO MONTHS from the mailing date of
this decision to reply, correcting the below-noted deficiencies.
Any reply should be entitled "Request for Reconsideration ‘of
Petition Under 37 CFR 1.47(a)," and should only address the
deficiencies noted below, except that the reply may include an
oath or declaration executed by the non-signing inventors.
Failure to respond will result in abandonment of the application.
Any extensions of time will be governed by 37 CFR 1.136(a).

A grantable petition under 37 CFR 1.47(a) requires: (1) proof
that the non-signing inventor(s) cannot be reached or refuses to
sign the oath or declaration after having been presented with the
application papers (specification, claims and drawings); (2) an
acceptable oath or declaration in compliance with 37 CFR 1.63;

(3) the petition fee; and (4) a statement of the last known
address of the non-signing inventor(s). The instant petition
does not satisfy item (1).

The petition has provided no statement of facts to support the
conclusion that non-signing inventor Hansson could not be reached
after diligent effort. Petitioner has stated that he secured the
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services of a private investigator to locate Hansson, but that
the private investigator was “unable to obtain a signed
inventor’s declaration from Mr. Hansson”. Was Hansson able to be’
located? Was an oral or written refusal from Hansson obtained?
Was a complete copy of the application papers (specification,
claims, and drawings) forwarded to the non-signing inventor at
his last known address? .Petitioner is directed to the Manual of
Patent Examining Procedure § 409.03(d), which states:

It is reasonable to require that the inventor be presented
with the application papers before a petition under 37 CFR
1.47 is granted 'since such a procedure ensures that the
inventor is apprised of the application to which the oath or
declaration is directed. In re Gray, 115 U.S.P.Q. 80
(Comm’r Pat. 1956).

On renewed petition, petitioner must establish that a copy of the
application papers was forwarded to the non-signing inventor. If
no response 1is received from the non-signing inventor, this will
be construed as a refusal to sign. However, if the application
papers are returned as undeliverable, then petitioner must
undertake a search for the non-signing inventor. Any petition
under Rule 47 must set forth the steps that were taken to locate
the non-signing inventor, and not merely the conclusion that he
could not be located.

As a petition under Rule 47 requires a petition fee of $200, that
fee has been charged to Deposit Account No. 50-4811, as
authorized. '

Further correspondence with respect to this matter should be
addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
P.0O. Box 1450
Alexandria VA 22313-1450

By FAX: (571)273-8300
Attn: Office of Petitions

Telephone inquiries related to this decision may be directed to
the undersigned at (571)272-3207.

Cliff Congo

Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
GRAY ROBINSON :
ATTN: STEFAN V STEIN/ IP DEPT MA".ED
201 N FRANKLIN STREET SUITE 2200 I .
POST OFFICE BOX 3324 APR 08 20i1
TAMPA FL 33601-3324 :
OFFICE OF PETITIONS
In re Application of
Hansson, et al. : _
Application No. 12/758,420 : DECISION ACCORDING STATUS

Filed: April 12, 2010 : UNDER 37 CFR 1.47(a)
Attorney Docket No. 55115619.56 :

This is in respdnse to'the renewed petition under 37 CFR 1.47(a),
filed February 24, 2011.

The petition under 37 CFR 1.47(a) is GRANTED.

Rule 47 applicant has established that inventor Hansson has
refused to sign the declaration after having been presented with
the application papers. Specifically, applicant has attested
that Hansson was e-mailed a copy of the application papers on
December 4, 2010, but as of the mail date of the petition, no
executed declaration from Hansson has been received.

The above-identified application and papers have been reviewed

and found to be in compliance with 37 CFR 1.47(a). Accordingly,
the above-identified application is hereby accorded Rule 1.47(a)
status.

As provided in 37 CFR 1.47(c), this Office will forward notice of
this application's filing to the non-signing inventor at the last
known address provided in the petition. Notice of

the filing of this application will also be published in the
Official Gazette.
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The application is being forwarded to the Office of Patent
Application Processing for pre-examination processing.

Telephone inquiries related to this decision may be directed to
the undersigned at (571)272-3207.

i ¢

Cliff Congo
Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK QFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MARK HANSSON
4828 QUEEN PALM TERRANCE NE

ST PETERSBURG FL 33703 | MAILED
APR 082011
QFFCE OF PETITIONS

In re Application of

Hansson, et al. .

Application No. 12/758,420

Filed: April 12, 2010 :

Title: Non-Magnetic Latching Servo : LETTER
Actuated Valve :

Dear Mr. Hansson:

You are named as a joint inventor in the above-identified United
States patent agpllcatlon filed under the provisions of 35 USC 116
(United States Code) and 37 CFR 1.47(a), Rules of Practice in_ Patent
Cases. Should a patent be granted on the application you will be
designated therein as a joint inventor.

As a joint inventor, you are entitled to inspect any paper in the file
wrapper of the application, order copies of all or an¥,part thereof |
(at a prepaid cos Eer 37 CFR_1.19) or make your position of record in
the application. Alternatively, you ma¥ arrange to do any of the
preceding through a registered patent a torneg or agent presenting
written authorization from you. If you care to join the agpllcatlon,
agent of record_ would presumale,a551st you. Joining in the
application would entail the fi 1n8 of an_appropriaté oath or
declaration by you pursuant to 37 CFR 1.63.

Tel%phone_inquiries regarding this communication should be directed
to Petitlons Attorney Cliff Congo at (571)272-3207. Requests for
information regardln% your_application should be directed to the
File Information Unit at (70 308-2733. Information regardln%_
how to,pag for and order a copX of the apgllcatlon, or a specific
aper in the aggllcatlon should be directed to the Certification
ivision at (703) 308-9726 or 1-800-972-6382 (outside the
Washington D.C. area).

Cliff Congo

Petitions Attorney
Office of Petitions
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JOHN A. O’TOOLE MAILED
GENERAL MILLS, INC. '
P.0. BOX 1113 FEB 27 2012

MINNEAPOLIS MN 55440 '
QFFICE OF PETITIONS

Applicant: James N. Weinstein et al

Appl. No.: 12/758,441 ‘

Filing Date: April 12, 2010

Title: METHODS AND APPARATUS FOR PRODUCING MULTIPLE FOOD
EXTRUDATES

Attorney Docket: 7291US

Pub. No.: US 20110250337 Al

Pub. Date: October 13, 2011

This is a decision on the request for a corrected patent application publication under
37 CFR 1.221(b), received on Nc_wember 10, 2011, for the above-identified application.

The request is DISMISSED.

Applicants’ requests that the application be republished because the patent application
publication contains material errors wherein the claims filed with the application on April 12,
2010 was not included in the publication.

37 CFR 1.221 (b) is applicable “only when the Office makes a material mistake which is
apparent from Office records.... Any request for a corrected publication or revised patent
application publication other than provided as provided in paragraph (a) of this section must be
filed within two months from the date of the patent application publication. This period is not
extendable.” A material mistake must affect the public’s ability to appreciate the technical
disclosure of the patent application publication, to determine the scope of the patent application
publication, or to determine the scope of the provisional rights that an applicant may seek to
enforce upon issuance of a patent. '

The error noted by requestor with respect to the claims is not an Office error. The published
claims are the amended claims that Applicants submitted on June 23, 2011. The amended claims
replaced the original claims having the terminology indicated in the request. Therefore, since
the Office published the claims according to Applicants’ amendment, there is no Office error.
See MPEP 1130(b).

lChanges to Implement Eighteen-Month Publication of Patent Applications, 65 FR 57023, 57038 (Sept. 20, 2000),
1239, Off. Gaz. Pat. Office Notices 63, 75 (Oct. 10, 2000) (final rule).




o TEURLUNTET RV TR VRSN ST e VT T w T

AR LR o AT R et S S S

e T

et

SRR AR T TN E T e T e

AT TR T e e

ST PR TR T T AT LR TSR p AT W L TR

Application No.: 12/758,441 Page 2

The applicant is advised that a “request for republication of an application previously published”
may be filed under 37 CFR 1.221 (a). Such a request for republication “must include a copy of
the application compliance with the Office’s electronic filing system requirements and be
accompanied by the publication fee set forth in § 1.18 (d) and the processing fee set forth in §
1.17 (i).” If the request for republication does not comply with the electronic filing system
requirements, the republication will not take place and the publication fee set forth in § 1.18 (d)
will be refunded. The processing fee will be retained.

A guide for filing a request for a Pre-Grant Publication, such as a request for republication, may
be found on the link below:

http://www.uspto.gov/patents/process/file/efs/guidance/index.jsp
OR
http://www.uspto.gov/ebe/portal/efs/pgpub quickstart.pdf

Any request for republication under 37 CFR 1.221(a), must be submitted via the EFS system, as
a “Pre-Grant Publication”. :

Inquiries ;elating to this matter may be directed to Karen Creasy at (571) 272-3208.
/Christopher Bottorff/ |
Christopher Bottorff

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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CHALKER FLORES, LLP “z

14951 NORTH DALLAS PARKWAY, SUITE 400 MA'LED,

DALLAS TX 75254 JUN 24-201]
OFFICE OF PETITIONS

In re Application:

Robert A. Sinnott :

Application No. 12/758,548 : ON PETITION
Filed: April 12, 2010 :

Attorney Docket No. MANN:1013

This is a notice regarding your request for acceptance of a fee deficiency submission
under 37 CFR 1.28 filed May 25, 2011.

On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment
of the issue fee as a small entity. See DH Technology v. Synergystex International,
Inc. 154 F.3d 1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR
1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in thlS
Notice is intended to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees
paid in this application must be paid at the large entity rate.

Telephone inquires concerning this decision should be directed to the undersigned at
(571) 272-7751.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

CHALKER FLORES, LLP
14951 NORTH DALLAS PARKWAY,
SUITE 400 MAILED
DALLAS TX 75254
JuL 05 2011
OFFICE OF PETITIONS
In re Application of
SINNOTT :
Application No. 12/758,567 : NOTICE

Filed: April 12, 2010
Attorney Docket No. MANN:1014

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998).

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in

this application must be paid at the large entity rate.
.

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

Thurman K. Pag

Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

CHALKER FLORES, LLP

14951 NORTH DALLAS PARKWAY,

SUITE 400

DALLAS TX 75254 MAILED
JUL 05 2011

OFFICE

In re Application of OF PETITIONS

SINNOTT :

Application No. 12/758,581 : NOTICE

Filed: April 12, 2010
Attorney Docket No. MANN:1015

This is a notice regarding your request for acceptance of a fee deficiency submission under 37
CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal Circuit held that 37 CFR
1.28(c) is the sole provision governing the time for correction of the erroneous payment of the
issue fee as a small entity. See DH Technology v. Synergystex International, Inc. 154 F.3d
1333, 47 USPQ2d 1865 (Fed. Cir. Sept. 1, 1998). '

The Office no longer investigates or rejects original or reissue applications.under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

Inquiries related to this communication should be directed to Diane Goodwyn at (571) 272-6735.

Thurman K. Paz

Petitions Examiner
Office of Petitions
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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MAILED

 CHALKER FLORES, LLP JUN 3.0 2011
14951 NORTH DALLAS PARKWAY, SUITE 400
" DALLAS, TX 75254 OFFICE OF PETITIONS

In re Application of:

Robert A. Sinnott :

Application No. 12/758,592 : NOTICE
Filed: April 12, 2010 :

Attorney Docket No.: MANN:1016

This is a notice regarding your request for acceptanée of a fee deficiency submission under 37
CFR 1.28, filed May 31, 2011.

The Office no longer investigates or rejects original or reissue patent under 37 CFR 1.56. 1098
Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended to
imply that an investigation was done.

" Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This patent is no longer entitled to small entity status. Accordingly, all future fees paid in this
patent must be paid at the large entity rate.

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

DICKSTEIN SHAPIRO LLP

1825 EYE STREET, NW
WASHINGTON, DC 20006 MA'LED
pEC 22 201
OFFICE OF PETITIONS

In re Application of
Fariborz F. Roohparvar :

Application No.: 12/758,595 : ON PETITION
Filed: April 12,2010 :

Attorney Docket No.: M4065.1248/P1248-B

This is a decision on the petition, filed December 21, 2011, under 37 CFR 1.313(c)(2) to
withdraw the above-identified application from issue after payment of the issue fee.

The petition is GRANTED.

The above-identified application is withdrawn from issue for consideration of a submission under
37 CFR 1.114 (request for continued examination). See 37 CFR 1.313(¢)(2).

Petitioner is advised that the issue fee paid on November 17, 2011, cannot be refunded. If,
however, this application is again allowed, petitioner may request that it be applied towards
the issue fee required by the new Notice of Allowance.'

Telephone inquiries relating to this decision should be directed to the undersigned at (571)
272-3204.

The application is being referred to Technology Center AU 2827 for further processing of the
request for continued examination and for consideration of the concurrently filed Information
Disclosure Statement (IDS).

/SDB/

Sherry D. Brinkley
Petitions Examiner
Office of Petitions

V' The request to apply the issue fee to the new Notice may be satisfied by completing and returning the new Part B — Fee(s)
Transmittal Form (along with any balance due at the time of submission). Petitioner is advised that the Issue Fee Transmittal Form must be

completed and timely submitted to avoid abandonment of the application.
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

In re Application of
Rainer J. Fink

12758596 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 12,2010

Attorney Docket No.  RRT-007

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed 31-MAR-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12/758,596 Confirmation 5971 Filing
Number

Number Date 2010-04-12

Attorney Docket

Number (optional} RRTS007US0 Art Unit 3736 Examiner
First Named Rainer Fink
Inventor

Title of Invention SYSTEM AND METHOD FOR ACQUIRING AND DISPLAYING ABDOMINAL EMG SIGNALS

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

Jack N McCrary

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

@ (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature ) Date na.
/Loren Smith/ (YYYY-MM-DD) 2010-03-15
Name Loren Smith Registration 60485
Number

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



Doc Code: PET.AUTO

Document Description: Petition automatically granted by EFS-Web

PTO/SB/83
U.S. Patent and Trademark Office
Department of Commerce

Electronic Petition Request

REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT AND CHANGE OF
CORRESPONDENCE ADDRESS

Application Number 12758606

Filing Date 12-Apr-2010
First Named Inventor David Thomas
Art Unit 3718

Examiner Name PETER DUNG VO

Attorney Docket Number

HHTC-0001-P01

Title
GAME CONTROLLER SIMULATING PARTS OF THE HUMAN ANATOMY

Please withdraw me as attorney or agent for the above identified patent application and
the practitioners of record associated with Customer Number: 43520

®

The reason(s) for this request are those described in 37 CFR:
10.40(c)(1)(iv)

10.40(b) (c)(1)vi)
10.40(c){5)

Certifications

I/We have given reasonable notice to the client, pricr to the expiration of the response period, that the practitioner(s)
intend to withdraw from employment

X

X I/We have delivered to the client or a duly authorized representative of the client all papers and property (including funds)
to which the client is entitled

[X] 1/We have notified the client of any responses that may be due and the time frame within which the client must respond

Change the correspondence address and direct all future correspondence to the first named inventor or assignee that has
properly made itself of record pursuant to 37 CFR 3.71:

Name HumanHuman Technologies, Inc.
Address
42 Dane Street
City Somerville
State MA




Postal Code 02143

Country Us

| am authorized to sign on behalf of myself and all withdrawing practitioners.

Signature /Paul E. Lewkowicz/

Name Paul Lewkowicz

Registration Number 44870




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

Decision Date: May 2,2011
DECISION ON REQUEST TO WITHDRAW AS

ATTORNEY/AGENTOF RECORD

In re Application of :

David Thomas

ApplicationNo: 12758606

Filed : 12-Apr-2010
Attorney Docket No: HHTC-0001-PO1

This is an electronic decision on the Request to Withdraw as attorney or agent of record under 37 CFR § 1.36(b), filed May 2,2011
The request is APPROVED.
The request was signed by  Paul Lewkowicz (registration no. 44870 ) on behalf of all attorneys/agents

associated with Customer Number 43520 . All attorneys/agents associated with Cusotmer Number 43520 have

been withdrawn.

Since there are no remaining attorneys of record, all future communications from the Office will be directed to the first named
inventor or assignee that has properly made itself of record pursuant to 37 CFR 3.71, with correspondence address:

Name HumanHuman Technologies, Inc.
Name2

Address 1 42 Dane Street

Address 2

City Somerville

State MA

Postal Code 02143
Country us

As a reminder, requester is required to inform the first named inventor or assignee that has properly made itself of record
pursuant to 37 CFR 3.71 of the electronically processed petition.

Telephone inquiries concerning this decision should be directed to the Patent Electronic Business Center (EBC) at 866-217-9197.

Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

P.

Commissioner for Patents
United States Patent and Trademark Office

O. Box 1450

Alexandria, VA 22313-1450

CHALKER FLORES, LLP
14951 NORTH DALLAS PARKWAY, SUITE 400 MAILED
DALLAS TX 75254

AUG 012011
In re Application of OFFICE OF PETITIONS
Sinnott : :
Application No. 12/758,611 :  DECISION

Filed: 12 April, 2010
Attorney Docket No. MANN:1017

www.uspfo.gov

This is a decision on the petition filed on 27 May, 2011, under 37 C.F.R. §1.27(g)(2) requesting

that status as a Small Entity be removed.

NOTE:

In view of their duty of candor to the Office to properly inquire to ascertain the accuracy
of representations made before the Office (see: 37 C.F.R. §1.4, §10.18, MPEP §410),
Petitioners always are reminded of the responsibility to review their records and submit
accurate information to the Office.

Petitioner’s sub}nission is ACCEPTED.

In accordance with the request, status as a Small Entity will be removed, and Petitioner is
required to pay fees at the schedule set forth for not- small entities. The additional fees were
charged as authorized. '

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that that those registered to
practice and all others who make representations before the Office must inquire into the
underlying facts of representations made to the Office and support averments with the
appropriate documentation—since all owe to the Office the continuing duty to disclose.'

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on Petitioner’s duty of candor and good faith and accepting a
statement made by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88




Application No. 12/758,611

The instant application is released to the Office of Patent Application Processing (OPAP) for
such processmg as necessary before being released to the Technology Center for further
processing in due course.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.F.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/John J. Gillon, Jr./
John J. Gillon, Jr.
Senior Attorney

Office of Petitions

and 103 (responses to comments 64 and 109)(applicant obligated under 37 C.F.R. §10.18 to inquire into the underlying facts and circumstances
when providing statements to the Patent and Trademark Office).

? The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is disagreement
or doubt.



UNITED STATES PATENT AND TRADEMARK OQFFICE

COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0O. Box 1450

ALEXANDR!A, VA 22313-1450

www.uspto.gov

PATTERSON THUENTE CHRISTENSEN PEDERSEN, P.A.
4800 IDS CENTER

80 SOUTH 8TH STREET

MINNEAPOLIS MN 55402-2100

MAILED

DEC152010
o OFFICE OF PETITIONS
In re Application of
DITTMER et al. :
Application No. 12/758,615 : NOTICE

Filed: 04/12/2010
Attorney Docket No. 3156.61USO3AE

This is a Notice regarding your request for acceptance of a fee deﬁciency submission under
37 CFR 1.28 filed October 25, 2010.

The Office no longer investigates or rejects original or reissue applications under 37 CFR 1.56.
1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing in this Notice is intended
to imply that an investigation was done.

* Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED.

This application is no longer entitled to small entity status. Accordingly, all future fees paid in
this application must be paid at the large entity rate.

This application is being referred to the Office of Data Management for issuance of the patent.

Inquiries related to this communication should be directed to the uﬁdersigped at (571) 272—321 1.
Ct Dol

Christina Tartera Donnell

Senior Petitions Attorney
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-145
MA"-ED exandna www.uspf:.:oe
- SEP 142010
TODD S. PARKHURST OFFCE OF P ONS
HUGHES SOCOL PIERS RESNICK & DYM LTD.
THREE FIRST NATIONAL PLAZA
70 WEST MADISON; SUITE 4000
CHICAGO IL 60602
In re Application of
Vincent E. BRYAN, Jr. et al. :
Application No. 12/758,653 : DECISION ON PETITION
Filed: April 12, 2010 : TO MAKE SPECIAL UNDER

Attorney Docket No. 20063.201105 : 37 CFR 1.102(c)(1)

This is a response to the petition under 37 CFR 1.102(c)(1), filed May 14, 2010, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants
is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes evidence that applicants Vincent E. Bryan and Alex E. Kunzler are 65 -years
of age or older as required under MPEP § 708.02. Accordingly, the above-identified application has
been accorded “special” status.

Telephone inquiries concerning this decision should be directed to David Bucci at 571-272-7099.

All other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

Petitions
Office of Petitions



UNITED STATES PATENT AND TRADEMARK QFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0. Box 1450
Alexandria, Virginia 22313-1450
WWWJ.ISplO.gOV

[ APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR }\TTORNEY DOCKET NO.I CONFIRMATION NO. ]
12/758,661 04/12/2010 Hidetoshi Hatakeyama 8073P922 5387
7590 05/18/2011 l EXAMINER —l
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP CHEN, XIAOLIANG
1279 OAKMEAD PARKWAY .
SUNNYVALE, CA 94085-4040 [ artunr ] papernumser |
2835
r MAIL DATE | DELIVERY MODE J

05/18/2011 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded.

Telephone ipquiries should bgdirected to the Office of Data Management at (571) 272-4200.

Pdtent Publication Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0.Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

rAPPLICATION NO. | FILING DATE | 4 FIRST NAMED INVENTOR I‘\TTORNEY DOCKET NO.I CONFIRMATION NO. |
5399

12/758,666 04/12/2010 Takehiko Nanbu - 8073P920

[ EXAMINER 1

7590 02/18/2011
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP

1279 OAKMEAD PARKWAY
SUNNYVALE, CA 84085-4040 ' [ ART UNIT | PAPER NUMBER J
2115 4
r MAIL DATE | DELIVERY MODE J

02/18/2011 PAPER

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application. '

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are
hereby refunded. '

Telephong ipgiries should beAirected to the Office of Data Management at (57 1) 272-4200.

7

A%Branch

Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

ABSOLUTE TECHNOLOGY LAW GROUP LLC

e MAILED

MAR 01 2011
In re Application of : OFFICE OF PETITIONS
Christopher Malone et al. :
Application No. 12/758,678 : DECISION ON PETITION
Filed: April 12, 2010 : TO WITHDRAW

Attorney Docket No. EPSI_NP_0310 i : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. §
1.36(b), filed January 14, 2011.

The request is NOT APPROVED.

The Office will no longer accept address changes to a new practitioner or law firm filed with a
Request, absent the filing of a power of attorney to the new representative. The Office will
either change the correspondence address of record to the most current address information
provided for the assignee of the entire interest who properly became of record under 37 CFR
3.71 or, if no assignee of the entire interest has properly been made of record under 37 CFR 3.71,
the most current address information provided for the first named inventor. '

Accordingly, the request to withdraw from record cannot be approved because the request to
change the correspondence address is not that of: (1) the first named inventor; or (2) an assignee
of the entire interest under 37 C.F.R 3.71. If an assignee has ownership in this application, then
a current Statement under 37 CFR 3.73(b) or a copy of the actual assignment must be provided
with a renewed request.

All future communications from the Office will continue to be directed to the above-identified
address until otherwise properly notified.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
4618.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Absolute Technology Law Group, LLC
3316 W. Wisconsin Avenue
Milwaukee, WI 53208

In re Application of

Christopher Malone et al.

Application No. 12/758,678

Filed: April 12,2010

Attorney Docket No. EPSI_NP_0310

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

MAILED
APR 20:2011
QFFICE OF PETITIONS

DECISION ON PETITION
TO WITHDRAW
FROM RECORD

This is a decision on the renewed Request to Withdraw as attorney or agent of record under 37

C.F.R. § 1.36(b), filed March 8, 2011.

The request is moot because a revocation of power of attorney has been filed.

A review of the file record indicates that the power of attorney to Absolute Technology Law
Group, LLC, has been revoked by the assignee of the patent application on March 17, 2011.
Accordingly, the request to withdraw under 37 C.F.R. § 1.36(b) is moot.

All future communications from the Office will continue to be directed to the below-listed

address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to Kimberly Inabinet at 571-272-

4618.

/Kimberly Inabinet/

Kimberly Inabinet
Peti_tions Examiner
Office of Petitions

cc: Michael Best & Friedrich, LLLP
100 E. Wisconsin Avenue
Suite 3300
Milwaukee, WI 53202



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
WWW.Uspto.gov

JAFARI LAW GROUP, P.C.
801 N. PARKCENTER DRIVE, SUITE 220
SANTA ANA CA 92705
MAILED
DEC 0 12010
. OFFICE OF PETITIONS
In re Application of
Javad Mehrvijeh :
Application No. 12/758,746 : DECISION ON PETITION

Filed: April 12,2010 TO WITHDRAW FROM RECORD
Title: Lid Container Apparatus :

This is a decision on the Request to Withdraw as attorney or agent of record under 37
C.F.R. § 1.36(b), filed October 27, 2010.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every
attorney/agent seeking to withdraw or contain a clear indication that one attorney is
signing on behalf of another/others. The Office will require the practitioner(s) to certify
that he, she or they have: (1) given reasonable notice to the client, prior to the expiration
of the reply period, which the practitioner(s) intends to withdraw from employment; (2)
delivered to the client or a duly authorized representative of the client all papers and
property (including funds) to which the client is entitled; and (3) notified the client of any
replies that may be due and the time frame within which the client must respond,
pursuant to 37 CFR 10.40 (c).

The request was signed by David V. Jafari on behalf of all attorneys of record who are
associated with Customer Number 61618.

All attorneys/agents associated with the Customer Number 61618 have been withdrawn.
Applicant is reminded that there is no attorney of record at this time.

All future correspondence will be directed to the applicant at the address indicated below.

Currently, there is no outstanding Office action that requires a reply.



Application No. 12/758,746 Page 2

Telephone inquiries concerﬁing this decision should be directed to the undersigned at
(571) 272-7751. All other inquires concerning either the examination or status of the
application should be directed to the Technology Center. ‘

Uﬁw Olyptn

Joan Olszewski
Petitions Examiner
Office of Petitions

cc: Javad Mehrvijeh
9070 Irvine Center Drive, Suite 155
Irvine, CA 92618 -



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

CHRISTIE, PARKER & HALE, LLP TAILEL

PO BOX 7068 MA]LED
PASADENA CA 91109-7068 , JUN 20 2011

In re Application of ‘ : OFFICE OF PETITIONS
Freddy Vidal :

Application No. 12/758,750 - : DECISION ON PETITION
Filed: April 12, 2010 , : TO WITHDRAW

Attorney Docket No. 65216/Q28 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed
May 13, 2011.

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking
to withdraw or contain a clear indication that one attorney is signing on behalf of another/others. A request
to withdraw will not be approved. unless at least 30 (thirty) days would remain between the date of approval
and the later of the expiration date of a time to file a response or the expiration date of the maximum time
period which can be extended under 37 C.F.R. § 1.136(a).

The request was signed by Daniel R. Kimbell, on behalf of all attorneys/agents associated with customer
number 23363. All attorneys/agents associated with customer number 23363 have been withdrawn.

The correspondence address has been changed and is copied below.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at 571-272-4618.

" /Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Freddy Vidal
25070 Avenue Tibbits
Valencia, CA 91355



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandri

ug;lo'g‘;?lml 22313-1450
[ APPLICATION NUMBER | FILING OR 371(C) DATE | FIRST NAMED APPLICANT | ATTY. DOCKET NO./TITLE |
12/758,750 04/12/2010 Freddy Vidal 65216/Q28
CONFIRMATION NO. 5597
23363 ' POWER OF ATTORNEY NOTICE

CHRISTIE, PARKER & HALE, LLP

0 Box 7068 LT

PASADENA, CA 91109-7068
Date Mailed: 06/10/2011

NOTICE REGARDING CHANGE OF POWER OF ATTORNEY
This is in response to the Power of Attorney filed 05/13/2011.

- The withdrawal as attorney in this application has been accepted. Future correspondence will be mailed to the
new address of record. 37 CFR 1.33.

/kainabinet/

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
) www.uspto.gov

KEITH L. JENKINS, Registered Patent Attorney, LLC : :

44075 W. Neely Drive . MA"‘_ED

Maricopa AZ 85138 . JAN 25 2011
OFFICE OF PETITIONS

In re Application of

John Bell, et al. Col

Application No. 12/758,765 :  DECISION ON PETITION

Filed: April 12, 2010
Attorney Docket No. BE10015

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
January 7, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice to File
Missing Parts of Nonprovisional Application (Notice), mailed April 30, 2010. The Notice set a
period for reply of two (2) months from the mail date of the Notice. No extensions of time under
the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the application became
abandoned on June 1, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a replacement drawings, (2) the petition fee of $810, and (3) a proper
statement of unintentional delay.

Telephone inquiries concerning this decision should be directed to Terri Johnson at (571) 272-
2991.

This application is being referred to the Office of Patent Application Processing for further
processing. ‘

[Terri Johnson/

* Terri Johnson
Petitions Examiner
Office of Petitions



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 1 2/758’781 Filing date: |42 Aprll 2010
First Named Inventor: Brad|ey L. TODD
Title of the

invention: HIGH STRENGTH DISSOLVABLE STRUCTURES FOR USE IN A SUBTERRANEAN WELL

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US11/31242

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are: )
5 April 2011

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

€,
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTwEEN THE KIPO AND THE USPTO

(continued)

Application No.: 1 2/758,781
First Named Inventor; Brad|ey L. TODD

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

12 January 2012

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
I:I Are attached.

Have already been filed in the above-identified U.S. application on 12 January 201 2
Il. Claims Correspondence Table:
Claims in US Application Patentable Claimg . .

in the corresponding Explanation regarding the correspondence

PCT Application
5 5 IDENTICAL - written in independent form
6 6 IDENTICAL
7 7 IDENTICAL
8 8 IDENTICAL
9 9 IDENTICAL
10 10 IDENTICAL
11 11 IDENTICAL
16 16 IDENTICAL - written in independent form
17 17 IDENTICAL
18 18 IDENTICAL
19 19 IDENTICAL
20 20 IDENTICAL
21 21 IDENTICAL - written in independent form
22 22 IDENTICAL
25 25 IDENTICAL - written in independent form
26 26 IDENTICAL
27 27 IDENTICAL
28 28 IDENTICAL
29 29 IDENTICAL

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /Mar“n R Sm|th/ Date 01 February 2012

z\lParm?/Typed) Mar“n R Smlth Registration Number 38310

PRAX XXX
Page 2 of 3




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTwEEN THE KIPO AND THE USPTO

(continued)

Application No.: 1 2/758,781

First Named Inventor; Bradley L. TODD

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

12 January 2012

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
I:I Are attached.

Have already been filed in the above-identified U.S. application on 12 January 201 2
Il. Claims Correspondence Table:
Claims in US Application Patentable Claimg . .

in the corresponding Explanation regarding the correspondence

PCT Application
30 30 IDENTICAL
31 31 IDENTICAL
35 35 IDENTICAL - written in independent form
38 38 IDENTICAL - written in independent form
39 39 IDENTICAL
40 40 IDENTICAL
41 41 IDENTICAL
42 42 IDENTICAL
43 43 IDENTICAL
44 44 IDENTICAL
45 45 IDENTICAL
46 46 IDENTICAL
47 47 IDENTICAL
48 48 IDENTICAL
49 49 IDENTICAL - written in independent form
50 50 IDENTICAL - written in independent form

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /Mar“n R Sm|th/ Date 01 February 2012

z\lParm?/Typed) Mar“n R Smlth Registration Number 38310

agX 20K
Page 30of 3



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
M A' LED www.uspto.gov
SMITH IP SERVICES, P.C.
P.0. BOX 997 MAR 302012
ROCKWALL, TX 75087 OFFICE OF PETITIONS
In re Application of : DECISION ON REQUEST TO
Bradley L. Todd, etal. - : PARTICIPATE IN THE PATENT
Application No.: 12/758,781 : PROSECUTION HIGHWAY
Filed: 12 April 2010 : PROGRAM AND PETITION
Attorney Docket No.: 2010-1P-031138 U1 US : TO MAKE SPECIAL UNDER
For: HIGH STRENGTH DISSOLVABLE : 37 CFR 1.102(a)
STRUCTURES FOR USE IN A :
SUBTERRANEAN WELL

This is a decision on the request to participate in the PCT Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed on 01 February 2012, to make
the above-identified application special.

The request and petition are DISMISSED.
Discussion

A grantable request to participate in the PCT-PPH pilot program and petition to make special
require:

(1) The U.S. application must have an eligible relationship to one or more PCT applications
where the ISA or IPEA are the JPO, EPO, KIPO, NPI, NBPR, IPAU, APO, RU, SPTO, PRV,
SIPO or USPTO; '

(2) At least one claim in the PCT application has novelty, inventive step, and industrial
applicability and must be free of any observations in Box VIII in the latest work product in the
international stage or applicant must identify and explain why the claim(s) is/are not subject to
the observation in Box VIII;

(3) Applicant must submit a copy of the claim(s) from the PCT application(s) that have novelty,
inventive step, and industrial applicability along with an English translation thereof and a
statement that the English translation is accurate, if the claims are not in the English language;

(4) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the claim(s) that have novelty, inventive step, and industrial
applicability in the PCT application(s);



Application No. 12/758,781 Page 2

(5) Examination of the U.S. application has not begun;

(6) Applicant must submit a copy of the latest international work product from the PCT
application indicating that the claim(s) have novelty, inventive step, and industrial applicability
along with an English translation thereof.

(7) Applicant must submit an IDS listing the documents cited by the PCT examiner in the
international work product along with copies of documents except U.S. patents or U.S. patent
application publications.

(8) Applicant is required to submit a claims correspondence table in English which indicates how
all the claims in the U.S. application correspond to the claims indicated as having novelty,
inventive step and industrial applicability in the latest international work product.

Requirements (1-6), and (8) above are considered to have been met. However, the request to
participate in the PPH pilot program and petition fail to meet requirements (7).

Regarding the requirement of condition (7), applicant has failed to provide a copy of all the
references cited by the KIPO examiner.

Applicant is given ONE opportunity within a time period of ONE MONTH or THIRTY
DAYS, whichever is longer, from the mailing date of this decision to correct the deficiencies.
NO EXTENSION OF TIME UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are
not corrected with the time period given, the application will await action in its regular turn.

Response must be filed via the Electronic Filing System (EFS) using the document description:
Petition to make special under PCT — Patent Pros Hwy. Any preliminary amendments and IDS
submitted with the PPH documents must be separately indexed as a preliminary amendment and
IDS, respectively.

Telephone inquiries concerning this decision should be directed to the undersigned at 571-272-
3204. :

All other inquiries concerning.the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

éherry l( Brinkley

Petitions Examiner
Office of Petitions
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Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SBI20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 1 2/758’781 Filing date: |42 Aprll 2010
First Named Inventor: Brad|ey L. TODD
Title of the

invention: HIGH STRENGTH DISSOLVABLE STRUCTURES FOR USE IN A SUBTERRANEAN WELL

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US11/31242

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are: )
5 April 2011

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—-identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

€,
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTwEEN THE KIPO AND THE USPTO

(continued)

Application No.: 1 2/758,781
First Named Inventor; Brad|ey L. TODD

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

12 January 2012

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
I:I Are attached.

Have already been filed in the above-identified U.S. application on 12 January 201 2
Il. Claims Correspondence Table:
Claims in US Application Patentable Claimg . .

in the corresponding Explanation regarding the correspondence

PCT Application
5 5 IDENTICAL - written in independent form
6 6 IDENTICAL
7 7 IDENTICAL
8 8 IDENTICAL
9 9 IDENTICAL
10 10 IDENTICAL
11 11 IDENTICAL
16 16 IDENTICAL - written in independent form
17 17 IDENTICAL
18 18 IDENTICAL
19 19 IDENTICAL
20 20 IDENTICAL
21 21 IDENTICAL - written in independent form
22 22 IDENTICAL
25 25 IDENTICAL - written in independent form
26 26 IDENTICAL
27 27 IDENTICAL
28 28 IDENTICAL
29 29 IDENTICAL

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /Mar“n R Sm|th/ Date 01 February 2012

z\lParm?/Typed) Mar“n R Smlth Registration Number 38310

PRAX XXX
Page 2 of 3
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Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTwEEN THE KIPO AND THE USPTO

(continued)

Application No.: 1 2/758,781

First Named Inventor; Bradley L. TODD

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,

WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

12 January 2012

Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)
I:I Are attached.

Have already been filed in the above-identified U.S. application on 12 January 201 2
Il. Claims Correspondence Table:
Claims in US Application Patentable Claimg . .

in the corresponding Explanation regarding the correspondence

PCT Application
30 30 IDENTICAL
31 31 IDENTICAL
35 35 IDENTICAL - written in independent form
38 38 IDENTICAL - written in independent form
39 39 IDENTICAL
40 40 IDENTICAL
41 41 IDENTICAL
42 42 IDENTICAL
43 43 IDENTICAL
44 44 IDENTICAL
45 45 IDENTICAL
46 46 IDENTICAL
47 47 IDENTICAL
48 48 IDENTICAL
49 49 IDENTICAL - written in independent form
50 50 IDENTICAL - written in independent form

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature /Mar“n R Sm|th/ Date 01 February 2012

z\lParm?/Typed) Mar“n R Smlth Registration Number 38310

agX 20K
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PATENT COOPERATION TREATY
Attorney Docket No.: 2010-IP-031138 U1 US

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent Application of: HALLIBURTON ENERGY SERVICES,
INC.
Serial No.: 12/758,781
Filed: 12 April 2010
Entitled: HIGH STRENGTH DISSOLVABLE
STRUCTURES FOR USE IN A
SUBTERRANEAN WELL

RESPONSE TO DECISION ON REQUEST TO PARTICIPATE IN
PCT-PPH PROGRAM

Mail Stop Petitions
Commissioner for Patents

P.O. Box 1450

Alexandria, Virginia 22313-1450

This is in response to a Decision on Request to Participate in PCT-PPH Program
and Petition to Make Special under 37 CFR 1.102(a) dated 30 March 2012. The request
and petition were dismissed based on a failure to provide a copy of all the references
cited by the KIPO examiner as required by Requirement (7). In a phone conversation
with Ms. Sherry D. Brinkley (Petition Examiner, Office of Petitions, 571-272-3204) on
06 April 2012, Ms. Brinkley observed that the European reference was not filed with the
Information Disclosure Statement on 12 January 2012. Filed herewith are copies of the
missing document, the IDS, and all supporting documentation filed o1 February 2012
requesting participation in the PCT PPH. Please reconsider our request to participate in
the PCT-PPH Program for this application.

Respectfully submitted,

SMITH IP SERVICES, P.C.
/Marlin R. Smith/



PATENT COOPERATION TREATY
Attorney Docket No.: 2010-IP-031138 U1 US

Marlin R. Smith

Agent for Applicants
Registration No. 38,310
(972) 516-0030

Dated: 05 April 2012

I hereby certify that this correspondence is being filed in
the U.S. Patent and Trademark Office electronically via
EFS-Web, on 06 April 2012.

/Sally Ann Smith/

Sally Ann Smith



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.ISpLo.gov

r APPLICATION NO. l FILING DATE | FIRST NAMED INVENTOR IATTORNEY DOCKET NO.| CONFIRMATION NO. |
12/758,805 04/13/2010 HWANG-MIAW CHEN US31338 5715
EXAMINER
7590 10/18/2011 f j

Altis Law Group, Inc.

ATTN: Steven Reiss

288 SOUTH MAYO AVENUE
CITY OF INDUSTRY, CA 91789

KUNTZ, CURTIS A

| ART UNIT | PaPERNUMBER [
2614
[ NOTIFICATION DATE I DELIVERY MODE ]
10/18/2011 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid

search fee and excess claims fee in the above-identified application.

The petition is granted.

The express abandonment is recognized. Any previously paid search fee and excess claims fee are

hereby refunded.
Telephopg inj
PG, 277

P4tent|Publication Branch
Office of Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)

uiries should bgAlirected to the Office of Data Management at (571) 272-4200.



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alcxandria, Virginia 22313-1450

Www.usplo.gov

[ APPLICATION NO. FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. |
12/758,861 04/13/2010 Ja Hcon Koo DAE10-01 5822
58406 " 7590 09/27/2010
EXAMINER
BARRY W. CHAPIN, ESQ. l |

CHAPIN INTELLECTUAL PROPERTY LAW, LLC
WESTBOROUGH OFFICE PARK | artunir [ eaperNuMBER ]
1700 WEST PARK DRIVE, SUITE 280
WESTBOROUGH, MA 01581

3772

I NOTIFICATION DATE L DELIVERY MODE |

09/27/2010 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronicaliy on above-indicated "Notification Date" ‘to the

following e-mail address(es):
docket@chapin-ip-law.com

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
’ P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BARRY W. CHAPIN, ESQ.
CHAPIN INTELLECTUAL PROPERTY LAW, LLC
WESTBOROUGH OFFICE PARK

1700 WEST PARK DRIVE, SUITE 280

WESTBOROUGH MA 01581
In re Application of: :
K(;eo }) Ap Il-;}agl(l);]l ° . DECISION ON REQUEST TO
. Application No.: 12/758,861 :  PARTICIPATE IN PATENT
Filed: April 13,2010 : PROSECUTION HIGHWAY
Docket: DAE10-01 : PILOT PROGRAM AND
Title: : PETITION TO MAKE
e NON-ADHESIVE ANTINOISE SPECIAL UNDER 37 CFR
EARPLUG AND FABRICATION 1.102(d)
METHOD THEREOF

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) pilot
program and the petition under 37 CFR 1.102(d), filed September 23, 2010 to make the above-
identified application special. The required petition fee under 37 CFR 1.17(h) was charged to the
deposit account as authorized.

The request and petition are dismissed
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the KIPO; '

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the KIPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the KIPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the KIPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and



(6) Applicant must submit an IDS listing the documents cited by the KIPO examiner in the KIPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.

The request to participate in the PPH pilot program and petition do not comply with the above
requirements. The request to participate in the PPH program and petition fails to include Item
#3. '

With regard to Item #3, the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claims in the KIPO application.
The Claims Correspondence Table in the petition is deficient. First, it is unclear how the KIPO
allowable dependent claims 8 and 9 become “sufficient corresponding™ to the newly added US .
independent claims 19 and 20. It is noted the newly added independent claims 19 and 20 are
broader than the KIPO allowed claims 8 and 9. This broadened version of newly added
independent claims 19 and 20 were never examined and allowable by the KIPO examiner. Thus
Item #3 is not satisfied and for this reason the petition can not be granted. The newly added
independent claims 19 and 20 must be cancelled before the PPH petition make special can be
granted.

b4

Applicant is given a time period of ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this decision to correct the deficiencies. NO EXTENSION OF TIME
. UNDER 37 CFR 1.136 IS PERMITTED. If the deficiencies are not corrected with the time
period given, the application will await action in its regular turn. The application will be
forwarded to the examiner for action in its regular turn.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. '

Petition is dismissed.

/Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE l FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. ]
12/758,861 04/13/2010 Ja Heon Koo DAE10-01 5822
58406 7590 10/05/2010 ' I

BARRY W. CHAPIN, ESQ. EXAMINER |

CHAPIN INTELLECTUAL PROPERTY LAW, LLC
WESTBOROUGH OFFICE PARK r ART UNIT | PAPER NUMBER |
1700 WEST PARK DRIVE, SUITE 280 gy

WESTBOROUGH, MA 01581

l NOTIFICATION DATE I DELIVERY MODE l

10/05/2010 - ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electroriically on above-indicated "Notification Date" to the

following e-mail address(es):
docket@chapin-ip-law.com

PTOL-90A (Rcv. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

BARRY W. CHAPIN, ESQ.

CHAPIN INTELLECTUAL PROPERTY LAW, LLC
WESTBOROUGH OFFICE PARK

1700 WEST PARK DRIVE, SUITE 280

WESTBOROUGH MA 01581
In re Application of: ’ :
KOO, JA HEON . DECISION ON REQUEST TO
Application No.: 12/758,861 . :  PARTICIPATE IN PATENT
Filed: April 13, 2010 : PROSECUTION HIGHWAY
' NON-ADHESIVE ANTINOISE SPECIAL UNDER 37 CFR
EARPLUG AND FABRICATION : 1.102(d)
METHOD THEREOF

This is a decision on the renewed request to participate in the Patent Prosecution Highway (PPH)
pilot program and the petition under 37 CFR 1.102(d), filed October 1, 2010 to make the above-
identified application special. The required petition fee under 37 CFR 1 17(h) was charged to the
deposit account as authorized.

The request and petition are granted.
A grantable request to participate in the PPH pilot program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the KIPO,;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the KIPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the KIPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the KIPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and



(6) Applicant must submit an IDS listing the documents cited by the KIPO examiner in the KIPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.

CONCLUSION

The request to participate in the PPH pilot program and petltlon comply with the above
requirements. Accordmgly, the above-identified application has been accorded "special” status.

The applicant is encouraged to cite and submit all relevant prior art references, if any, to
facilitate examination in this application.

Telephone inquiries concerning this decision should be directed to Henry C. Yuen at 571-272-
4856. All other inquiries concerning the examination or status of the application should be
directed to the Supervisory Patent Examiner Patricia Bianco, Art Unit 3772, at 571-272-4940
and accessible in the PAIR system at http://uspto.gov/ebc/index.html.

The application is undergoing pre-examination processing. Once it is released for examination,
the application will be forwarded to the examiner for action on the merits commensurate with
this decision.

Petition is granted.

| /Henry C. Yuen/

Henry C. Yuen, Special Programs Examiner
Technology Center 3700 — Mechanical Engineering,
Manufacturing and Products

571-272-4856
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Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Mossman, Kumar and Tyler, PC
P.O. Box 421239

Houston TX 77242 _ )
MAILED
FEB 07.2012
OFFICE OF PETITIONS
In re Application of :
Reiderman et al. : :
Application No. 12/758,922 : ON PETITION

Filed: 04/13/2010 : SN
Attorney Docket Number: RES4-50098-USCP1 NS

This is in response to the petition under 37 CFR 1.84(a)(2), filed in the United States Patent and
Trademark Office (USPTO) on April 16, 2010.

The petition is DISMISSED.

Any request for reconsideration of this decision must be submitted within TWO (2) MONTHS
from the mail date of this decision. Extensions of time under 37 CFR 1.136(a) are permitted.
The reconsideration request should include a cover letter entitled, "Renewed Petition under 37
CFR 1.84(a)(2)". No further petition fee is required for a renewed petition.

37 CFR 1.84(a)(2) states that the Office will accept color drawings only after grantmg a petition
explaining why color drawings are necessary. The petition must include:

) The fee set forth in 1.17(h);

(i1) Three (3) sets of color drawings;'

(iii) An amendment to the specification to insert (unless the specification contains or
has been previously amended to contain) the following language as the first paragraph of
the brief description of the drawings:

The patent or application file contains at least one drawing executed in color. Copies of

this patent or patent application publication with color drawing(s) will be provided by the
Office upon request and payment of the necessary fee.

! The requirement for three (3) sets of color drawings is not applicable to color drawings

submitted via EFS-Web. Therefore, only one set of color drawings is necessary when filing via
EFS-Web. See MPEP 502.05(VIII)(C).



Application No. 12/758,922 Page 2

In addition, MPEP 608.02 states that a petition to accept color drawings will only be granted
where the Office “has determined that a color drawings or photograph is the only practical
medium by which to disclose in a printed utility patent the subject matter to be patented.”

The Office has determined, however, that color drawings or photographs are not the only
practical medium by which to disclose in a printed utility patent the subject matter to be
patented. As color drawings or photographs are not necessary for an understanding of the
invention, the petition is dismissed.

Further correspondenice with respect to this matter should be addressed as follows:

By mail: Mail Stop Petitions
Commissioner for Patents
PO Box 1450
Alexandria VA 22313-1450

By FAX: 571-273-8300
Attn: Office of Petitions

The application is being forwarded to Group Art Unit 2858.
Telephone inquiries regarding this decision should be directed to the undersigned at (571)272-
3231.

Douglas I. Wood
Senior Petitions Examiner
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
www.uspto.gov

SCHLUMBERGER OILFIELD SERVICES

200 GILLINGHAM LANE MAILED

MD 200-9 1

SUGAR LAND TX 77478 JUN 012011
OFFICE OF PETITIONS

In re Application of

Christian Stoller :

Application No. 12/758,929 : DECISION ON PETITION

Filed: April 13, 2010
Attorney Docket No. 21.1444-C1

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
May 2, 2011, to revive the above-identified application. '

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the Notice of Non-
Compliant Amendment mailed September 22, 2010, which set a shortened statutory period for
reply of one (1) month or (30) thirty days. No extensions of time under the provisions of 37 CFR
1.136(a) were obtained. Accordingly, the application became abandoned on October 23, 2010.
A Notice of Abandonment was mailed on April 25, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $1,620 and (3) a proper statement of
unintentional delay. Accordingly, the amendment is accepted as being unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.

This application is being referred to Technology Center AU 2884 for appropriate action by the
Examiner in the normal course of business on the reply received May 2, 2011.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions
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Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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WWW.USpto.gov

I APPLICATION NO. | FILING DATE I FIRST NAMED INVENTOR I ATTORNEY DOCKETNO. | CONFIRMATION NO.
12/758,942 04/13/2010 Kenneth V. Buer 36956.8200 5989
87364 7590 03/09/2011

) : EXAMINER
Snell & Wilmer L.L.P (USM/Viasat) [
One Arizona Center OWENS, DOUGLAS W
400 East Van Buren Street A T NI TR NUMBER
Phoenix, AZ 85004-2202 ’ | I
' . 2821
| MAIL DATE I " DELIVERY MODE
03/09/2011 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450
www.uspto.gov
Snell & Wilmer L.L.P (USM/Viasat)
One Arizona Center
400 East Van Buren Street
Phoenix, AZ 85004-2202
Inre Application of Kenneth V. Buer et al. :
Appl. No.: 12/758,942 : DECISION ON PETITION
Filed: April 13, 2010 : UNDER 37 C.F.R. § 1.59

Attorney’s Docket No.: 36956.8200
For: ELECTROMECHANICAL POLARIZATION
SWITCH

This is a decision on the petition under 37 C.F.R. §1.59(b), filed January 14, 2011, to expunge
information unintentionally submitted on December 16, 2010.

The petition is DENIED.

Petitioner requests that the Information Disclosure Statement (IDS), filed December 16, 2010, be
expunged from the record because it was inadvertently filed in the instant application instead of
another application.

Pursuant to M.P.E.P. § 724.05. I11., “37 CFR 1.59(b) also covers the situation where an unintended
heading has been placed on papers so that they are present in an incorrect application file. In such a
situation, a petition should request that the papers be expunged ..... The grant of such a petition will
be governed by the factors enumerated in paragraph II of this section in regard to the unintentional
submission of information...”

Pursuant to M.P.E.P. § 724.05.11., information unintentionally submitted may be expunged from
the file record provided that: (A) the Office can effect such return prior to the issuance of any
patent on the application in issue; (B) it is stated that the information submitted was unintentionally
submitted and the failure to obtain its return would cause irreparable harm to the party who
submitted the information or to the party in interest on whose behalf the information was submitted;
(C) the information has not otherwise been made public; (D) there is a commitment on the part of
the petitioner to retain such information for the period of any patent with regard to which such
information is submitted; (E) it is established to the satisfaction of the Director that the information
to be returned is not material information under 37 CFR 1.56; and (F) the petition fee as set forth in
37 CFR 1.17(g) is included.

The petition also does not satisfy conditions (B), (C) and (D) above for a grantable petition to
expunge information unintentionally submitted in the application under M.P.E.P. § 724.05. IIL



" " Application No. 12/758,942 Page 2
On Petition to Expunge

For the above-stated reasons, the petition to expunge is denied. The information submitted with the
IDS on December 16, 2010 will remain in the file record.

Any inquiry regarding this decision should be directed to Hien H. Phan, Quality Assurance
Specialist, at (571) 272-1606.

- //[
-7
@ca, TC Director \

Technology Center 2800
Semiconductors, Electrical and Optical
Systems and Components
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Commissioner for Patents

United States Palent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450
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GIBSON & DERNIER LLP MAILED

900 ROUTE 9 NORTH 044
SUITE 504 APR 19201
WOODBRIDGE NJ 07095

OFFICE OF PETITIONS

In re Application of

FREUND, Robert M. :
Application No. 12/758,956 : DECISION ON PETITION

Filed: April 13,2010 : TO WITHDRAW
Attorney Docket No. 739-2x2 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed March
30, 2011. '

The request is NOT APPROVED.

The Office has revised its change in procedure for request to withdraw from representation applies to requests filed
on or after May 12, 2008.

The Office will no longer accept address changes to a new practitioner or law firm filed with a Request, absent the
filing of a power of attorney to the new representative. The Office will either change the correspondence address of
record to the most current address information provided for the assignee of the entire interest who properly became
of record under 37 CFR 3.71 or, if no assignee of the entire interest has properly been made of record under 37 CFR
3.71, the most current address information provided for the first named inventor.

Accordingly, the request to withdraw from record cannot be approved because the request to change the -
correspondence address is not that of: (1) the first named inventor; or (2) an assignee of the entire interest under 37
C.F.R 3.71 who has properly intervened.

If an assignee has intervened in this application, then an updated Statement under 37 CFR 3.73(b) or a copy of the
actual assignment must be submitted with a renewed request.

All future communications from the Office will continue to be directed to the above-listed address until otherwise
notified by applicant.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272- 2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: ANGIOSOME, INC.
420 ROUNDHILL ROAD
GREENWICH CT 06831
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Commissioner for Patents
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GIBSON & DERNIER LLP MA\LED

B

WOODBRIDGE NJ 07095 JUN 14 AN
OFFICE OF PETITIONS

In re Application of

Freund, Robert M. :
Application No. 12/758,956 : DECISION ON PETITION

Filed: April 13,2010 : TO WITHDRAW
Attorney Docket No. 739-2x2 : FROM RECORD

This is a decision on the Request to Withdraw as attorney or agent of record under 37 C.F.R. § 1.36(b), filed May 05,
2011. '

The request is APPROVED.

A grantable request to withdraw as attorney/agent of record must be signed by every attorney/agent seeking to
withdraw or contain a clear indication that one attorney is signing on behalf of another/others. The Office requires the
practitioner(s) requesting withdrawal to certify that he, she, or they have: (1) given reasonable notice to the client,
prior to the expiration of the response period, that the practitioner(s) intends to withdraw from employment; (2)
delivered to the client or a duly authorized representative of the client all papers and property (including funds) to
which the client is entitled; and (3) notified the client of any responses that may be due and the time frame within
which the client must respond, pursuant 37 CFR 10.40(c).

The request was signed by Matthew dernier on behalf of all attorneys of record who are associated with customer No.
27538. All attorneys/agents associated with the Customer Number 27538 have been withdrawn. Applicant is
reminded that there is no attorney of record at this time.

The correspondence address of record has been changed and the new correspondence address is the address indicated
below.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at 571-272-2783.

/Tredelle D. Jackson/
Paralegal Specialist
Office of Petitions

cc: ANGIOSOME INC.,,
C/O REGULUS INTERNATIONAL CAPITAL CORP
MR. LEE MILLER
67 HOLLY HILL LANE
GREENWICH CT 06830
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Commissioner for Patents

United States Patent and Trademark Office
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ALAN M ZAMORE |
23 MOUNTAIN AVE MAILED
MONSEY NY 10952 -
JUN 15201
OFFICE OF PETIT| IONS

In re Application of

Alan M. Zamore :

Application No. 12/758,991 . DECISION ON PETITION
Filed: April 13,2010 :

Attorney Docket No.

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed April
07, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a timely manner to the non-final Office
action mailed, August 04, 2010, which set a shortened statutory period for reply of three (3) months.
No extensions of time under the provisions of 37 CFR 1.136(a) were obtained. Accordingly, the
application became abandoned on November 05, 2010.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of an amendment, (2) the petition fee of $810, and (3) an adequate statement of
unintentional delay. Accordingly, the reply to the non-final Office action of August 04, 2010 is
accepted as having been unintentionally delayed.

Telephone inquiries concerning this decision should be directed to Tredelle Jackson at (571) 272-
2783.

This application is being referred to Technology Center AU 1765 for appropriate action on the
concurrently filed amendment.

Petitions Examiner
Office of Petitions



Doc Code: PPH.PCT.652

Document Description: Petition to make special under PCT-Patent Pros Hwy PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HigHwAY (PCT-PPH) PILOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

wpicaiontio: | 12/759,079 ring aae: | 04/13/2010

First Named Inventor: Mark Ca rlson

Title of the

Invention: AlertS Llfe CyC|e

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

[APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

| The corresponding PCT PCT/US2010/032239

application number(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are:
04/23/2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above~identified
corresponding PCT application(s)

Is attached.

D Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

[:' Is not attached because the document is already in the U.S. application.

C. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2}
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.




PTO/SB/20PCT-KR (06-10)

Approved for use through 01/31/2012. OMB 0651-0058
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond fo a collection of information unless it displays a valid OMB control number.

ReqQuesT FoRr PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweeN THE KIPO AND THE USPTO

(continued)

Application No.: 12/759,079
First Named Inventor] Mark Carlson

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO!/IPEA, IPER) of the corresponding PCT application.

Is attached
03/08/2011

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.
L] 03/08/2011

Has already been filed in the above-identified U.S. application on

Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Claims in US Application | / 2tentable Claims

in the corresponding Explanation regarding the correspondence
PCT Application
1-17 1-17 exact correspondence

Il. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

Signature 7/ W’ Date 3/ / 0/ 74

z\l;rri?xSTyped) MaI'C Knlttel Registration Number 551333

[Page 2 of 2}
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PCT/US2010/032239
PATENT COOPERATION TREATY
From the INTERNATIONAL SEARCHING AUTHORITY
- PCT
KNITTEL MARCR.
TOWNSEND AND TOWNSEND AND CREW LLP TWO NOTIFICATION OF TRANSMITTAL OF
EMBARCADERO CENTER, $TH FLOOR SAN THE INTERNATIONAL SEARCH REPORT AND

FRANCISCO CA 94111-3834 USA THE WRITTEN OPINION OF THE INTERNATIONAL
SEARCHING AUTHORITY, OR THE DECLARATION

(PCT Rule 44.1)

-~ e (| . ||Date of mailing
R 22 { (day/month/year) 26 NOVEMBER 2010 (26.11.2010)

Applicant's or agent's file reference

16222-48-11P FOR FURTH!ER ACTION  See paragraphs 1 and 4 below

International application No. I(gter}latiotr}x;l ﬁli;‘g date o Diasl
W mon year RNPIS._ OSSR LA E
PCT/US2010/032239 /~ 23 APRIL 2010 (23.0;

Applicant

VISA INTERNATIONAL SERVICE ASSOCIATION et al

Authority have been established and are transmitted herewith. H
Filing of amendments and statement under Article 19:
The applicant is entitled, if he so wishes, to amend the claims of the international application (see Rule 46):
When? The time limit for filing such amendments is normally two months from the date of transmittal of the
international search report. o> - =
Where? Directly to the International Bureau of WIPO, 34 chemin des Colombettes
1211 Geneva 20, Switzerland, Facsimile No.: +41 22 338 82 70
For more detailed instructions, sce PCT Applicant’s Guide, International Phase, paragraphs 9.004 . 9.011.

2. I:] The applicant is hereby notified that no international search report will be established and that the declaration under
Article 17(2)(a) to that effect and the written opinion of the International Searching Authority are transmitted herewith.

3 D With regard to any protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that:
D the protest together with the decision thereon has been transmitted to the International Bureau together with any
request to forward the texts of both the protest and the decision thereon to the designated Offices.

D no decision has been made yet on the protest; the applicant will be notified as soon as a decision is made.

4. Reminders
The applicant may submit comments on an informal basis on the written opinion of the International Searching
Authority to the International Bureau. The International Bureau will send a copy of such comments to all designated
Offices unless an international preliminary examination report has been or is to be established. Following the
expiration of 30 months from the priority date_these gments will also be made available to the public.

= -

Shortly after the expiration of 18 months from the priority date, the international application will be published by the
International Bureau. If the applicant wishes to avoid or postpone publication, a notice of withdrawal of the
international application, or of the priority claim, must reach the International Bureau before the completion of the

technical preparations for int, ional publication (Rules 90bis.1 and 90bis.3).
NPT

Within 19 months from the priority date, but only in respect of some designated Offices, a demand for international

preliminary examination must be filed if the applicant wishes to postpone the entry into the national phase until 30
months from the priority date (in some Offices even later); otherwise, the applicant must, within 20 months from the
priority date, perform the prescribed acts for entry into the national phase before those designated Offices.  (7g2.~

In respect of other designated Offices, the time limit of 30 months (or later) will apply even if no demand is filed

within 19months. =281 |

PCT Applicant's Guide, National Chapters.

1. The applicant is hereby notified that the intemational search report and the written opinion ofitiie International Searc ng.

For details about the applicable time limits, Office by Office, see www.wipo.int/pct/en/texts/time_limits.html and the

-

Name and mailing address of the [SA/KR Authorized officer
Korean Intellectual Property Office
§ Government Complex-Daejeon, 139 Seonsa-ro, COMMISSIONER
Seo-gu, Daejeon 302-701, Republic of Korea
Facsimile No. 82-42-472-7140 Telephone No. 82-42-481-8753

Form PCT/ISA/220 (July 2010)



* Attention

Copies of the documents cited in the international search report can be searched in the following Korean Intellectual
Property Office English website for three months from the date of mailing of the international search report.

http:/fwww kipo.go kr/en/ => PCT Services => PCT Services

ID : PCT international application number
PW: CHNZOQG2

Inquiries related to PCT International Search Report or Written Opinion prepared by KIPO as an International
Searching Authority can be answered not only by KIPO but also through IPKC (Inteliectual Property Korea
Center), located in Vienna, VA, which functions as a PCT Help Desk for PCT applicants.

Homepage: http://www.ipkcenter.com
Email: ipke@ipkcenter.com

Phone: +1 703 388 1066

Fax: +1 703 388 1084

Notes to Form PCT/ISA/220 (July 2010)



PCT/US2010/032239
PATENT COOPERATION TREATY

PCT

INTERNATIONAL SEARCH REPORT
(PCT Article 18 and Rules 43 and 44)

Applicants o agent's file reference FOR FURTHER sce Form PCT/ISA/220

16222-48-11P ACTION as well as, where applicable, item 5 below.
International application No. International filing date (day/month/year) (Earliest) Priority Date (day/month/year)

PCT/US2010/032239 23 APRIL 2010 (23.04.2010) 28 APRIL 2009 (28.04.2009)
Applicant

VISA INTERNATIONAL SERVICE ASSOCIATION et al

This International search report has been prepared by this International Searching Authority and is transmitted to the applicant according
to Article 18. A copy is being transmitted to the Intemational Bureau.

This international search report consists of a total of 3 sheets.
D It is also accompanied by a copy of each prior art document cited in this report.

1. Basis of the report
a. With regard to the language, the international search was carried out on the basis of :

g the international application in the language in which it was filed

D a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

b. I_—_—J This international search report has been established taking into account the rectification of an obvious mistake
authorized by or notified to this Authority under Rule 91 (Rule 43.6bis(a)).

c. D With regard to any nucleotide and/or amino acid sequence disclosed in the international application, see Box No. I.
2. D Certain claims were found unsearchable (Sec Box No. II)

3. D Unity of invention is lacking (See Box No. 11I)

4. With regard to the title,
g the text is approved as submitted by the applicant.
D the text has been established by this Authority to read as follows:

5.  With regard to the abstract,
the text is approved as submitted by the applicant.
D the text has been established, according to Rule 38.2, by this Authority as it appears in Box No. IV. The applicant
may, within one month from the date of mailing of this international search report, submit comments to this Authority.

6. With regard to the drawings,
a. the figure of the drawings to be published with the abstract is Figure No.
as suggested by the applicant.
D as selected by this Authority, because the applicant failed to suggest a figure.
D as selected by this Authority, because this figure better characterizes the invention.
b. D none of the figure is to be published with the abstract.

Form PCT/ISA/210 (first sheet) (July 2009)



INTERNATIONAL SEARCH REPORT International application No.
PCT/US2010/032239

A, CLASSIFICATION OF SUBJECT MATTER

G06Q-50/00(2006.01}i, GO6F 17/00(2006.01)i

According to International Patent Classification (IPC) or to both national classification and IPC
B. FIELDS SEARCHED

Minimum documentation searched (classification system followed by classification symbols)
G06Q 50/00; HO4W 4/14; GO6Q 40/00; HO4B 1/40; GOGF 15/18

Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched
Korean utility models and applications for utility models
Japanese utility models and applications for utility models

Electronic data base consulted during the international search (name of data base and, where practicable, search terms used)
eKOMPASS(KIPO internal) & Keywords: account change, alert, message, parsing, credit card, mobile phone, fraudulent, security,
transaction, protocol

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category* Citation of document, with indication, where appropriate, of the relevant passages Relevant to claim No.

A 2 KR 10-2005-0031167 A (PANTECH & CURITEL COMMUNICATIONS, INC.) 6 APRIL 2005 1-17
See the abstract, page 2, line 15 - page 5, line 20 and
figures 1-4.

A 7 | KR 10-2004-0022901 A (KOREA INFORMATION SERVICES, INC.) 18 MARCH 2004 1-17

| See the abstract, page 2, line 4 - page 3, line 45 and

figures 1-5.

A KR 10-2001-0000457 A (IBANK SYSTEMS) 5 JANUARY 2001 1-17
See the abstract, page 3, line 8 — page 5, line 3 and
figures 1-4.

A US 2004/0225627 Al (BOTROS, SHERIF M. et al.) 11 NOVEMBER 2004 1-17
See the abstract, page 1, paragraph [0003] - page 9, paragraph [0084] and
figures 1-14.

D Further documents are listed in the continuation of Box C. g See patent family annex.
* Special categories of cited documents: "T" later document published after the international filing date or priority
"A"  document defining the general state of the art which is not considered date and not in conflict with the application but cited to understand
to be of particular relevance the principle or theory underlying the invention
"E" earlier application or patent but published on or after the international "X" document of particular relevance; the claimed invention cannot be
filing date considered novel or cannot be considered to involve an inventive
"L"  document which may throw doubts on priority claim(s) or which is step when the document is taken alone
cited to establish the publication date of citation or other "Y"  document of particular relevance; the claimed invention cannot be
special reason {as specified) considered to involve an inventive step when the document is
"Q" document referring to an oral disclosure, use, exhibition or other combined with one or more other such documents,such combination
means being obvious to a person skilled in the art
"P*  document published prior to the internationat filing date but later "&" document member of the same patent family
than the priority date claimed
Date of the actual completion of the international search Date of mailing of the international search report
24 NOVEMBER 2010 (24.11.2010) 26 NOVEMBER 2010 (26.11.2010)
Name and mailing address of the ISA/KR Authorized officer
Korean Intellectual Property Office
Government Complex-Daejeon, 139 Seonsa-ro, Seo- SON, HEE SO0
gu, Daejeon 302-701, Republic of Korea
Facsimile No. 82-42-472-7140 Telephone No.  82-42-481-5960

Form PCT/ISA/210 (second sheet) (July 2009)
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Information on patent family members PCT/US2010/032239

Patent document Publication Patent family Publication

cited in search report date member(s) date

KR 10-2005-0031167 A 06.04.2005 None

KR 10-2004-0022901 A 18.03.2004 None

KR 10-2001-0000457 A 05.01.2001 None

US 2004/0225627 Al 11.11.2004 AU 1575401 A 08.05.2001
US 6769066 B1 27.07.2004
WO 2001-031421 Al 03.05.2001
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PCT/US2010/032239
PATENT COOPERATION TREATY
From the
INTERNATIONAL SEARCHING AUTHORITY
To;
KNITTEL MARCR. P C T
TOWNSEND AND TOWNSEND AND CREW LLP TWO WRITTEN OPINION OF THE
EMBARCADERO CENTER, 8TH FLOOR SAN INTERNATIONAL SEARCHING AUTHORITY

FRANCISCO CA 94111-3834 USA
(PCT Rule 43bis.1}

Vo [P 22~ wa“m Date of mailing
(day/month/year) 26 NOVEMBER 2010 (26.11.2010)

Applicant's or agent's file reference FOR FURTHER ACTION
16222-48-11P See paragraph 2 below

International application No. / International filing date (day/month/year) Priority date(day/month/year) /

PCT/US2010/032239 23 APRIL 2010 (23.04.2010) 28 APRIL 2009 (28.04.2009)

International Patent Classification (IPC) or both national classification and IPC

GO6Q 50/00(2006.01)i, GO6F 17/00(2006.01)i

Applicant
VISA INTERNATIONAL SERVICE ASSOCIATION et al

1. This opinion contains indications relating to the following items:
Box No. | Basis of the opinion

Box No. II Priority
Box No.IlI  Non-establishment of opinion with regard to novelty, inventive step and industrial applicability

~% G

citations and explanations supporting such statement s e

Box No. VI Certain documents cited

X
]
[
D Box No.IV  Lack of unity of invention
X
[]
L]

Box No. VII  Certain defects in the international application

Box No. VIIl Certain observations on the international application

L]

2. FURTHER ACTION
If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the

International Preliminary Examining Authority ("IPEA") except that this does not apply where the applicant chooses an Authority
other than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1bis(b) that written
opinions of this International Searching Authority will not be so considered.

If this opinion is, as provided above, considered to be a written opinion of the IPEA, the applicant is invited to submit to the
IPEA a written reply together, where appropriate, with amendments, before the expiration of 3 months from the date of mailing

For further options, see Form PCT/ISA/220. o2~ Ze -~ ' ‘

3. For further details, see notes to Form PCT/ISA/220.

D6 Hete) _—
Box No. V  Reasoned statement under Rule 43bis. 1(a)(i) with regard to novelty, inventive stcp@usi‘rﬁfﬁpptrc’ab’xl‘ff?;

of Form PCT/ISA/220 or before the expiration of 22 months from the priority date, whichever expires later. g=3%2. = 2L

1)

Name and mailing address of the ISA/KR Date of completion of this opinion |Authorized officer R@"‘\
Korean Inteliectual Property Office A =y
Government Complex-Dacjeon, 139 |, 4 \VEMBER 2010 (24.11.2010) | SON, HEE $00 ‘\ : !

Seonsa-ro, Seo-gu, Daejeon 302
-701, Republic of Korea

Fac;simile No. 82-42-472-7140 Telephone No.82-42-481-5960

Form PCT/ISA/237 (cover sheet) (July 2009)



International application No.

WRITTEN OPINION OF THE
INTERNATIONAL SEARCHING AUTHORITY PCT/US2010/032239

Box No. I Basis of this opinion

1. With regard to the language, this opinion has been established on the basis of :
g the international application in the language in which it was filed

D a translation of the international application into , which is the language of a
translation furnished for the purposes of international search (Rules 12.3(a) and 23.1(b))

2. D This opinion has been established taking into account the rectification of an obvious mistake authorized by or notified
to this Authority under Rule 91 (Rule 43bis.1(a))

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, this opinion has been
established on the basis of:

a. a sequence listing filed or furnished

L__| on paper

D in electronic form

b. time of filing or furnishing
L__] contained in the international application as filed.
D filed together with the international application in electronic form.
D furnished subsequently to this Authority for the purposes of search.

4. D In addition, in the case that more than one version or copy of a sequence listing has been filed or furnished, the required
statements that the information in the subsequent or additioanl copies is identical to that in the application as filed or does
not go beyond the application as filed, as appropriate, were furnished.

5. Additional comments:

Form PCT/ISA/237 (Box No. I)( July 2009)



WRITTEN OPINION OF THE International application No.

INTERNATIONAL SEARCHING AUTHORITY PCT/US2016/032239

Box No, V Reasoned statement under Rule 43bis.1(a)(i) with regard to novelty, inventive step or industrial applicability;
citations and explanations supporting such statement

1. Statement

Novelty (N) Claims  1-17 YES
Claims NONE NO

Inventive step (IS) Claims 1-17 YES
Claims ~NONE NO

Industrial applicability (IA) ~ Claims ~ 1-17 . YES
Claims NONE NO

2. Citations and explanations :

Reference is made to the following documents:

D1: KR 10-2005-0031167 A (PANTECH & CURITEL COMMUNICATIONS, INC.)
6 APRIL 2005
D2: KR 10-2004-0022901 A (KOREA INFORMATION SERVICES, INC.) 18 MARCH 2004
D3: KR 10-2001-0000457 A (IBANK SYSTEMS) 5 JANUARY 2001
D4: US 2004/0225627 Al (BOTROS, SHERIF M. et al.) 11 NOVEMBER 2004

1. Novelty and Inventive step
1.1 Claims 1-10

The subject matter of claim 1 differs from these prior art documents in that claim 1 includes a
method for the message alerts relating with user account changes comprising the steps of parsing
the change notification message to determine user account update information and parsing the
response message to determine alert message settings corresponding to the user identifier. And it is
not obvious to a person skilled in the art by the documents, taken alone or in combination,
Therefore, claim 1 meets the requirements of PCT Article 33(2) and (3) with respect to
novelty and inventive step.

Claims 2-10 are dependent on claim 1 and therefore meet the requirements of PCT Article 33(2)
and (3).

1.2 Claims 11-17

The subject matter of claim 11 differs from these prior art documents in that claim 11 includes a
system for a communication/IP gateway computer comprising a update—functioned processor which
is configured to parse an account change notification messages through the interface to determine
update information and an user alert message settings message to determine alert message settings
corresponding to the user identifier. And it is not obvious to a person skilled in the art by the
documents, taken alone or in combination. Therefore, claim 11 meets the requirements of PCT
Article 33(2) and (3) with respect to noveity and inventive step.

(Continued on the Supplemental Box)

Form PCT/ISA/237 (Box No. V) (July 2009)
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INTERNATIONAL SEARCHING AUTHORITY PCT/US2010/032239

Supplemental Box

In case the space in any of the preceding boxes is not sufficient,
Continuation of :

Box No. V

Claims 12-17 are dependent on claim 11 and therefore meet the requirements of PCT Article 33(2)
and (3).

2. Industrial Applicability

Claims 1-17 are industrially applicable under PCT Article 33(4).

Form PCT/ISA/237 (Supplemental Box) (July 2009)



1. A method for transferring user alert message settings in a transaction processing system, the method comprising:
receiving a user account change notification message over a communication interface; parsing by a processor in a
server computer the user account change notification message to determine a user identifier and a user account
update information, the user identifier being related to one or more user accounts and the user account update
information including changes to the user accounts; sending a user alert message settings inquiry message to a user
alert message settings database using the processor; receiving a user alert message settings response message
from the user alert message settings database over the communication interface using the processor; parsing the
user alert message settings response message to determine a set of user alert message settings corresponding to
the user identifier using the processor; and modifying the set of user alert message settings to according to the
changes to the user accounts using the processor.

2. The method of claim 1 further comprising saving the modified set of user alert message settings to the user alert
message settings database using the processor.

3. The method of claim 1 further comprising using the processor to confirm the user account update information with
a user associated with the user identifier or a user account issuer.

4. The method of claim 3 wherein using the processor to confirm the user account update information further
comprises sending a response address to the user with a request for the user to respond to confirm the user account
update information.

5 . The method of claim 4 wherein the response address comprises a website.
6. The method of claim 4 wherein the response address comprises a mobile telephone number or code.
7. The method of claim 4 wherein the response address comprises an email address.

. 8. The method of claim 1 wherein the changes to the user accounts comprises a transfer of an account or account
identifier from a first user account issuer to a second user account issuer.

9. The method of claim 8 wherein the transfer of an account of account identifier from the first user account issuer to
the second user account issuer comprises moving a mobile telephone number from a first mobile telephone service
provider to a second mobile telephone service provider.

10. The method of claim 1 wherein the user accounts include accounts selected from a group consisting of mobile
phone accounts, email accounts, transaction accounts, social network accounts and utility accounts.

11 . A communication/IP gateway computer for updating user alert message settings comprising: a processor; and a
user alert message settings database; wherein the processor is configured to receive a user account change
notification message over a communication interface, parse the user account change notification message to
determine a user identifier and a set user account update information, the user identifier being related to one or more
user accounts and the user account update information including changes to the user accounts, and wherein the
processor is also configured to send a user alert message settings inquiry message to the user alert message
settings database, receive a user alert message settings response message from the user alert message settings

database, parse the user alert message settings response message to determine a set of user alert message settings
corresponding to the user identifier, modify the set of user alert message settings according to the changes to the
user accounts.

12. The communication/IP gateway computer of claim 11 wherein the processor is further configured to save the
modified set of user alert message settings to the user alert message settings database.

13. The communication/IP gateway computer of claim 12 wherein the user alert message settings database
comprises a plurality of databases.

14. The communication/[P gateway computer of claim 13 wherein the plurality of databases comprises an issuer
setup database, a user setup database and a transaction database.



15. The communication/IP gateway computer of claim 11 wherein the user alert message settings database
synchronizes with an external enroliment database.

16. The communication/IP gateway computer of claim 15 wherein the external enroliment database is maintained by
a third party enrollment manager.

17. The communication/IP gateway of claim 11 wherein the alerts rules engine is further configured to verify the set of
user account update information with a user related to the user identifier or an account issuer related to a user
account associated with the user.
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KILPATRICK TOWNSEND & STOCKTON
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In re Application of: MARK CARLSON et al.
Application No. 12/759079
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For: ALERTS LIFE CYCLE

. Commissioner for Patents
United States Patent and Trademark Office
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Alexandria, VA 22313-1450
www,uspto.gov

DECISION ON REQUEST TO
PARTICIPATE IN PATENT
PROSECUTION HIGHWAY
PROGRAM AND PETITION TO
MAKE SPECIAL UNDER 37 CFR

1.102(d)

This is a decision on the request to participate in the PCT- Patent Prosecution Highway (PPH)
pilot program and the petition under 37 CFR 1.102(d), filed March 15, 2011, to make the above-

identified application special.

The petition is GRANTED.

A grantable request to participate in the PCT PPH program and petition to make special require:

(1) The relationship between the corresponding U.S. application for which participation in the PCT-PPH
pilot program is requested and the PCT application satisfies one of the following:

(a) The U.S. application is a national stage entry of the corresponding PCT application.

(b)The U.S. application is a national application which forms the basis for the priority claim in the

corresponding PCT application.

(c) The U.S. application is a national stage entry of another PCT application (which can be filed in
any competent receiving office) which claims priority to the corresponding PCT application.

(d) The U.S. application is a national application claiming foreign/domestic priority to the

corresponding PCT application.

(e) The U.S. application is a continuing application (continuation, divisional, or continuation-in-part)
of the U.S. application which satisfies one of the above (a) to (d) scenarios.



Application SN 12/759079
Decision on Petition

(2) The latest work product in the international phase of the PCT application corresponding to the U.S.
application indicates at least one claim in the PCT application has novelty, inventive step and industrial
applicability. In case any observation is described in Box VIII of the WO/ISA, or WO/IPEA, or IPER
which forms the basis for the PCT-PPH request, applicant must identify and explain why the claim(s)
is/are not subject to any observation described in Box VIII irrespective of whether an amendment is
submitted to correct the observation described in Box VIII.

(3) All the claims in each U.S. application for which a request for participation in the PCT-PPH pilot
program is made must sufficiently correspond to or be mended to sufficiently correspond to one or
more of those claims indicated as having novelty, inventive step and industrial applicability and free of
any observation described in Box VIII in the latest work product of the corresponding PCT application.

(4) Substantive examination of the U.S. application for which partlclpatlon in the PCT-PPH pilot
program is requested has not begun.

(5) Applicant must submit a copy of the latest international work product which indicated that the
claim(s) has/have novelty, inventive step and industrial applicability along with an English translation
thereof if the copy of the latest international work product is not in the English language.

(6) Applicant must submit a copy of the claims from the corresponding PCT application which were
indicated as having novelty, inventive step and industrial applicability in the latest work product of the
PCT application along with an English translation thereof and a statement that the English translation is
accurate if the claims are not in the English language. Applicant is required to submit a claims
correspondence table in English. The claims correspondence table must indicate how all the claims in the
U.S. application sufficiently correspond to the claims indicated as having novelty, inventive step and
industrial applicability in the latest international work product.

(7) Applicant must submit an information disclosure statement (IDS) listing the documents cited in the
international work products (ISR, WOIISA, WOIIPEA, PER) of the PCT.

(8) The request for participation in the PCT-PPH pilot program and all the supporting documents must be
submitted to the USPTO via EFS-Web and indexed with the following document description: "Petition to
make special under PCT-Patent Pros Hwy. Any preliminary amendments and IDS submitted with the
PCT-PPH documents must be separately indexed as a preliminary amendment and IDS, respectively.



Application SN 12/759079
Decision on Petition

The request to participate in the PCT-PPH program and petition are found to comply with all the
above requirements. Accordingly, the above-identified application has been accorded "special”
status.

Telephone inquiries concerning this decision should be directed to Hassan Kizou at 571-272-
3088

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Hassan Kizouw/

Hassan Kizou
Supervisory Patent Examiner
Technology Center 2400
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REQUEST FOR PARTICIPATION IN THE PATENT COOPERATION TREATY - PATENT PROSECUTION
HiIGHWAY (PCT-PPH) PiLOT PROGRAM BETWEEN THE KOREAN INTELLECTUAL PROPERTY
OFFICE (KIPO) AND THE USPTO

Application No: 1 2/759,1 68 Filing date: Apr'l 1 3, 201 O

First Named Inventor: Mark D Lau ren

Title of the

nvenion: Methods And Composition For Tracking Jaw Motion

THIS REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM ALONG WITH THE REQUIRED DOCUMENTS MUST BE
SUBMITTED VIA EFS-WEB. INFORMATION REGARDING EFS-WEB IS AVAILABLE AT
HTTP://WWW.USPTO.GOV/EBC/EFS_HELP.HTML

APPLICANT HEREBY REQUESTS PARTICIPATION IN THE PCT-PPH PROGRAM AND PETITIONS TO MAKE THE
ABOVE-IDENTIFIED APPLICATION SPECIAL UNDER THE PCT-PPH PROGRAM.

The above-identified application is (1) a national stage entry of the corresponding PCT application, or (2) a national stage entry
of another PCT application which claims priority to the corresponding PCT application, or (3) a national application that claims
domestic/ foreign priority to the corresponding PCT application, or (4) a national application which forms the basis for the
priority claim in the corresponding PCT application, or (5) a continuing application of a U.S. application that satisfies one of (1)
to (4) above, or (6) a U.S. application that claims domestic benefit to a U.S. provisional application which forms the basis for
the priority claim in the corresponding PCT application.

The corresponding PCT PCT/US2010/030854

application nhumber(s) is/are:

The international filing date of the corresponding
PCT application(s) is/are: )
April 13, 2010

l. List of Required Documents:
a. A copy of the latest international work product (WO/ISA, WO/IPEA, or IPER) in the above—identified
corresponding PCT application(s)

Is attached.

|:| Is not attached because the document is already in the U.S. application.

b. A copy of all claims which were indicated as having novelty, inventive step and industrial applicability in the
above-identified corresponding PCT application(s).

Is attached.

|:| Is not attached because the document is already in the U.S. application.

€. English translations of the documents in a. and b. above are attached (if the documents are not in the English
language). A statement that the English translation is accurate is attached for the document in b. above.

[Page 1 of 2]
This collection of information is required by 35 U.S.C. 119, 37 CFR 1.55, and 37 CFR 1.102(d). The information is required to obtain or retain a benefit by the public, which is to file (and by
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 2 hours to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this
form and/or suggestions for reducing this burden should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450,
Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS.
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Approved for use through 01/31/2012. OMB 0651-0058
U.S.Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

REQUEST FOR PARTICIPATION IN THE PCT-PPH PILOT PROGRAM
BeTweEEN THE KIPO AND THE USPTO

(continued)

Application No.: 12/759.168

First Named Inventor] Mark D. Lauren

d. (1) An information disclosure statement listing the documents cited in the international work products (ISR,
WOI/ISA, WO/IPEA, IPER) of the corresponding PCT application.
Is attached

|:| Has already been filed in the above-identified U.S. application on

(2) Copies of all documents (except) for U.S. patents or U.S. patent application publications)

Are attached.

I:l Have already been filed in the above-identified U.S. application on

Il. Claims Correspondence Table:

Patentable Claims
in the corresponding
PCT Application

Claims in US Application Explanation regarding the correspondence

1-28 1-28

lll. All the claims in the US application sufficiently correspond to the patentable claims in the
corresponding PCT application.

signawre /AlfONZ0 |. Cutaia #60,070/ pate ©6/28/2011

ey Alfonzo 1. Cutaia Registration Number 00070

(Print/Typed)
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records
may be disclosed to the Department of Justice to determine whether disclosure of these records is required
by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the
course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested
assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to
comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42
U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under
authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA
regulations governing inspection of records for this purpose, and any other relevant (  i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C.
151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the
public if the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open to
public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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In re Application of: Mark D. LAUREN DECISION ON REQUEST TO
Application No. 12/759,168 PARTICIPATE IN PATENT

Atty Docket #: 011418.00065 PROSECUTION HIGHWAY PROGRAM
Filed: April 13,2010 AND PETITION TO MAKE SPECIAL
For: METHODS AND COMPOSITION FOR UNDER 37 CFR 1.102(a)

TRACKING JAW MOTION '

This is a decision on the request to participate in the PCT-Patent Prosecution Highway (PCT-
PPH) pilot program and the petition under 37 CFR 1.102(a), filed June 28,2011 to make the
above- identified application special.

The petition is GRANTED.
A grantable request to participatelin the PPH program and petition to make special require:

(1) The U.S. application is
(a) a national stage entry of the corresponding PCT application
Or
(b) a national application which forms the basis for the priority claim in the
corresponding PCT application
Or
(c) a national stage entry of another PCT application (which can be filed in any
competent receiving office) which claims priority to the corresponding PCT
application

Or .
(d) a national application claiming foreign domestic priority to the corresponding PCT
application.
Applications subject to a secrecy order (35U.S.C.181) are excluded and not subject
to participation in the PCT-PPH pilot program.

(e) a continuing application (continuation, divisional, or continuation-in-part) of the
U.S. application which satisfies one of the above (a) to (d) scenarios.
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(2) The latest work product in the international phase of the PCT application corresponding to the U.S.
application, namely the WO/ISA, or the WO/IPEA, or the IPER, indicates at least one claim in the PCT
application has novelty, inventive step and industrial applicability. In case any observation is described
in Box VIII of the WO/ISA, or the WO/IPEA, or the IPER which forms the basis for the PCT-PPH
request, applicant must identify and explain why the claim(s) is/are not subject to any observation
described in Box VIII irrespective of whether an amendment is submitted to correct the observation
described in Box VIII. The U.S. application will not be eligible to participate in the PCT-PPH pilot
program if applicant does not identify and explain why the claim(s) is/are not subject to the observation
described in Box VIII.

Applicant may not file a request to participate in the PCT-PPH pilot program on the basis of an
International Search Report (ISR) only.

(3) Applicant must: _
a. Ensure all the claims in the U.S. application sufficiently correspond or be amended to
sufficiently correspond to one or more of those claims indicated as having novelty,
inventive step and industrial applicability and free of any observation described in Box
VIII in the latest work product of the corresponding PCT application and

b. Submit a claims correspondence table in English;

The USPTO will accept claims written in dependent form in the U.S. application which are
narrower in scope than the claims indicated as having novelty, inventive step and industrial
applicability and free of any observation described in Box VIII in the latest work product of the
corresponding PCT application.

(4) Substantive Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of:

a. the latest international work product, WO/ISA, or WO/IPEA or PER, which indicated
that the claim(s) has/have novelty, inventive step and industrial applicability along with
an English translation thereof if the copy of the latest international work product is not
in the English language, unless the U.S. application and the corresponding PCT
application satisfy the relationship noted in (1 )(a) above.

(6) Applicant must submit a copy of:
a. the claims from the corresponding PCT application which were indicated as having novelty,
inventive step and industrial applicability in the latest work product of the PCT application,
b. an English translation of the claims and '
c. a statement that the English translation is accurate.

If the claims in the U.S. application are identical to the claims from the corresponding PCT application,
and are in the English language, applicant may just indicate such in the PCT-PPH request and it will

not be necessary for applicant to submit a copy of the claims from the corresponding PCT application.

(7) Applicant must submit:
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a. An IDS listing the documents cited in the work products in the international phase of the PCT
application corresponding to the U.S. application, namely the WO/ISA, or the WO/IPEA, or
the IPER,(unless already submitted in this application)

b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The request to participate in the PPH pilot program and petition are found to comply with the

above requirements. Accordingly, the above-identified application has been accorded "special”
status.

Telephone inquiries concerning this decision should be directed to Mano Padmanabhan at 571-
272-4210.

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision. '

/Mano Padmanabhan/

Mano Padmanabhan
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210 '
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In re Application of

Dwyer et al. :

Application No. 12/759,212 :  DECISION ON PETITION
Filed: April 13, 2010 :

Attorney Docket No. 0987-0011.05

This is a decision on the petition under the unintentional provisions of 37 CFR 1.137(b), filed
October 18, 2011, to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to reply in a proper and timely manner to the final
Office action mailed, April 14, 2010, which set a shortened statutory period for reply of three (3)
months. A two-month extension of time under the provisions of 37 CFR 1.136(a) was timely
obtained. Accordingly, the application became abandoned on September 15, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a Request for Continued Examination (RCE) and fee of $465.00 and the
submission required by 37 CFR 1.114; (2) the petition fee of $930.00; and (3) a proper statement
of unintentional delay.

Additionally, it is not apparent whether the person signing the instant petition was ever given a
power of attorney or authorization of agent to prosecute this patent application. In accordance
with 37 CFR 1.34(a), the signature appearing on the petition shall constitute a representation to
the United States Patent and Trademark Office that he/she is authorized to represent the
particular party in whose behalf he/she acts.

Additionally, an extension of time under 37 CFR 1.136 must be filed prior to the expiration of
the maximum extendable period for reply. See In re Application of S., 8 USPQ2d 1630,1631
(Comm’r Pats. 1988). Since the $390.00 extension of time fee submitted with the petition on
October 18, 2011 was subsequent to the maximum extendable period for reply, this fee is
unnecessary and will be refunded to petitioner’s deposit account in due course.
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Telephone inquiriesbonceming this decision should be directed to the undersigned at (571) 272-
7751.

This matter is being referred to Technology Center AU 2617 for processing of the Request for
Continued Examination under 37 CFR 1.114 and the Amendment filed with the instant petition.

/Joan Olszewski/
Joan Olszewski
Petitions Examiner
Office of Petitions
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Application No. 12/759,268 . . DECISION

Filed/Deposited: 13 April, 2010
Attorney Docket No. 11380.0001-00000

This is a decision on the petition filed on 14 March, 2011, pursuant to 37 C.F.R. §1.137(b) for
revival of an application abandoned due to unintentional delay. ‘

The petition pursuant to 37 C.F.R. §1.137(b) is GRANTED.

As to the Allegations
of Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement and/or showing of unintentional delay under the regulatlon
and, where applicable, a terminal disclaimer and fee

Petitioners’ attentions always are directed to the guidance in the Commentary at MPEP

§711.03(c )(ID.

BACKGROUND

The record reflects as follows:

Petitioner failed to reply timely and properly to the Notice of Missing Parts mailed on 28 April,
2010, with reply due absent extension of time on or before 28 June, 2010.

The application went abandoned by operation of law after midnight 28 June, 2010.

The Office mailed the Notice of Abandonment on 12 January, 2011.
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On 25 February, 2011, Petitioner filed, inter alia, a petition with fee pursuant to 37 C.F.R.
§1.137(b), a reply in the form of, inter alia, an oath/declaration and surcharge, and made the
statement of unintentional delay.

The availability of applications and application papers online to applicants/practitioners who
diligently associate their Customer Number with the respective application(s) now provides an
applicant/practitioner on-demand information as to events/transactions in an application.

Out of an abundance of caution, Petitioners always are reminded that those registered to practice
and all others who make representations before the Office must inquire into the underlying facts
of representations made to the Office and support averments with the appropriate
documentation—since all owe to the Office the continuing duty to disclose.'

STATUTES, REGULATIONS AND ANALYSIS

Congress has authorized the Commissioner to "revive an application if the delay is shown to the
satisfaction of the Commissioner to have been "unavoidable.” 35 U.S.C. §133 (1994).

The regulations at 37 C.F.R. §1.137(a) and (b) set forth the requirements for a Petitioner to
revive a previously unavoidably or unintentionally, respectively, abandoned application under
this congressional grant of authority. -

Unintentional delays are those that do not satisfy the very strict statutory and regulatory

requirements of unavoidable delay, and, by definition, are not intentional.*))

As to Allegations of
Unintentional Delay

The requirements of a grantable petition pursuant to 37 C.F.R. §1.137(b) are the petition and fee
therefor, a reply, a proper statement of unintentional delay under the regulation, and, where
applicable, a terminal disclaimer and fee.

! See supplement of 17 June, 1999. The Patent and Trademark Office is relying on petitioner’s duty of candor and good faith and accepting a
statement macde by Petitioner. See Changes to Patent Practice and Procedure, 62 Fed. Reg. at 53160 and 53178, 1203 Off. Gaz. Pat. Office at 88
and 103 (responses to comments 64 and 109)(applicant obligated under 37 C F.R. §11.18 to inquire into the underlying facts and circumstances
when providing statements to the Patenl and Trademark Office).

35 U.S.C. §133 provides:
35 U.S.C. §133 Time for prosecuting application. -
Upon failure of the applicant to prosecute the application within six months after any action therein, of which notice has been given or mailed to
the applicant, or within such shorter time, not less than thirty days, as fixed by the Commissioner in such action, the application shall be
regarded as abandoned by the parties thereto, unless it be shown to the satisfactior; of the Commissioner that such delay was unavoidable.
Therefore, by example, an unintentional delay in the reply might occur if the reply and transmittal form are to be prepared for shipment by the
US Postal Service, but other pressing matters distract one’s attention and the mail is not timely deposited for shipment.
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It appears that the requirements under the rule have been satisfied.

CONCLUSION

Accordingly, the petition pursuant to 37 C.F.R. §1.137(b) is granted.

The instant application is released to the Office of Patent Application Processing (OPAP) for
further processing in due course.

Petitioner may find it beneficial to view Private PAIR within a fortnight of the instant decision to
ensure that the revival has been acknowledged by the OPAP in response to this decision. It is
noted that all inquiries with regard to status need be directed to the OPAP where that change of
status must be effected—that does not occur in the Office of Petitions.

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-
3214—it is noted, however, that all practice before the Office is in writing (see: 37 C.E.R. §1.2%)
and the proper authority for action on any matter in this regard are the statutes (35 U.S.C.),
regulations (37 C.F.R.) and the commentary on policy (MPEP). Therefore, no telephone
discussion may be controlling or considered authority for Petitioner’s action(s).

/Johm\L C\hllon, Jr./
John J. Gillon, Jr.
Senior Attorney
Office of Petitions

4 The regulations at 37 C.F.R. §1.2 provide:

§1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office should be transacted in writing. The personal attdance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to any alleged oral promise, stipulation, or understanding in relation to which there is
disagreement or doubt.
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Document Description: Petition for Green Tech Pilot PTO/SB/420 (11-10)
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PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Attorney Docket Application Number - . )

Number: FMC 2830 PUS (81192133) (if known): 12759291 Filing date: April 13,2010
First Named

inventor: _ Allan Roy Gale

Title: POWER DISTRIBUTION CIRCUIT DIAGNOSTIC SYSTEM AND METHOD

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the Office
determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.

4. The application contains no more than three (3) independent claims and twenty (20) total claims.

5. The application does not contain any multiple dependent claims.

6. Other attachments:

Signature /Benjamin Stasa/ Date 20110315
Name Benjamin Stasa
(Print/Typed) ) Registration Number 35644

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with 3
CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one signature
see below”.

\\\\\

)(\ *Total of ! forms are submitted.

The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35
U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 12 hours to complete, including gathering, preparing, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box
1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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Instruction Sheet for
Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i) “Pilot
Program for Green Technologies Including Greenhouse Gas Reduction,” (ii) “Elimination of
Classification Requirement in the Green Technology Pilot Program,” and (iii) “Expansion and
Extension of the Green Technology Pilot Program,” available on the USPTO web site at http://
www.uspto.gov/patents/init_events/green_tech.jsp):

1)  The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111
(a), or an international application that has entered the national stage in compliance with 35 U.S.C.
371, irrespective of the filing date of the application. Reexamination proceedings are excluded from
this pilot program.

2)  The application must contain three or fewer independent claims and twenty or fewer total claims.
The application must not contain any multiple dependent claims. For an application that contains
more than three independent claims or twenty total claims, or multiple dependent claims, applicant
must file a preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims
and/or the multiple dependent claims at the time the petition to make special is filed.

3) The claims must be directed to a single invention that materially enhances the quality of the
environment, or that materially contributes to: (1) the discovery or development of renewable
energy resources; (2) the more efficient utilization and conservation of energy resources; or (3)
green house gas emission reduction (see the eligibility requirements of sections Il and Il of the
notice (i) cited above). The petition must include a statement that, if the USPTO determines that the
claims are directed to multiple inventions (e.g., in a restriction requirement), applicant will agree to
make an election without traverse in a telephonic interview, and elect an invention that meets the
eligibility requirements in section Il or Il of the notice (i) cited above.

4) The petition to make special must be timely filed electronically using the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the
EFS-Web screen. Applicant should use form PTO/SB/420, which is available as a Portable
Document Format (PDF) fillable form in EFS-Web and on the USPTO Web site.

5) The petition to make special must be filed at least one day prior to the date that a first Office action
(which may be an Office action containing only a restriction requirement) appears in the Patent
Application Information Retrieval (PAIR) system. Applicant may check the status of the application
using PAIR.

6) The petition to make special must be accompanied by a request for early publication in compliance
with 37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A réc)(zrd from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing

inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
atent.

R record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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In re Application of :

GALE et al. : DECISION ON PETITION
Application No. 12/759,291 : TO MAKE SPECIAL UNDER
Filed: April 13,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. 81192133 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed on March 16, 2011, to make the
above-identified application special under the pilot program for applications pertaining to Green
Technologies as set forth 74 Federal Register Notice 64666 (December 8, 2009) and amended by
75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is DISMISSED.

If reconsideration of this decision is desired, a petition for reconsideration must be filed within
ONE (1) MONTH OR THIRTY (30) DAYS from the mail date of this decision, whichever is
longer. No extension of this time limit can be granted under 37 CFR 1.136(a) or (b). The
petition for reconsideration should include an exhaustive attempt to provide the lacking item(s)
noted below, since, after a decision on the petition for reconsideration, no further reconsideration
or review of the matter will be undertaken by the Director.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications and
be filed prior to the date of the notice, December 8, 2009.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, i1) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
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Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The petition lacks item 4.

In regard to item 4, applicant’s statement pertaining to how the materiality standard is met does
not satisfy the requirements for this pilot. The materiality standard does not permit an applicant
to speculate as to how a hypothetical end-user might specially apply the invention in a manner
that could contribute to a green technology. The claims are not directed to plug in vehicle
charging. Any argument that the claimed invention can be used with electric and hybrid vehicles
is considered speculate as to how a hypothetical end-user might specially apply the claimed
invention.

Any reconsideration of this decision should be submitted through the USPTO electronic filing
system, EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on
the EFS-Web screen.

Telephone inquiries concerning this decision should be directed to Lee W. Young at 571-272-
4549.

The application is being forwarded to the Technology Center Art Unit 2857 for action in
its regular turn. ' '

Lee W. Young 4 /
Quality Assurance Specialist

Technology Center 2800
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In re Application of
Mohan M. Vijay

12759302 :DECISION ON PETITION TO MAKE SPECIAL

Application No. ‘UNDER 37 CFR 1.102(c)(1)

Filed: April 13,2010

Attorney Docket No.  GOWO1 P-101

This is a decision on the electronic petition under 37 CFR 1.102 (c)(1), filed  11-APR-2011 to make the above-identified
application special based on applicant's age as set forth in MPEP § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1), MPEP § 708.02, Section IV: Applicant's Age must
include a statement by applicant or a registered practitioner having evidence that applicant is at least 65 years of age. No fee is
required.

In

Accordingly, the above-identified application has been accorded “special” status and will be taken up for action by the examiner

upon the completion of all pre-examination processing.

Telephone inquiries concerning this electronic decision should be directed to the Electronic Business Center at 866-217-9197.

All other inquiries concerning either the examination or status of the application should be directed to the Technology Center.



Doc code : PET.OP.AGE
PTCQ/SB/130 (07-09)

Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

PETITION TO MAKE SPECIAL BASED ON AGE FOR ADVANCEMENT OF EXAMINATION
UNDER 37 CFR 1.102(c)(1}

Application Information

Application 12759302 Confirmation 6724 Filing 2010-04-13

Number Number Date

Attorney Docket . . .

Number (optional) GOWO01 P-101 Art Unit 1715 Examiner Katherine A Bareford

First Named

Inventor Mohan M. Vijay

APPARATUS AND METHOD FOR PREPPING A SURFACE USING A COATING PARTICLE ENTRAINED IN A

Title of Invention CONTINUOUS OR PULSED WATERJET OR AIRJET

Attention: Office of Petitions
An application may be made special for advancement of examination upon filing of a petition showing that the applicant is 65
years of age, or more. No fee is required with such a petition. See 37 CFR 1.102(c)(1) and MPEP 708.02 (IV).

APPLICANT HEREBY PETITIONS TO MAKE SPECIAL FOR ADVANCEMENT OF EXAMINATION IN THIS APPLICATION
UNDER 37 CFR 1.102(c)(1) and MPEP 708.02 (IV) ON THE BASIS OF THE APPLICANT'S AGE.

A grantable petition requires one of the following items:

(1) Statement by one named inventor in the application that he/she is 85 years of age, or more; or

(2) Certification by a registered attorney/agent having evidence such as a birth certificate, passport, driver's license, etc.
showing one named inventor in the application is 85 years of age, or more.

Name of Inventor who is 65 years of age, or older

Given Name Middle Name Family Name Suffix

Mohan M. Vijay

A signature of the applicant or representative is required in accordance with 37 CFR 1.33 and 10.18.
Please see 37 CFR 1.4(d) for the format of the signature.

Select (1) or (2) :

(O (1) 1am an inventor in this application and | am 65 years of age, or more.

@ (2) I am an attorney or agent registered to practice before the Patent and Trademark Office, and | certify that | am in possession of
evidence, and will retain such in the application file record, showing that the inventor listed above is 65 years of age, or more.

Signature Date
naf/ (YYYY-MM-DD) 2011-04-11

Name Registration

Timothy A. Flory Number 42540

EFSWeb 1.0.18



Doc code : PET.OP.AGE
Description : Petition to make special based on Age/Health Approved for use through 07/31/2012. OMB 0651- 0031

PTCQ/SB/130 (07-09)

U.8. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond ta a collection of information unless it contains a valid OMB control number

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your submission of
the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b}2); (2) furnishing of the
information solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and
Trademark Office is to process and/or examine your submission related to a patent application or patent. If you do not
furnish the requested information, the U.S. Patent and Trademark Office may not be able to process and/or examine your
submissicn, which may result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552} and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Fr eedem of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to
a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the Internaticnal Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S5.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.5.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about indivi duals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published applicaticn, an application open to public inspections or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.

EFSWeb 1.0.18



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450

MAILED

DAVIS & BUJOLD, P.L.L.C. :
112 PLEASANT STREET JUN 302011
CONCORD NH 03301

OFFICE OF PETITIONS'
In re Application of :
Christopher V. SELLATHAMBY et al. : ON PETITION

Application No. 12/759,363
Filed: April 13,2010
Atty. Docket No.: THOLAM P432US

This is a decision on the petition under 37 CFR 1.137(b), filed June 10, 2011, to revive
the above-identified application.

The petition is GRANTED.

The application was held abandoned for failure to reply in a timely manner to the Notice
to File Missing Parts of Nonprovisional Application mailed April 29, 2010, which set a
shortened period for reply of two (2) months. No extensions of time under the provisions
of 37 CFR 1.136(a) were obtained. The application became abandoned on June 30, 2010.
A Notice of Abandonment was mailed April 25, 2011.

The petition satisfies the conditions for revival pursuant to 37 CFR 1.137(b) by including
(1) areply in the form of a Response to the Notice mailed April 29, 2010, (2) a petition
fee of $810, and (3) a statement of unintentional delay. The reply to the Notice is
accepted as having been unintentionally delayed.

Telephone inquires regarding this decision should be directed to Robert DeWitty,
Petitions Attorney, Office of Petitions (571-272-8427).

The application file will be referred to Office of Patent Application Processing for further
processing of the Response.

Anthony Knight
Director
Office of Petitions



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

MA'LED Paper No.

BILL R. NAIFEH BEG 1472010
15303 Dallas Parkway . _
Suite 700 OFFIGE OF PETITIONS

Addison TX 75001

In re Application of
Huffstickler, Wertz, and

Henderson :

Application No. 12/759,364 : DECISION ON PETITION
Filed: April 13, 2010 : PURSUANT TO

Attorney Docket No. : 37 C.F.R. § 1.47(A)

1360.00.01.Us1 .
Title: QUICK-DRY TEXTURED TOWEL

This is in responée to the petition pursuant to 37 C.F.R.
§ 1.47(a), filed October 29, 2010.

This petition is DISMISSED.

On April 13, 2010, this application was filed, identifying
Huffstickler, Wertz, and Henderson as the joint inventors. No
oath or declaration was included on filing, and on April 29,
2010, a “Notice to File Missing Parts of Nonprovisional
Application - Filing Date Granted” (notice) was mailed, requiring
a fully executed oath or declaration and the surcharge associated
with the late submission of the same. The notice set a two-month
period for response.

Receipt of the four-month extension of time so as to make timely
this response is acknowledged.

A grantable petition pursuant to 37 C.F.R. § 1.47(a) requires:

(1) the petition fee of $200;

(2) a surcharge of either $65 or $130 if the
petition is not filed at the time of filing
the application, as set forth in 37 C.F.R.
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§ 1.16(£f);

(3) a statement of the last known address of each
non-signing inventor;

(4) either .

a) proof that a copy of the entire
application (specification, claims,
drawings, and the oath or declaration)
was sent or given to each non-signing
inventor for review and proof that each
non-signing inventor refuses to join in
the application or

b) proof that each non-signing inventor
cannot be found or reached after diligent
effort, and;

(5) a declaration which complies with 37 C.F.R.
§ 1.63.

The fee for filing a petition pursuant to 37 C.F.R. § 1.47(a) is
set forth in 37 C.F.R. § 1.17(g) as being $200, with no reduction
for small entity status: Petitioner included the $130 fee
associated with 37 C.F.R. § 1.17(h),' and a general authorization
to charge any fee deficiencies to a Deposit Account has not been
located in the electronic file (other than an authorization
provided by a law firm which Petitioner does not appear to be
affiliated with).?

- The payment of the required petition fee in full is a
prerequisite to the filing of a petition to revive pursuant to 37

"C.F.R. § 1.47. Therefore, consideration of the merits of the

petition before receipt of the filing fee would be premature.

If reconsideration of this decision is desired, any response to
this decision must be submitted within TWO MONTHS from the mail
date of this decision. Extensions of time under 37 C.F.R.

§ 1.136(a) are permitted. The reply should include a cover
letter entitled “Renewed Petition pursuant to 37 C.F.R.’

§ 1.47(a)”. This is not a final agency action within the meaning
of 5 U.S.C § 704.

On renewed petition, Petitioner should:

® provide the deficient $70 ($130 + $70 = $200), and;

1 See petition, page 4 and transmittal letter, page 1.

2 An Information Disclosure Statement provided by the law firm of Haynes and
Boone, LLP on September 3, 2010 contains a general authorization to charge any
fee deficiency to a Deposit Account. ’
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e provide a statement from one having firsthand knowledge of
the June 17, 2010 mailing which establishes whether it was a
complete copy of the application that was sent to Ms.
Henderson on this date (i.e., whether a copy of the
specification, claims, drawings, and the declaration were
each included in the mailing).

Petitioner should note that any statement that appears
therein should be made by one having firsthand knowledge of
the event. Statements based on hearsay are not normally
accepted.

Any response to this decision should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,
and may be submitted by mail,’ hand-delivery,® or facsimile.’
Registered users of EFS-Web may alternatively submit a response
to this decision via EFS-Web.°®

If responding by mail, Petitioner is advised not to place the
undersigned’s name on the envelope. Only the information that
appears in the footnote should be included - adding anything else
to the address will delay the delivery of the response to the
undersigned.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225."

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

3 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

4 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314.

5 (571) 273-8300- please note this is a central facsimile number.

6 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

7 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
any of Petitioner’s further action(s).




UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents

United States Patent and Trademark Office
P.0O. Box 1450

Alexandria, VA 22313-1450

www.uspto.gov

Paper No.

BILL R. NAIFEH
15303 Dallas Parkway MAILED

Suite 700
Agéi:on TX 75001 FEB 152011

OFFICE OF PETITIONS

In re Application of
Huffstickler, Wertz, and

Henderson :

Application No. 12/759, 364 : DECISION ON RENEWED PETITION
Filed: April 13, 2010 : PURSUANT TO

Attorney Docket No. : 37 C.F.R. § 1.47(A)

1360.00.01.US1
Title: QUICK-DRY TEXTURED TOWEL

This is in response to the renewed petition pursuant to 37 C.F.R.
§ 1.47(a), filed January 7, 2011.

This renewed petition is DISMISSED.

On April 13, 2010, this application was filed, identifying
Huffstickler, Wertz, and Henderson as the joint inventors. No
oath or declaration was included on filing, and on April 29,
2010, a “Notice to File Missing Parts of Nonprovisional
Application - Filing Date Granted” (notice) was mailed, requiring
a fully executed oath or declaration and the surcharge associated
with the late submission of the same. The notice set a two-month
period for response.

A grantable petition pursuant to 37 C.F.R. § 1.47(a) requires:

(1) the petition fee of $200;

(2) a surcharge of either $65 or $130 if the
petition is not filed at the time of filing
the application, as set forth in 37 C.F.R.

§ 1.16(£);

(3) a statement of the last known address of each

non-signing inventor;
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(4) either
a) proof that a copy of the entire
application (specification, claims,
drawings, and the oath or declaration)
was sent or given to each non-signing
inventor for review and proof that each
non-signing inventor refuses to join in
the application or
b) proof that each non-signing inventor
cannot be found or reached after diligent
effort, and;
(5) a declaration which complies with 37 C.F.R.
§ 1.63.

An original petition pursuant to 37 C.F.R. § 1.47(a) was filed
October 29, 2010, along with, inter alia, a declaration that has
been executed by the first two-named joint inventors, a portion
of the petition fee, and a four-month extension of time so as to
make timely the submission. The original petition was dismissed
via the mailing of a decision on December 14, 2010.

With this renewed petition, Petitioner has included the remainder
of the petition fee, and it appears that Petitioner has attempted
to achieve joinder via the submission of a declaration that
appears to have been executed by formerly non-signing joint
inventor Henderson.

This declaration cannot be accepted, and as such, joinder has not
been achieved. The declaration that was submitted concurrently
with this renewed petition cannot be accepted for the following
two reasons:

First, the declaration contains a signature that appears to be
that of Ms. Henderson. However, this signature does not appear
in the proper location: in lieu of appearing in the signature
block which is associated with joint inventor Henderson, the
signature has been made in a signature block that does not have a
name associated with it.

Secondly, the individual who executed this declaration indicated
that she is a resident of a country named “Collin.”!

1 It is noted that Packer, Texas is located in Collin county, and as such, it
appears that the individual who executed this declaration misread the word
“country” (emphasis added) as “county.”
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If reconsideration of this decision is desired, any response to
this decision must be submitted within TWO MONTHS from the mail
date of this decision. Extensions of time under 37 C.F.R.

§ 1.136(a) are permitted. The reply should include a cover
letter entitled “Second Renewed Petition pursuant to 37 C.F.R.

§ 1.47(a)”. This is not a final agency action within the meaning
of 5 U.S.C § 704.

On second renewed petition, Petitioner should submit a properly
executed declaration which lists the correct information for Ms.
Henderson.

Petitioner will note that the failure to submit a timely response
to this petition will result in the abandonment of this
application.

Any response to this decision should indicate in a prominent
manner that the attorney handling this matter is Paul Shanoski,
and may be submitted by mail,? hand-delivery,® or facsimile.’
Registered users of EFS-Web may alternatively submit a response
to this decision via EFS-Web.>

If responding by mail, Petitioner is advised not to place the
undersigned’s name on the envelope. Only the information that
appears in the footnote should be included - adding anything else
to the address will delay the delivery of the response to the
undersigned.

Telephone inquiries regarding this decision should be directed to
the undersigned at (571) 272-3225.°

/Paul Shanoski/
Paul Shanoski
Senior Attorney
Office of Petitions

2 Mail Stop Petition, Commissioner for Patents, United States Patent and
Trademark Office, P.O. Box 1450, Alexandria, VA, 22313-1450.

3 Customer Window, Randolph Building, 401 Dulaney Street, Alexandria, VA,
22314.

4 (571) 273-8300: please note this is a central facsimile number.

5 https://sportal.uspto.gov/authenticate/authenticateuserlocalepf.html

6 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the written
record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is reminded
that no telephone discussion may be controlling or considered authority for
any of Petitioner’s further action(s).




UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O.Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

I APPLICATION NO. T FILING DATE ] FIRST NAMED INVENTOR P\TTORNEY DOCKET NO.| CONFIRMATION NO. J
12/759,370 04/13/2010 Ralph Huchtemann 17755/002001 6846
EXAMINER
7590 11/17/2011 I j
OSHA LIANG L.L.P. : CHAUHAN, ULKA J
TWO HOUSTON CENTER i
909 FANNIN, SUITE 3500 | ART UNIT | PaPEr NUMBER |
HOUSTON, TX 77010 2628
A I NOTIFICATION DATE I DELIVERY MODE J
11/17/2011 ELECTRONIC

DECISION GRANTING PETITION UNDER 37 CFR 1.138(d)
The declaration of express abandonment is recognized

This is in response to the petition under 37 CFR 1.138(d), requesting for a refund of any previously paid
search fee and excess claims fee in the above-identified application.

The petition is granted.

. The express abandonment is recognized.‘ Any previously paid search fee and excess claims fee are
hereby refunded.

uirigs should be.directed to the Office of Data Management at (571) 272-4200.

AN LA

P4ten{ Publication Branch

fﬁce‘g\f Data Management

Page 1 of 1
FORM PET651G (Rev. 08/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
* United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

WWW.USQ(O.gOV

KILPATRICK TOWNSEND & STOCKTON LLP MA“-ED

TWO EMBARCADERO CENTER :

EIGHTH FLOOR JUN 02 2011

SAN FRANCISCO CA 94111-3834

‘ ’ OFFICE OF PETITIONS

In re Application of : _

Malan De Villiers et al. . : DECISION ON PETITION

Application No. 12/759,460 : TO WITHDRAW

Filed: April 13, 2010 : FROM RECORD

Attorney Docket No. 022031-001110US

This is a decision on the request to withdraw as attorney of record under 37 CFR § 1.36(b),
filed May 18, 2011.

The request is NOT APPROVED.

The request cannot be approved because the Office no longer accept address changes to a new
practitioner/customer number or law firm filed with a request, absent the filing of a power of
attorney to the new representative. .

The Office will only accept correspondence address changes to the most current address
information provided for the assignee of the entire interest who properly became of record under
37 CFR 3.71, or, if no assignee of the entire interest has properly been made of record, the most
current address information provided for the first named inventor. 37 CFR 3.71(c) states:

An assignee becomes of record either in a national patent
application or a reexamination proceeding by filing a statement in
compliance with § 3.73(b) that is signed by a party who is
authorized to act on behalf of the assignee.

The assignee must establish its ownership of the patent to the satisfaction of the Director. In
this regard, the statement under 37 CFR 3.73(b) must have either: (i) documentary evidence of
a chain of title from the original owner to the assignee (e.g., copy of an executed assignment),
and a statement affirming that the documentary evidence of the chain of title from the original
owner to the assignee was or concurrently is being submitted for recordation pursuant to §
3.11; or (ii) a statement specifying where documentary evidence of a chain of title from the
original owner to the assignee is recorded in the assignment records of the Office (e.g., reel and
frame number).

All future communications from the Office will continue to be directed to the above-listed
address until otherwise notified by applicant.

Telephone inquires concerning this decision should be directed to the undersigned at (571)
272-4584 :

7>
.@} Burke
atifons Examiner

Office of Petitions
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.USpto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR l ATTORNEY DOCKET NO. CONFIRMATION NO. I
12/759,521 04/13/2010 Hajime Sonobe 8073P925 7131
8791 7590 11/05/2010
BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP I EXAMINER |
1279 OAKMEAD PARKWAY 4
SUNNYVALE, CA 94085-4040 . . | ART UNIT | paperNumBER |
2183
L MAIL DATE | DELIVERY MODE |
11/05/2010 PAPER

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)



UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

Www.UsDIC.gov

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP

1279 OAKMEAD PARKWAY

SUNNYVALE CA 94085-4040

In re Application of: Hajime SONOBE DECISION ON REQUEST TO

Application No. 12/759521 PARTICIPATE IN PATENT

Filed April 13, 2010 ' PROSECUTION HIGHWAY

Docket No.: 8073P925 PROGRAM AND PETITION TO

For: Image processing apparatus and MAKE SPECIAL UNDER 37 CFR

image processing method 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH)
program and the petition under 37 CFR 1.102(a), filed October 13, 2010 to make the above-
identified application special. :

The petition is GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application is
 (a) a Paris Convention application which either
(1) validly claims priority under 35 U.S.C. 119(a) and 37 CFR 155
to one or more applications filed in the JPO, or
(ii) validly claims priority to a PCT application that contains no
priority claims; :
Or
(b) a national stage application under the PCT (an application which entered the
national stage in the U.S. from a PCT international application after compliance
with 35 U.S.C. 371), which PCT application
(1) validly claims priority to an application filed in the JPO, or
(i1) validly claims priority to a PCT application that contains no priority clalms or
(iii) contains no priority claim,
Or
(c) a so-called bypass application filed under 35 U.S.C. 111 (a) which validly claims
benefit under 35 U.S.C. 120 to a PCT application, which PCT application
(i) validly claims priority to an application filed in the JPO, or
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(ii) validly claims priority to a PCT application that contains no priority claims, or

(iii) contains no priority claim.
Where the JPO application that contains the allowable/patentable claims is not the same application for
which priority is claimed in the U.S. application, applicant must identify the relationship between the
JPO application that contains the allowable/patentable claims and the JPO priority application claimed
in the U.S. application.

(2) Applicant must submit a copy of: A
a. The allowable/patentable claim(s) from the JPO application(s) or if a copy of the
allowable/patentable claims is available via the Dossier Access System (DAS) applicant
may request the USPTO obtain a copy from the DAS, however if the USPTO is unable
to obtain a copy from the DAS the applicant will be required to submit a copy;
b. An English translation of the allowable/patentable claim(s) and
c. A statement that the English translation is accurate;

Effective January 29, 2010, for a period of two years ending on January 28, 2012, the
USPTO will accept claims written in dependent form in the U.S. application which are
narrower in scope than the allowable/patentable claims in the Japanese application.

(3) Applicant must:
a. Ensure all the claims in the U.S. application must sufficiently correspond or be
amended to sufficiently correspond to the allowable/patentable claim(s) in the JPO
application(s) and '
b. Submit a claims correspondence table in English;

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit:
a. Documentation of prior office action:

i. a copy of the office action(s)just prior to the "Decision to Grant a Patent" from
each of the JPO application(s) containing the allowable/patentable claim(s) or
ii. if the allowable/patentable claims(s) are from a "Notification of Reasons for
Refusal" then the Notification of Reasons for Refusal or
iii. if the JPO application is a first action allowance then no office action from
the JPO is necessary should be indicated on the request/petition form;

Further, if a copy of the documents from a above is available via the Dossier
Access System (DAS) applicant may request the USPTO obtain a copy from the
DAS, however if the USPTO is unable to obtain a copy from the DAS the
applicant will be required to submit a copy;

b. An English language translation of the JPO Office action from (5)(a)(i)-(ii) above

c. A statement that the English translation is accurate;
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Effective January 29, 2010, Applicants may submit a machine translation into the
English language of the copy of the latest JPO office action just prior to the
“Decision to Grant a Patent” (e.g., the latest “Notification of Reasons for Refusal™)
from each of the JPO application(s) containing the allowable/patentable claims that
are the basis for'the PPH request. The machine translation into the English
language must be one that is provided by the JPO. That is, the machine translation
into the English language cannot be one that is provided by a commercial service.
Where a machine translation into the English language of the copy of the latest
JPO office action (obtained from the JPO) is submitted, it will not be necessary to
include a statement that the English translation is accurate.

(6) Applicant must submit: ‘ o
a. An IDS listing the documents cited by the JPO examiner in the JPO office action
(unless already submitted in this application)
b. Copies of the documents except U.S. patents or U.S. patent application
publications (unless already submitted in this application);

The petition is GRANTED.
The request to participate in the PPH pilot program and petition are found to comply with the
above requirements. Accordingly, the above-identified application has been accorded "special”

status.

Telephone inquiries concerning this decision should be directed to Mano Padmanabhan at 571-
272-4210. ' :

All other inquiries concerning the examination or status of the application is accessible in the
PAIR system at http://www.uspto.gov/ebc/index.html.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision. ' ‘

/Mano Padmanabhan/

Mano Padmanabhan
Quality Assurance Specialist, Technology Center 2100, Workgroup 2180
571-272-4210 '
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DAVID TERMAN :
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SUITE D

WATSONVILLE, CA 95076 AUG 02 2010
QFFICE OF PETITIONS

In re Application of

David S. Terman :
Application No. 12/759,527 oo DECISION ON PETITION

Filed: April 13,2010 : TO MAKE SPECIAL UNDER
Attorney Docket No. P202C1 : 37 CFR 1.102(c)(1)

This is a decision on the petition under 37 CFR 1.102(c)(1), filed April 13, 2010, to make the above-
identified application special based on applicant’s age as set forth in M.P.E.P. § 708.02, Section IV.

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102(c)(1) and MPEP § 708.02,
Section IV: Applicant’s Age must be accompanied by evidence showing that at least one of the applicants
is 65 years of age, or more, such as a birth certificate or a statement by applicant. No fee is required

The instant petition includes a statement signed by applicant.  Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquiries concerning this decision should be directed to undersigned at 571-272-1642.. All
other inquiries concerning either the examination or status of the application should be directed to the
Technology Center.

The application is being forwarded to the Technology Center Art Unit 1643 for action on the
merits commensurate with this decision.

[AMW/

April M. Wise
Petitions Examiner
Office of Petitions
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Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

PTOL-90A (Rev. 04/07)
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Commissioner for Patents
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Alexandria, VA 22313-1450
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MAIL

BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP BEC 1 4 2010
1279 OAKMEAD PARKWAY

DIRECTOR'S OFFICE
SUNNYVALE CA 94085-4040 TECHNOLOGY CENTER 2600
In re Application of :
YAMAZAKI, MITSUO : DECISION ON REQUEST TO
Application No. 12/759,535 : PARTICIPATE IN PATENT
Filed: April 13, 2010 : PROSECUTION HIGHWAY

Attorney Docket No. 8073P924 : PROGRAM AND PETITION
: TO MAKE SPECIAL UNDER
37 CFR 1.102(a)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(a), filed November 19, 2010 to make the above-identified
application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO;
(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

+ (3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);
(4) Examination of the U.S. application has not begun;
(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate; and
(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications.

The request to participate in the PPH program and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.



Telephone inquiries concerning this decision should be directéd to Michael Horabik at 571-272-
3068.

All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Michael Horabik/

Michael Horabik

Quality Assurance Specialist
Technology Center 2600
Communications



Doc Code: PET.GREEN
Document Description: Petition for Green Tech Pilot

PTO/SB/420 (03-11)

PETITION TO MAKE SPECIAL UNDER THE GREEN TECHNOLOGY PILOT PROGRAM

Numper o lIx-16 (oo """ 12/759,537 | Fiing sate: 04/13/2010

e Youssef Habib

Tite: Semiconducting Nanowire Arrays for Photovoltaic Applications

APPLICANT HEREBY REQUESTS TO PARTICIPATE IN THE GREEN TECHNOLOGY PILOT PROGRAM FOR
THE ABOVE-IDENTIFIED APPLICATION. See Instruction Sheet on page 2.

This petition must be timely filed electronically using the USPTO electronic filing system, EFS-Web.
1. By filing this petition:

Applicant is requesting early publication: Applicant hereby requests early publication under
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d) accompanies this request.

2. By filing this petition: applicant is agreeing to make an election without traverse in a telephonic interview and
elect an invention that meets the eligibility requirements for the Green Technology Pilot Program, if the
Office determines that the claims are not obviously directed to a single invention. See Instruction Sheet.

3. This request is accompanied by statements of special status for the eligibility requirement.
4.  The application contains no more than three (3) independent claims and twenty (20) total claims.
5. The application does not contain any multiple dependent claims.

6. Other attachments:

i .. 07/13/2011
z\lParmsTyped) Ted Sabety Registration Number 53540

Note: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required in accordance with
37 CFR 1.33 and 11.18. Please see 37 CFR 1.4(d) for the form of the signature. If necessary, submit multiple forms for more than one
signature, see below™.

|§| *Total of1— forms are submitted.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.




PTO/SB/420 (03-11)

Instruction Sheet for

Petition to Make Special Under the Green Technology Pilot Program
(Not to be Submitted to the USPTO)

The following is a summary of the requirements (for more information see the notices (i)
“Pilot Program for Green Technologies Including Greenhouse Gas Reduction,” (ii)
“Elimination of Classification Requirement in the Green Technology Pilot Program,” and (iii)
“Expansion and Extension of the Green Technology Pilot Program,” available on the USPTO
web site at http://www.uspto.gov/patents/init_events/green_tech.jsp):

(1) The application must be a non-reissue, non-provisional utility application filed under 35 U.S.C. 111(a), or
an international application that has entered the national stage in compliance with 35 U.S.C. 371,
irrespective of the filing date of the application. Reexamination proceedings are excluded from this pilot
program.

(2) The application must contain three or fewer independent claims and twenty or fewer total claims. The
application must not contain any multiple dependent claims. For an application that contains more than
three independent claims or twenty total claims, or multiple dependent claims, applicant must file a
preliminary amendment in compliance with 37 CFR 1.121 to cancel the excess claims and/or the multiple
dependent claims at the time the petition to make special is filed.

(3) The claims must be directed to a single invention that materially enhances the quality of the environment,
or that materially contributes to: (1) the discovery or development of renewable energy resources; (2) the
more efficient utilization and conservation of energy resources; or (3) green house gas emission reduction
(see the eligibility requirements of sections Il and Il of the notice (i) cited above). The petition must
include a statement that, if the USPTO determines that the claims are directed to multiple inventions (e.g.,
in a restriction requirement), applicant will agree to make an election without traverse in a telephonic
interview, and elect an invention that meets the eligibility requirements in section Il or 11l of the notice (i)
cited above.

(4) The petition to make special must be timely filed electronically using the USPTO electronic filing system,
EFS-Web, and selecting the document description of “Petition for Green Tech Pilot” on the EFS-Web
screen. Applicant should use form PTO/SB/420, which is available as a Portable Document Format (PDF)
fillable form in EFS-Web and on the USPTO Web site.

(5) The petition to make special must be filed at least one day prior to the date that a first Office action (which
may be an Office action containing only a restriction requirement) appears in the Patent Application
Information Retrieval (PAIR) system. Applicant may check the status of the application using PAIR.

(6) The petition to make special must be accompanied by a request for early publication in compliance with
37 CFR 1.219 and the publication fee set forth in 37 CFR 1.18(d).

Page 2



Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements of
the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2)
furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information is used by the
U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent application or
patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or abandonment of the
application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

Page 3

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from
the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency’s
responsibility to recommend improvements in records management practices and programs, under authority of
44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing
inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such
disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a
record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record
was filed in an application which became abandoned or in which the proceedings were terminated and which
application is referenced by either a published application, an application open to public inspection or an issued
patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

TED@SABETY.NET
lkorotkin@sabety.net

PTOL-90A (Rev. 04/07)
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TED SABETY, c/o Sabety +associates, PLLC
1130 Bedford Rd. AUG 2 2 2011
PLEASANTVILLE NY 10570

In re Application of B

Youssef Habib : DECISION ON PETITION
Application No. 12/759,537 : TO MAKE SPECIAL UNDER
Filed: April 13,2010 : THE GREEN TECHNOLOGY
Attorney Docket No. IlIx-16 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed July 13, 2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010).

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.¢., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).

The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.
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The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Blaine Copenheaver at 571-
272-1156.

The application is being forwarded to the examiner for action on the merits
commensurate with this decision.

/Blaine Copenheaver/

Blaine Copenheaver
Quality Assurance Specialist
Technology Center 1700



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of: Johnson et al. Attorney Docket No.: SKY1P004D1
Application No.: 12/759,596 Examiner: Gardner, Shannon

Filed: April 13,2010 Group: 1723

Title: PHOTOVOLTAIC RECEIVER Confirmation No.: 7273

CERTIFICATE OF EFS-WEB TRANSMISSION
I hereby certify that this correspondence is being transmitted electronically
through EFS-WEB to the Commissioner for Patents, P.O. Box 1450 Alexandria,
VA 22313-1450 on November 16, 2011.

Signed: /Dawn Wold/
Dawn Wold

Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Dear Sir:
Applicant hereby requests to participate in the Green Technology Pilot Program for the

above-identified application.

Since this application was already published on August 5, 2010, it is believed that there is
no need to request early publication under 37 CFR 1.219 nor pay the publication fee set forth in
37 CFR 1.18(d).

By filing this petition, Applicant is agreeing to make an election without traverse in a
telephonic interview and elect an invention that meets the eligibility requirement and
classification requirement set forth in the notice entitled “Pilot Program for Green Technologies
Including Greenhouse Gas Reduction” that was published in the Federal Register if the Office

determines that the claims are not obviously directed to a single invention.

The application contains no more than three (3) independent claims and twenty (20) total

claims.

SKY1P004D1 1 12/759,596



The application does not contain any multiple dependent claims.

Date: November 16, 2011

P.O. Box 1687
Cupertino, CA 95015-1687
(408) 255-8001

SKY1P004D1

Respectfully Submitted,
BEYER LAW GROUP LLP

/Eric Yoon/
Eric Yoon
Registration No.: 60,611

12/759,596
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APPLICATION NO. FILING DATE FIRST NAMED INVENTOR I ATTORNEY DOCKET NO. I CONFIRMATION NO. I
12/759,596 04/13/2010 Eric C. Johnson SKY1P004D1 7273
58766 7590 12/15/2011
EXAMINER
Beyer Law Group LLP l I
P.O. BOX 1687 GARDNER, SHANNON M

Cupertino, CA 95015-1687
I ART UNIT l PAPER NUMBER I

1723

I NOTIFICATION DATE J DELIVERY MODE J

12/15/2011 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

‘Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

USPTOmail@beyerlaw.com

PTOL-90A (Rev. 04/07)
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Beyer Law Group LLP
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Cupertino CA 95015-1687

In re Application of :
Johnson et al. : DECISION ON PETITION

Application No. 12/759,596 : TO MAKE SPECIAL UNDER
Filed: 4/13/2010 ' : THE GREEN TECHNOLOGY
Attorney Docket No. SKY1P004D1 : PILOT PROGRAM

This is a decision on the petition under 37 CFR 1.102, filed 11/17/2011, to make the above-
identified application special under the pilot program for applications pertaining to Green
Technologies as set forth in 74 Federal Register Notice 64666 (December 8, 2009) and amended
by 75 Federal Register Notice 28554 (May 21, 2010) and 75 Federal Register Notice 69049
(November 10, 2010). '

The petition is GRANTED.

A grantable petition to make an application special under 37 CFR 1.102 and the pilot program as
set forth in 74 FR 64666 must be directed to a nonprovisional application filed under 35 USC
111(a) or be a national stage entry under 35 USC 371, exclusive of any reissue applications.

In order to qualify for special status, the following requirements must be met. 1) The application
must have no more than 3 independent claims and no more than 20 total claims. 2) The
application must not contain any multiple dependent claims. 3) The petition must state the basis
for seeking special status, i.e., the claimed invention either: A) materially enhances the quality of
the environment or B) materially contributes to: i) the discovery or development of renewable
energy resources, ii) the more efficient utilization and conservation of energy resources, or iii)
greenhouse gas emission reduction. 4) If the disclosure is not clear on its face that the claimed
invention materially contributes under category (A) or (B), the petition must be accompanied by
a statement by the applicant, assignee, or an attorney/agent registered to practice before the
Office explaining how the materiality standard is met. 5) A statement that applicant will agree to
make an election without traverse in a telephonic interview if a restriction requirement is made
by the examiner. 6) The petition to make special must be filed electronically. 7) The petition
must be filed at least one day prior to the date that a first Office Action appears in the Patent
Application Information Retrieval (PAIR) system. 8) The petition must be accompanied by a
request for early publication in compliance with 37 CFR 1.219 and include the publication fee as
set forth in 37 CFR 1.18(d).
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The requirement for a fee for consideration of the petition to make special for applications
pertaining to Green Technologies has been waived.

The instant petition complies with items 1 — 8 above. Accordingly, the above-identified
application has been accorded “special” status.

Telephone inquires concerning this decision should be directed to Tom Dunn at 571-272-1171.

The application is being forwarded to the Technology Center Art Unit 1723 for action
on the merits commensurate with this decision.

/Tom Dunn/

Tom Dunn
Quality Assurance Specialist
Technology Center 1700
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Commissioner for Patents
United States Patent and Trademark Office
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MCKENNA LONG & ALDRIDGE LLP ,\M
1900 K STREET, NW ILED
WASHINGTON DC 20006 _ AUG 24 2011

' OFFICE oF PETITIONS
In re Application of
Jose Francisco Gomez Insa :
Application No. 12/759,600 : ON PETITION

Filed: April 13, 2010
Attorney Docket No. 5724.092.10

This is a decision on the petition filed August 12, 2011 under the unintentional provisions
of 37 CFR 1.137(b), to revive the above-identified application.

The petition is GRANTED.

The application became abandoned for failure to properly reply in a timely manner to the final
Office action mailed, February 2, 2011, which set a shortened statutory period for reply of three
(3) months. A two month extension of time under the provisions of 37 CFR 1.136(a) was
obtained. Accordingly, the application became abandoned on July 6, 2011.

The petition satisfies the requirements of 37 CFR 1.137(b) in that petitioner has supplied (1) the
reply in the form of a RCE (Request for Continued Examination, with the required fee of $810,
(2) the petition fee of $1,620, and (3) a proper statement of unintentional delay. Accordingly, the
RCE is accepted as being unintentionally delayed.

The application file does not indicate a change of address has been filed in this case, although the.
. address given on the petition differs from the address of record. A change of address should be
filed in this case in accordance with MPEP 601.03. A courtesy copy of this decision is being
mailed to the address noted on the petition. However, until otherwise instructed, all future
correspondence regarding this application will be mailed solely to the address of record.

Telephone inquiries concerning this decision should be directed to Kimberly Inabinet at (571)
272-4618.
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This application is being referred to Technology Center AU 3635 for appropriate action by the
Examiner in the normal course of business on the reply received August 12, 2011.

/Kimberly Inabinet/

Kimberly Inabinet
Petitions Examiner
Office of Petitions

cc: Rebecca G. Rudich
1401 I Street, N.W. Ste. 1100
Washington, DC 20005
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APPLICATION NO. I FILING DATE I FIRST NAMED INVENTOR | ATTORNEY DOCKETNO. | CONFIRMATION NO. J
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Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the
following e-mail address(es):

jeartee@kmob.com
efiling@kmob.com
¢OAPilot@kmob.com

PTOL-90A (Rev. 04/07)
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KNOBBE MARTENS OLSON & BEAR LLP
2040 MAIN STREET
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IRVINE CA 92614

In re Application of :
MATSUMOTO, TAKUYA, et al. : DECISION ON REQUEST TO

Application No. 12/759,607 : PARTICIPATE IN PATENT
Filed: April 13, 2010 : PROSECUTION HIGHWAY
Attorney Docket No. SUTOSH.571AUS PROGRAM AND PETITION

: TO MAKE SPECIAL UNDER

37 CFR 1.102(d)

This is a decision on the request to participate in the Patent Prosecution Highway (PPH) program
and the petition under 37 CFR 1.102(d), filed October 13, 2010 to make the above-identified
application special.

The request and petition are GRANTED.
A grantable request to participate in the PPH program and petition to make special require:

(1) The U.S. application must validly claim priority under 35 U.S.C. 119(a) to one or more
applications filed in the JPO,;

(2) Applicant must submit a copy of the allowable/patentable claim(s) from the JPO
application(s) along with an English translation thereof and a statement that the English
translation is accurate;

(3) All the claims in the U.S. application must sufficiently correspond or be amended to
sufficiently correspond to the allowable/patentable claim(s) in the JPO application(s);

(4) Examination of the U.S. application has not begun;

(5) Applicant must submit a copy of all the office actions from each of the JPO application(s)
containing the allowable/patentable claim(s) along with an English translation thereof and a
statement that the English translation is accurate;

(6) Applicant must submit an IDS listing the documents cited by the JPO examiner in the JPO
office action along with copies of documents except U.S. patents or U.S. patent application
publications; and

(7) The required petition fee under 37 CFR 1.17(h).

The request to participate in the PPH program and petition comply with the above requirements.
Accordingly, the above-identified application has been accorded “special” status.



Telephone inquiries concerning this decision should be directed to Kenneth Wieder at 571-272-
2986.

All other inquiries concerning the examination or status of the application should be directed to
Patent Application Information Retrieval (PAIR) system.

The application is being forwarded to the examiner for action on the merits commensurate with
this decision.

/Kenneth A. Wieder/

Kenneth Wieder

Quality Assurance Specialist
Technology Center 2600
Communications
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This is a decision on the petition filed on April 13, 2010 to make the above-identified application
special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is DISMISSED.
REGULATION AND PRACTICE

A grantable petition to make special under 37 C.F.R. § 1.102(d) and pursuant to the “Change to
Practice for Petitions in Patent Applications to Make Special and for Accelerated Examination”
published in the Federal Register on June 26, 2006 (71 Fed. Reg 36323), must satisfy the

following conditions:

I. Conditions Regarding the Application: :

1. the application must be a non-reissue utility or design application filed under 37 CFR
1.111(a);

2. the application, the petition and the required fees must be filed electronically using the
USPTO’s electronic filing system (EFS), or EFS-web; if not filed electronically, a statement
asserting that EFS and EFS-web were not available during the normal business hours.

3. at the time of filing, the application must be complete under 37 CFR 1.51 and in
condition for examination,;

4. the application must contain three or fewer independent claims and twenty or fewer
total claims and the claims must be directed to a single invention.

II. Conditions Regarding the Petition:
The petition must:
1. be filed with the application;
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2. include a statement that applicant agrees not to separately argue the patentability of
any independent claim during any appeal in the application;

3. include a statement that applicant agrees to make an election without traverse in a
telephone interview.

4. mclude a statement that applicant agrees to conduct such an interview when requested

5. include a statement, made based on a good faith belief, that a preexamination search in
compliance with the following requirements, was conducted, including an identification of the
field of search by United States class and subclass, where applicable, and for database searches,
the search logic or chemical structure or sequence used as a query, the name of the file(s)
searched and the database service, and the date of the search.

The preexamination search must:

5.1 involve U.S. patents and patent application publications, foreign patent
documents, and non-patent literature, unless the applicant can justify with reasonable
certainty that no references more pertinent than those already identified are likely to be
found in the eliminated sources and includes such a justification with this statement;

5.2. be directed to the claimed invention and encompass all of the features of the
claims, giving the claims the broadest reasonable interpretation;

5.3. encompass the disclosed features that may be claimed.

6. must provide in support of the petition an accelerated examination support document.
An accelerated examination support document must include:

.6.1. an information disclosure statement (IDS) in compliance with 37 CFR 1.98
citing each reference deemed most closely related to the subject matter of each of the
claims;

6.2. an identification of all the limitations in the claims that are disclosed by the
reference specifying where the limitation is disclosed in the cited reference;

6.3. a detailed explanation of how each of the claims are patentable over the
references cited with particularity required by 37 CFR 1.111(b) and (c);

6.4. a concise statement of the utility of the invention as defined in each of the
independent claims (unless the application is a design application);

6.5. a showing of where each limitation of the claims finds support under 35
U.S.C. 112, first paragraph, in the written description of the specification. If applicable,
the showing must also identify: (1) each means- (or step) plus-function claim element
that invokes consideration under 35 U.S.C. 112, sixth paragraph; and (2) the structure,
material, or acts in the specification that corresponds to each means- (or step) plus-
function claim element that invokes consideration under 35 U.S.C. 112, sixth paragraph;
if the application claims the benefit of one or more applications under title 35, United
States Code, the showing must also include where each limitation of the claims finds
support under 35 U.S.C. 112, first paragraph, in each such application in which such
supports exists;

6.6. an identification of any cited references that may be disqualified under 35
U.S.C. 103(c). '

REVIEW OF FACTS
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The conditions I:1-4, II: 1-5, 5.3, 6, 6.1 and 6.4 above are considered to have been met.
However, the petition fails to comply with conditions II : 5.1, 5.2, 6.2, 6.3, 6.5,and 6.6 above.
Therefore, the petition fails to meet the required conditions to be accorded special status under
the accelerated examination procedure.

fonimaotne

e
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When referring to “the petition” hereinbelow, the received papers under consideration include
the PTO/SB/28 form, the “pre-examination search document” including pages 1-4; the

“accelerated examination support document” comprising pages 1-57, and an Information
Disclosure Statement including form PTO/SB/08A. A 57 page supplemental AESD was filed on
July 2, 2010 with newly submitted claims.

Initially, it is noted that the claims filed on July 2, 2010 do not comply with 37 CFR 1.121 as
they do not show the changes in the claims by strike-though and underlining. A new amendment
is required.

Regarding the requirements of section II element 5.1 and 5.2 outlined above, it appears the
search outlined in the petition omitted a critical search area by not searching in class 220
subclasses 7, 326, 833, 834, 835, 837, and 839. -Searching in class D7 subclasses 538. 550.1,
554.3,554.4, 545, and 586 and class D9 subclasses 424 and 432 also appear on point.

Applicant has not pointed out how the original search now covers each of the new limitations in
the claims filed on July 2, 2010.

Regarding the requirements of section II element 6.2 outlined above, the petition fails to identify
all of the limitations in the application claims that are disclosed in each of the reference(s) and
where the limitation is disclosed in each of the cited reference. As stated in the policy published
in the Federal Register on June 26, 2006 (71 Fed. Reg. 36323), for each reference cited, the
examination support document must include an identification of all the limitations in the claims
that are disclosed by the reference specifying where the limitation is disclosed in the cited .
reference. The policy statement does not caveat “the independent claims”, nor does it allow for
grouping and general discussions. A grantable petition must delineate every limitation of every
claim and identify where the equivalent limitation is disclosed in each piece of prior art cited on
the IDS. As is published on www.uspto.gov/web/patents/accelerated/ in “Guidelines for
Applicants under the new accelerated examination procedures”):
For each reference cited, the accelerated examination support document must include an
identification of all the limitations in the claims that are disclosed by the reference
specifying where the limitation is disclosed in the cited reference. Applicants should
specify where in each of the cited references the particular claim limitations are found.
This process is intended to be analogous to the analysis an examiner uses when locating
a relevant prior art reference and then determining whether the reference contains the
claimed limitation. For each claimed limitation, the examiner would consider the
disclosure of the reference and all reasonable portions in the reference where the
limitation is shown. When preparing an Olffice Action, the examiner would correlate the
limitation to the portion of reference which best characterizes the limitation. This part of
the AESD is not intended to be an exhaustive listing of every conceivable subjective
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interpretation of how a claim limitation may read on the reference. Applicants should
point out what are considered to be the relevant representations of the limitation in the
reference. A limitation may be found in more than one portion of the reference and
should be pointed out, yet the intention is not to have applicants point out every
conceivable interpretation. The USPTO will adopt a rule of reason when evaluating this
portion of the AESD. Unless the representation is so deficient that it would materially
effect examination of the application (e.g., numerous instances where the limitations are
not shown where applicant states they are), the representation will be deemed to be

sufficient for this part of the AESD.

In the instant petition, petitioner does not address each limitation and where it is (or state that it
is not) found in each closest prior art. Petitioner does not point out a direct comparison of the .

claim limitations with the limitations disclosed by the references. By not directly addressing all
limitations, it is not clear whether a limitation was overlooked in the discussion of the reference
or not found in the reference.

Similarly, with respect to the requirements of section II element 6.3 outlined above, the petition
fails to provide a detailed explanation of how each of the claims are patentable over (each of) the
reference(s) with particularity required by 37 CFR 1.111(b) and (c). Petitioners should be
specific in their explanation and include the identification of specific claim limitations that
support their position, where appropriate. Petitioners must distinguish each claim from each
piece of prior art cited. General statements that the claims are neither anticipated nor rendered
obvious by the cited references or that the references are not properly combinable will not be
acceptable. The Office cannot infer or guess what petitioner believes the differences between the
claims and the teachings of the prior art to be. Petitioner’s statements must also be consistent
and must be related to the claim language. In the instant petition, the discussion of patentability
must be discussed separately from the showing of where the limitations are in the references
since a limitation not shown does not necessarily make the claim patentable. All claims,
including the dependent claims, must be addressed with regard to patentability.

Note, that a statement that the dependent claims are allowable because the independent claims

are patentable is not sufficient. This does not provide guidance to the examiner as to whether the

limitations could provide patentability should the examiner find the independent claims
unpatentable. Additionally, since the terminal disclaimers were not approved (the attorney
signing is not an attorney of record), petitioner has not overcome any rejection of the claims over
the claims of applications 12/491002 and 12/435327 intended by the terminal disclaimers.

Regarding the requirements of section II element 6.5 outlined above, the requirements of this
section are not met. A grantable petition requires petitioner to provide a showing of where each
limitation of the claims finds support under 35 U.S.C. 112, first paragraph, in the written
description of the specification. If applicable, the showing must also identify: (1) each means-
(or step) plus-function claim element that invokes consideration under 35 U.S.C. 112, sixth
paragraph; and (2) the structure, material, or acts in the specification that corresponds to each
means- (or step) plus-function claim element that invokes consideration under 35 U.S.C. 112,
sixth paragraph; if the application claims the benefit of one or more applications under title 35,
United States Code, the showing must also include where each limitation of the claims finds
support under 35 U.S.C. 112, first paragraph, in each such application in which such supports
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exists. In the instant petition, it is not clear how the new claim limitation “at least one sidewall”
is supported by paragraphs 32- 39 since the term “at least one” is not used. In addition,
petitioner has not addressed whether the claims include any means plus function claim elements.
[f there are none, a statement to such must be made.

Finally, regarding ilie requirements of scction II element 6.6, the petition does not provide an
identification of any cited references-that may be disqualified under 35 U.S.C. 103(c). If there
are no such references, a statement to such must be made.

DECISION

For the above-stated reasons, the petition is dismissed. The application will therefore be taken
up by the examiner for action in its regular turn.

Petitioner is given a single opportunity to perfect the petition. Any request for reconsideration of
this decision must be submitted within 1 (one) month or 30 (thirty) days, whichever is longer,
(no extension of time under 37 CFR 1.136(a)) from the date of this decision in order to be
considered timely. Any request for reconsideration must address all of the deficiencies indicated
above. :

Petitioner is reminded that, upon granting of the special status of the application on request for
reconsideration, the application will be processed expeditiously. However, due to the dismissal
of the instant petition, examination may not be completed within twelve months of the filing date
of the application. '

Any inquiry regardmg this decision should be directed to Linda J. Sholl, TC 3700 Special
Programs Examiiner, at (571) 272-4391.

Q/iz@ Yol
Linda J. gholl
Special Programs Examiner

Technology Center 3700
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This is a decision on the renewed petition filed on Septembér 30,2010 to make the above-
identified application special for accelerated examination procedure under 37 C.F.R. § 1.102(d).

The petition to make the application special is GRANTED.

" The application is eligible for accelerated examination and the petition complies with the
conditions for granting the application special status pursuant to the “Change to Practice for
Petitions in Patent Applications to Make Special and for Accelerated Examination” published
June 26, 2006, in the Federal Register. (71 Fed. Reg. 36323).

The prosecution of the instant application will be conducted expeditiously according to the
following guidelines. :

1. The application will be docketed to an examiner and taken up for action within two
weeks of the date of this decision.

2. Restriction Practice: _

If the examiner determines that the claims are not directed to a single invention, a
telephone request to elect one single invention will be made pursuant to MPEP 812.01.
As a prerequisite to the grant of this petition, the applicant has agreed to make an oral
election, by telephone, without traverse. If the applicant refuses to make an election
without traverse, or the examiner cannot reach the applicant after a reasonable effort, the
examiner will treat the first claimed invention (invention defined by claim 1) as having
being constructively elected without 